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CHAPTER 1: HISTORICAL TRAJECTORIES AND CONCEPTUAL
FORMATION OF INTELLECTUAL PROPERTY

BY RASHMI DAS

INTRODUCTION

"Intellectual Property is the legal bridge between a silent thought and a global breakthrough; it
ensures that the 'creative spark' of an individual becomes the 'enduring light' of a civilization."IP
law gives people the confidence to share their best ideas. It turns private inspiration into public
progress by making sure the person who did the hard work gets the credit and the profit they
deserve. The evolution of Intellectual Property Rights (IPR) is not merely a chronicle of legal
drafting; it is a narrative of the human spirit’s transition from physical craftsmanship to the
high-stakes theater of global commerce.' This journey represents an ontological shift in how
society perceives value, moving from the weight of the "tangible" to the profound influence of
the "intangible."> "Law must protect the sweat of the brow and the spark of the brain.* When a
creator pours their soul into a work, the law stands as a silent sentry at the gate of their

imagination." Justice V.R. Krishna Iyer.*
Concept of IPR?

At its core, Intellectual Property represents the legal manifestation of "creations of the mind." It
transcends the physical world to protect the abstract products of human intellect, be it the
distinctive aesthetics of a corporate logo, the rhythmic composition of a musical score, the

commercial identity established through a trademark, or the intricate narrative of a cinematic

"' W.R. Cornish, Intellectual Property: Patents, Copyright, Trademarks and Allied Rights (Sweet & Maxwell, 1999).
2 P. Narayanan, Intellectual Property Law (3rd edn, Eastern Law House, 2022).

3 B.L. Wadehra, Law Relating to Intellectual Property (5th edn, Universal Law Publishing, 2016).

* Justice V.R. Krishna Iyer, The Majestical Sweep of IPR: A Juridical Perspective (Supreme Court Cases, 1994)

-1-



production. These are intangible assets; they lack physical substance yet possess immense
economic and moral value. IPR laws, therefore, function as a protective framework for the
"creative spark," ensuring that the fruits of cognitive labor remain within the control of the
creator. In contrast, Traditional Property Laws govern tangible assets. These rights pertain to
the physical world, material objects that can be touched, occupied, or moved. This includes real
property such as land and infrastructure, as well as personal property like industrial machinery,
liquid capital, and physical securities. While traditional property law is concerned with the
possession and alienation of physical matter, IPR is concerned with the control and exploitation
of informational and creative value.’ Intellectual property rights (IPR) grant creators exclusive
control over their innovations, covering areas like copyrights, trademarks, patents, designs, and
geographical indications. Governments worldwide enact dedicated laws to shield these rights
from misuse.® Take a film studio, for instance: if pirates leak their eagerly awaited movie online
before its premiere, causing hefty revenue hits from lost ticket sales and streaming deals, the
studio can swiftly take legal action under India's Copyright Act, 1957, seeking damages,

injunctions, or even criminal charges to hold the culprits accountable.’

THE INSTITUTIONALIZATION OF TRUST: A HISTORICAL ACCOUNT
OF TRADEMARK FORMATION

While the contemporary legal framework classifies the trademark as a sophisticated intangible
asset, its genealogy reveals a primal and enduring impulse: the necessity to signify origin and
authenticate quality. The historical trajectory of 'indicia of origin' extending from the
rudimentary seals of early civilizations to the complex statutory regimes of the modern era offers

a compelling narrative of how commercial identity was transformed into a protected legal right.®

3 Difference between Intellectual Property and Intellectual Rights”, iPleaders, available at:
https://blog.ipleaders.in/difference-between-intellectual-property-and-intellectualrights/#Meaning_of Intellectual Pr
operty (last visited on Jan. 26, 2026).

% David I. Bainbridge, Intellectual Property (10th edn, Pearson Education, 2018)

" The Copyright Act, 1957 (Act 14 of 1957)

8 Berne Convention for the Protection of Literary and Artistic Works, Sept. 9, 1886, as revised at Paris on July 24,
1971, 1161 UN.T.S. 3



https://blog.ipleaders.in/difference-between-intellectual-property-and-intellectualrights/#Meaning_of_Intellectual_Property
https://blog.ipleaders.in/difference-between-intellectual-property-and-intellectualrights/#Meaning_of_Intellectual_Property

To understand the modern brand is to first deconstruct the ancient symbols that facilitated the
very birth of market trust. In the Roman Empire (c. 27 BCE-476 CE), artisans and craftsmen
employed "maker's marks" on artifacts such as pottery and metalwork to signify their authorship.
These inscriptions functioned not merely as attestations of individual expertise and workmanship
but also as mechanisms for consumer assurance regarding product quality. Such practices
constituted an incipient form of branding, deeply embedded within the spheres of artisanal
production and commercial exchange. During the Middle Ages, European craft guilds emerged
as pivotal institutions, affixing distinctive symbols or insignia to their wares. These markers
served dual purposes: denoting the origin of the goods and guaranteeing their adherence to
exacting standards of quality. In an age where interpersonal trust underpinned economic
exchange, such emblems embodied artisanal integrity and proficiency, thereby bolstering
consumer confidence. In the vibrant mercantile hub of 14th-century London, particular trade and
craft guilds received royal or municipal charters granting them monopolistic rights to employ
specific identifying marks, an embryonic precursor to modern trademark registration. This
regulatory innovation sought to govern commerce while safeguarding the interests of producers
and purchasers alike. It represented a crucial milestone in the institutional evolution of
trademarks. The advent of the Industrial Revolution heralded an era of mechanized mass
production and expansive global trade, reshaping socioeconomic landscapes. Amid these
transformations, trademarks assumed heightened salience as instruments for product
differentiation and branding. In marketplaces inundated with commoditized goods, they enabled
consumers to discern and select reliable offerings with discernment. The 19th century witnessed
the codification of trademark protections through landmark legislation, reflecting the imperatives
of industrialized commerce. In Britain, the Merchandise Marks Act 1862 and the Trade Marks
Registration Act 1875 established foundational frameworks for registration and enforcement,
curbing deceptive practices. Paralleling these, the United States enacted the Trademark Act of
1881 (later refined in 1905), institutionalizing trademarks as intangible property rights.” These
enactments not only fortified economic fairness but also nurtured innovation by incentivizing

brand investment in an increasingly competitive global arena'®. In the 20th century, accelerating

? Frank Schechter, "The Rational Basis of Trademark Protection," Harvard Law Review (Vol. 40, 1927)
10 “Discovering the Past: The Fascinating Journey of Trademarks”, Trademark Angel, available at:
https://trademarkangel.com/discovering-the-past-the-fascinating-journey-of-trademarks/ (last visited on Jan. 26,

2026).


https://trademarkangel.com/discovering-the-past-the-fascinating-journey-of-trademarks/

globalization heightened the imperative for transnational trademark safeguards, culminating in
the Paris Convention for the Protection of Industrial Property (1883). This foundational treaty
pioneered reciprocal recognition of trademarks across borders, thereby shielding brand integrity
amid burgeoning international commerce. The Agreement on Trade-Related Aspects of
Intellectual Property Rights (TRIPS), administered by the World Trade Organization, crystallized
minimum global benchmarks for trademark protection. By harmonizing enforcement
mechanisms and underscoring the role of trademarks in fair competition, TRIPS fortified
intellectual property regimes worldwide, adapting to the exigencies of a borderless economy.
Today, trademarks transcend mere logos or descriptors; they embody the essence of brand equity.
Functioning as bulwarks against consumer deception, custodians of proprietary innovation, and
architects of enduring trust, they navigate the complexities of a saturated global marketplace.
This evolutionary arc from rudimentary pottery incisions to sophisticated multilateral accords
mirrors humanity's perennial quest for reliable distinction and confidence in exchange,

cementing trademarks as pillars of modern economic life.

EVOLUTION OF IPR

The evolution of patent jurisprudence in India is intrinsically linked to the socio-economic
imperatives of the British colonial administration. The genesis of statutory protection began with
Act VI of 1856," a legislative response to the tremors of the Industrial Revolution that had
fundamentally altered the European technological landscape. During this era, patent law was not
envisioned as a tool for domestic empowerment, but rather as a strategic instrument to facilitate
the entry of British commercial interests into the Indian market. By codifying "exclusive
privileges," the colonial government sought to provide a secure legal environment for foreign
capital, ensuring that imperial innovations remained insulated from local imitation. However,
this early legal framework was characterized by a distinct protectionist bias.'*The statutes were

drafted to prioritize the interests of non-resident patentees, often at the expense of India’s internal

"' The Protection of Inventions Act, 1856 (Act 6 of 1856)
12 Shamnad Basheer, "The 'Inventive Step' in Patent Law: An Indian Perspective," The Journal of World Intellectual
Property (2010).



industrial growth. By focusing on the protection of imported technology, the law largely
marginalized the necessity for indigenous innovation and failed to address the specific
developmental needs of the Indian subcontinent. While these nascent legislations were relatively
short-lived in their original forms, they functioned as the jurisdictional scaffolding for all future
intellectual property discourse in the region." The transition from fragmented privileges to a
codified system culminated in the Indian Patents and Designs Act of 1911'. This landmark
statute introduced a sophisticated, centralized mechanism for administering patents, replacing the
ad hoc arrangements of the 19th century. By granting a 14-year term of exclusivity”The 1911
Act established a formal legal monopoly for inventors, effectively aligning Indian patent
administration with global imperial standards and creating a comprehensive procedural blueprint
that would govern Indian innovation for over half a century.'® Due to the rapid globalization and
liberalization of economies worldwide, "Intellectual Capital" has become a major source of
wealth in international trade in the 21st century.'” Whether in the form of newly enacted statutes
or judicial declarations, the protection of intellectual property rights has emerged as an

8 As a result of India's

indispensable component of India's thriving commercial sector.
acceptance of the World Trade Organization (WTO) agreement, the country is now in a position
to comply with the Trade Related Aspects of Intellectual Property Rights regulations (TRIPS) In
the 21st-century global marketplace, the shift toward economic liberalization and borderless
trade has redefined the nature of wealth, placing "Intellectual Capital" at the very center of
international commerce."” In India, this transition is clearly reflected in the legal landscape; the
robust protection of creative and inventive assets achieved through both modern legislation and

landmark judicial precedents is no longer optional but a fundamental pillar of the nation’s

1 Sudhir Raja Ravindran, "The Evolution of Patent Laws in India," Journal of Intellectual Property Rights (Vol. 10,
2005).

' The Indian Patents and Designs Act, 1911 (Act 2 of 1911)

1> Biswajit Sarkar, “Evolution of Patents From The Pre-British Era”, Biswajit Sarkar Blog, available at:
https://www.biswajitsarkar.com/blog/evolution-patents-pre-british-era.html (last visited on Jan. 26, 2026)

'8 Daisy Banakhede, “The Emergence of Patent Laws: A Journey Through Innovation and Legal Frameworks”,
IIPRD Blog, Oct. 18, 2024, available at:
https://iiprd.wordpress.com/2024/10/18/the-emergence-of-patent-laws-a-journey-through-innovation-and-legal-fram
eworks/ (last visited on Jan. 26, 2026)

17 Frank Schechter, "The Rational Basis of Trademark Protection," Harvard Law Review (Vol. 40, 1927)

18 Berne Convention for the Protection of Literary and Artistic Works, Sept. 9, 1886, as revised at Paris on July 24,
1971, 1161 UN.T.S. 3

' N.S. Gopalakrishnan and T.G. Agitha, Principles of Intellectual Property (Eastern Book Company, 2014

-5-
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commercial success.”’ By integrating into the World Trade Organization (WTO)*, India has

strategically aligned its domestic legal framework with the international standards set by

the TRIPS (Trade-Related Aspects of Intellectual Property Rights) Agreement. This commitment

ensures that Indian innovation is not only protected at home but is also recognized and respected

within the global economic order.”

THE CORE PILLARS OF INDIAN IP PROTECTION

II.

I1I.

IV.

Trademarks: Governed by the Trade Marks Act, 1999, this protects the unique logos,
brand names, and slogans that allow consumers to instantly recognize a product or
service. It essentially safeguards the "goodwill" and reputation a business builds over
time.

Patents: Under the Patents Act, 1970 (as amended in 2005), inventors are granted
exclusive rights for a set period to prevent others from making or selling their unique
inventions. This serves as a vital incentive for technological and scientific breakthroughs.
Copyrights: Protected by the Copyright Act, 1957, these rights belong to the creators of
original literary, musical, dramatic, and artistic works, as well as films and sound
recordings. It ensures that authors have the sole authority to reproduce or publish their
creations.

Industrial Designs: The Designs Act, 2000, focuses on the aesthetic or "ornamental”
appeal of a product. It protects the specific shape, pattern, or color combination that

makes a product visually distinct.

2 Elizabeth Verkey, Law of Patents (2nd edn, Eastern Book Company, 2012).

2! World Intellectual Property Organization (WIPO), WIPO Intellectual Property Handbook: Policy, Law and Use
(WIPO Publication No. 489, 2004).

22 Prabhash Ranjan, "The TRIPS Agreement and India’s Patent Regime: An Economic Analysis," Journal of World
Intellectual Property (Vol. 12, 2009).



SPECIALIZED AND EMERGING PROTECTIONS

Beyond the traditional pillars, India also provides specific legal frameworks for more niche or

technical areas:

1. Geographical Indications (GI): The Geographical Indication of Goods (Registration and
Protection) Act, 1999 protects products that have a specific geographical origin and
possess qualities or a reputation due to that location (e.g., Darjeeling Tea).*

2. Plant Varieties: The Protection of Plant Varieties and Farmers' Rights Act, 2001 balances
the need to protect new plant species created by breeders with the traditional rights of
farmers to save and sow seeds.

3. Electronic and Integrated Circuits: The Semiconductor Integrated Circuits Layout-Design
Act, 2000, provides a specific legal path to protect the complex topographic designs of
integrated circuits.

4. Digital & Information Technology: The Information Technology Act, 2000, addresses the
modern challenges of the digital age, including cybercrimes, data protection, and the

legal recognition of electronic records.

WHY THESE REGULATIONS MATTER

Today, "Intellectual Capital" has surpassed physical assets as a primary source of wealth in
international trade. By aligning these laws with international standards like the TRIPS
Agreement, India has ensured that its commercial sector remains competitive and that its

innovators are protected on a global scale.*

2 M.S. Bharath, "Geographical Indications: The Indian Experience," Asia Business Law Journal (2020)
2 Agreement on Trade-Related Aspects of Intellectual Property Rights (TRIPS), Apr. 15, 1994, Marrakesh
Agreement Establishing the World Trade Organization, Annex 1C, 1869 U.N.T.S. 299.
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CONCLUSION

The trajectory of Intellectual Property Rights (IPR) in India reveals a profound transformation,
shifting from a colonial instrument of market control to a sovereign shield for national creativity.
As we move further into an era defined by artificial intelligence, biotechnology, and digital
convergence, the role of IPR has transitioned from a mere legal formality to the very lifeblood of
the global economy.® It is the invisible infrastructure that allows a lone inventor in a garage or a
scientist in a high-tech lab to compete on the world stage, knowing their "spark of the brain" is
legally fortified. India’s evolution in this space is particularly noteworthy. By harmonizing
domestic laws with international benchmarks like the TRIPS Agreement, the nation has struck a
delicate balance: it has also embraced the rigors of global commerce while maintaining
safeguards for public interest, such as affordable access to medicine and the rights of traditional
farmers. This "middle path" reflects the philosophy that while private profit is a necessary
incentive for innovation, the ultimate goal of the law is the advancement of human civilization.
Looking ahead, the challenges for IPR will only intensify.”® The rise of generative Al and
decentralized digital assets (like NFTs) is already testing the boundaries of what it means to be
an "author" or an "inventor." Furthermore, as traditional knowledge and geographical indications
gain more prominence, the law must continue to evolve to protect the cultural heritage of
communities from commercial exploitation. The "silent sentry" mentioned by Justice V.R.
Krishna Iyer must now guard not just the printed page or the mechanical gear, but the complex
algorithms and genetic codes that define the future. Ultimately, the strength of an IPR regime is
the ultimate barometer of a society’s respect for the human mind. By providing a secure legal
bridge between a silent thought and a global breakthrough, India is not just protecting products;
it is nurturing an ecosystem of trust. As long as the law continues to shield the "sweat of the
brow" with the same vigor it protects physical borders, the enduring light of innovation will

continue to illuminate the path toward social and economic progress

2 S K. Verma and Raman Mittal, Intellectual Property Rights: A Global Vision (Indian Law Institute, 2004
26 Ashwani Kumar Bansal, Law of Trade Marks (3rd edn, Universal Law Publishing, 2014).
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CHAPTER 2: INSTITUTIONAL ARCHITECTURE OF GLOBAL IP
GOVERNANCE: WTO, WIPO, AND REGIONAL REGIMES

BY MRUDUL BISEN

INTRODUCTION

Over the last few decades, intellectual property has started to influence areas of daily life that
most people never associate with law. The cost of medicines, the availability of certain
technologies, or even why a film quietly disappears from a streaming catalogue can often be
traced back to some patent or copyright rule operating in the background.”” A patent registered in
one state may end up determining whether patients in an entirely different region can afford

28

treatment.”® Even a seemingly trivial dispute over a trademark can cut off access to a market that,

t29

at first glance, appears unrelated to the conflict.” When you step back and look at the broader
picture, the striking thing is that there is no single institution in charge of this global IP
landscape.®® Instead, a cluster of bodies most prominently the WTO, WIPO, and various regional
trade blocs shape different parts of the system, at times in complementary ways and at other

times in tension with one another.?!

International IP law did not begin with any grand design. The early instruments, particularly the

Paris and Berne Conventions, were products of a handful of industrialising states wanting to

7 Peter Drahos, Information Feudalism 112—115 (Earthscan, London, 2002).

2 Frederick M. Abbott, The WTO Medicines Decision 3—6 (WHO, Geneva, 2005).

¥ Graeme B. Dinwoodie and Rochelle C. Dreyfuss, “A Neofederalist Vision of TRIPS” 7 Journal of International
Economic Law 43 (2004).

3% Susan K. Sell, Private Power, Public Law 95-99 (Cambridge University Press, Cambridge, 2003).

3! Laurence R. Helfer, “Regime Shifting in the International Intellectual Property System” 7 Perspectives on Politics
39 (2009).



avoid repetitive quarrels over inventions and creative work.*? The tone of these agreements was
diplomatic and cautious. When WIPO took over much of this work in the late 1960s, it inherited
that slow, consensus-oriented culture.” Even today, many of its negotiations feel like they belong
to an earlier era, where the aim is to preserve cooperation rather than to create enforceable

obligations.

A decisive shift occurred in the 1990s with the establishment of the WTO.** Through the TRIPS
Agreement, IP protection was pulled into the framework of international trade, and this
dramatically changed the stakes.”” Unlike the older treaties, TRIPS came with a dispute
settlement system that could authorise trade retaliation.*® This was a new level of enforcement,
and it meant that governments, whether they wished to or not, had to treat IP as a matter of

economic policy, not just legal administration.

At the same time, regional trade agreements have started working on their own IP regulations.
The European Union is the most notable example with the most comprehensive framework, and
this trend is also seen in North America, East Asia, and Africa. Regional norms often exceed
TRIPS, leading to situations where a state can comply with its international commitments but fail
to meet regional obligations. The result is not a neat hierarchy, but a layered and sometimes

awkward set of overlapping rules.?’

The purpose of analysing these layers together is to understand how they interact in practice. The
institutions do not form a tidy chain of command. Some of their rules reinforce one another;
some run in parallel without much contact, and others pull in conflicting directions.
Policymakers, particularly in countries with limited administrative capacity, often find
themselves trying to reconcile expectations that evolved in different political moments. Seen this
way, the ongoing debates around global IP governance are less surprising; the system is far more

fragmented and contested than it appears from a distance.

32 Paris Convention for the Protection of Industrial Property, 1883; The Berne Convention for the Protection of
Literary and Artistic Works, 1886.

33 Christopher May, The World Intellectual Property Organization 28-32 (Routledge, London, 2007).

3 1d. at 35-38.

35 Agreement on Trade-Related Aspects of Intellectual Property Rights, 1994, arts. 1-2.

36 Agreement on Trade-Related Aspects of Intellectual Property Rights, 1994, art. 64.

37 Sell, supra note 4 at 108.
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HISTORICAL FOUNDATIONS OF GLOBAL IP GOVERNANCE

The international IP system didn’t really begin with any big, organised effort. It grew in a much
looser way, mostly because ideas travelled much faster than the rules meant to protect them. In
the nineteenth century, an inventor could spend months getting a patent at home and feel
reasonably secure, only to discover that a company in another country had copied the same
invention without much pushback.*® Books, sketches, technical diagrams they moved across
borders almost casually. Most governments weren’t aiming to build a global framework; they
were just trying to stop the most blatant forms of unfair competition, and even that was often

inconsistent or half-hearted.

The Paris Convention of 1883 is usually remembered first because it at least set a few common
expectations for patents and trademarks.*” Its main message was that foreign inventors shouldn’t
be treated worse than local ones. A few years later, the Berne Convention introduced basic rules

t.* Neither treaty created anything like a court or an organisation to enforce these

for copyrigh
rules.*! They were more like shared reference points that countries updated from time to time
when new technologies created practical difficulties. And even then, states implemented the rules

differently.

WIPO’s creation in 1967 gave the system an institutional home.* It was not a powerful
regulator; its role was to administer treaties, facilitate cooperation among national IP offices, and
encourage agreement where feasible. Developing countries favoured this consensus-based model
because it allowed gradual legal change important for states still building their administrative

capacity.

38 Lionel Bently and Brad Sherman, Intellectual Property Law 6-10 (Oxford University Press, Oxford, 4th edn.,
2014).

39 Paris Convention, art. 2.

40 Berne Convention, art. 5.

! May, supra note 7 at 19.

2 Convention Establishing the World Intellectual Property Organization, 1967, art. 3.
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By the 1960s and 70s, newly independent states began questioning whether strong IP protection
truly supported development. Many argued such rules largely benefited foreign industries.
UNCTAD discussions and debates surrounding the New International Economic Order
continuously returned to concerns about technology access.”” Scholars later labelled this
back-and-forth movement across institutions “regime shifting,” since no single organisation was

clearly in control of the normative debates.**

The 1980s marked a turning point. Industrialised countries and large corporations argued that the
cooperative system under WIPO was no longer sufficient, especially with the rise of software,
films, and pharmaceuticals. Negotiations shifted from WIPO to the GATT, culminating in the
TRIPS Agreement of 1994, which linked IP directly to trade obligations and introduced

enforceable dispute settlement for the first time.*

The coexistence of older, voluntary treaties and newer, mandatory trade rules explains why

today’s global IP architecture often appears uneven and occasionally contradictory.

INSTITUTIONAL ARCHITECTURE OF THE WTO SYSTEM

Legal Mandate

When TRIPS eventually became part of the WTO package in 1995, it slipped into an
organisation that had already built up decades of trade practice. It is almost surprising, on
rereading the opening provisions of TRIPS, to see how familiar they feel: national treatment,
MFN, openness in rule-making ideas drawn straight out of the older GATT tradition.*® Their
presence in an IP treaty was unexpected at the time. It signalled, quietly but unmistakably, that

countries could no longer treat patents or copyrights as purely domestic housekeeping.’” These

4 UNCTAD, The Role of the Patent System in the Transfer of Technology to Developing Countries (1975).

44 Helfer, supra note 5.

4 World Trade Organization, The Results of the Uruguay Round of Multilateral Trade Negotiations (1994).

6 The General Agreement on Tariffs and Trade, 1947, arts. I & III.

47 Carlos M. Correa, Trade-Related Aspects of Intellectual Property Rights: A Commentary on the TRIPS Agreement
11-15 (OUP, Oxford, 2007).
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matters had been pulled into a multilateral environment that expected rules to be predictable and

shared across borders.

TRIPS itself did not insist that every member adopt identical statutes. It set a baseline minimum
standards for patents, trademarks, copyright, geographical indications, designs, trade secrets, and
enforcement and left room for variation above that floor. Even so, many developing countries
found that these minimum standards required more legislative rewriting than they had
anticipated, especially regarding pharmaceuticals and remedies.”® Yet the more consequential
shift was institutional: once IP norms were placed within the WTO system, ignoring obligations
carried real consequences. Earlier IP treaties lacked that kind of weight. TRIPS changed the

dynamic from voluntary cooperation to enforceable commitment.*’

Enforcement and Governance

The ability to enforce those commitments rests almost entirely on the WTO’s dispute settlement
process. Every dispute begins with consultations, often a polite but fairly unproductive step and
when that fails, the matter moves to a panel.”® Panels spend months working through detailed
submissions, and their reports read like carefully reasoned legal opinions. For years, the
Appellate Body stood over panels to refine and stabilise interpretations. It no longer functions,

but its earlier decisions continue to shape how TRIPS is read.”!

The real pressure point comes later. If a member loses a case and does not fix the offending
measure, the complaining country can seek permission to retaliate by suspending concessions in
any sector it chooses. This feature is unusual and gives TRIPS its influence. A dispute that
begins with a patent rule can end by threatening a country’s textiles or agricultural exports, and
few governments are willing to gamble with that kind of collateral damage. Retaliation or even

the credible risk of it keeps states alert.

48 Bryan Mercurio, TRIPS and Developing Countries 45-52 (Edward Elgar, Cheltenham, 2010).

4 Carlos M. Correa, Trade Related Aspects of Intellectual Property Rights 98—102 (Oxford University Press,
Oxford, 2007).

%% Understanding on Rules and Procedures Governing the Settlement of Disputes, 1994.

31 Appellate Body Report, United States — Shrimp, WT/DS58/AB/R (12 Oct. 1998).
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Meanwhile, the TRIPS Council handles continuous oversight.>® It serves as an institutional forum
where members notify changes in their laws, raise questions about others’ systems, and air early
worries about topics ranging from digital markets to traditional knowledge. The Council does not
settle disputes, but it often registers the feeling in the room long before a disagreement becomes

formal litigation.
Landmark Dispute Cases

Some of the earliest TRIPS disputes set the tone for how strictly the Agreement would be
applied. In India — Patent Protection for Pharmaceuticals and Agricultural Chemical Products
(DS50), the dispute centred on India’s failure to create a workable “mailbox™ to receive and
preserve patent applications during its transition period.”® The panel’s ruling against India made
the broader point: transition periods still carried obligations, and members were expected to build

essential structures even while phasing in their laws.

In the United States — Section 110(5) Copyright Act dispute (DS160), the issue was whether
America’s exemption for background music in small businesses went too far.>* Such a position
was asserted by the panel. The conclusion itself had some symbolic significance: a reminder that

even the most avid proponents of IP enforcement abroad are subject to the same laws.

The two EC cases involving Protection of Geographical Indications (DS174/DS290) took a
slightly different route. They raised questions about whether the EU’s GI system was
discriminatory against non-EU countries. The panels pointed out aspects that did not comply
with national treatment. These decisions, in turn, influenced EU changes and assisted many

countries in writing their new GI systems.”

Disputes that arose later involved other issues. In Canada — Patent Protection (DS114), the panel
confirmed the Bolar exemption, explaining that TRIPS does not prohibit generics from entering

the market before the expiration of a patent.’® The China — IP Enforcement case (DS362) shifted

32 TRIPS Agreement, art. 68 (TRIPS Council).

33 India — Patent Protection for Pharmaceutical and Agricultural Chemical Products, WT/DS50/R (5 September
1997).

5% United States — Section 110(5) of the US Copyright Act, WI/DS160/R (15 June 2000).

%5 European Communities — Protection of Trademarks and Geographical Indications for Agricultural Products and
Foodstuffs, WT/DS174/R; WT/DS290/R (15 March 2005).

% Canada — Patent Protection of Pharmaceutical Products, WT/DS114/R (17 March 2000).
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the attention to enforcement mechanisms. The main issue was whether China’s thresholds and
disposal of Under-enforced IP rights were in IP rights. The panel found several weaknesses.”’

These rulings collectively broadened the interpretive landscape of TRIPS.

The plain-packaging disputes against Australia involving multiple complainants pushed the
Agreement into the arena of public-health regulation.® The argument was that Australia’s
restrictions on tobacco branding violated trademark rights. Panels, however, upheld the
measures, emphasising that TRIPS protects the right to stop others from misusing a trademark,
not the right to use it in all contexts. This reasoning has since become a touchstone in debates

over health-related regulation and IP rights.
Policy Impact

The Doha Declaration on TRIPS and Public Health (2001) was a rare moment when WTO
members articulated a shared stance on an issue that had already become politically sensitive.*
The Declaration made it plain that TRIPS “does not and should not” obstruct public-health
measures and confirmed the legitimacy of flexibilities such as compulsory licensing and parallel
importation.®” Many states took this as welcome reassurance and, for some, as the political space

needed to rely on flexibilities already present in the Agreement.

The COVID-19 pandemic brought these issues back with new intensity. India and South Africa
proposed a temporary suspension of certain TRIPS obligations to widen access to vaccines and
therapeutics.®' The debates that followed were long and, at times, emotionally charged. Although
the eventual decision was narrower than originally sought, the entire episode illustrated how

central TRIPS has become in discussions about global health, a role that was not obvious when

57 China — Measures Affecting the Protection and Enforcement of Intellectual Property Rights, WT/DS362/R (26
January 2009).

58 Panel Report, Australia — Certain Measures Concerning Trademarks, Geographical Indications and Other Plain
Packaging Requirements Applicable to Tobacco Products and Packaging, WT/DS435/R, WT/DS441/R,
WT/DS458/R, WT/DS467/R (2018).

% WTO Ministerial Conference, Declaration on the TRIPS Agreement and Public Health, WT/MIN(01)/DEC/2 (14
November 2001).

0 1d.

8 WTO, Waiver from Certain Provisions of the TRIPS Agreement for the Prevention, Containment and Treatment of
COVID-19, IP/C/W/669, 9 1-3 (2 October 2020).
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the Agreement was drafted.> The WTO has become, for better or worse, the main stage on

which those tensions are worked out.®

INSTITUTIONAL ARCHITECTURE OF WIPO

Normative Function

When people talk about global IP governance, WIPO sometimes gets described as the “quiet
institution,” and in many ways that is accurate. It is not built around enforcement or sanctions;
instead, its strength lies in shaping norms slowly and steadily. WIPO grew around a set of
treaties more than two dozen at this point that states negotiated over many years, often revising
them as technology or political priorities changed.®* These treaties range from the old pillars like
Paris and Berne to the newer Internet treaties. The sheer diversity of instruments tells you

something: WIPO’s mandate is broad, but its approach is patient.

WIPO’s treaty-making method is also quite distinctive. Nothing moves unless states are
comfortable, and comfort especially with IP issues is rarely quick. Negotiations travel through
committees, informal consultations, expert groups, and sometimes diplomatic conferences that
stretch on longer than anyone expects. The pace can be slow, yes, but the slowness has a
purpose. Most members, especially developing countries, prefer a process where they can

negotiate, adjust, rethink, and sometimes resist.

Another important shift happened in 2007 with the WIPO Development Agenda.®® It was the
moment when WIPO acknowledged openly that international IP rules are bound up with
questions of development, technology access, and public interest. The Agenda did not rewrite the

treaties, but it reshaped how WIPO described its mission. From that point on, the organisation

82 WTO, Ministerial Decision on the TRIPS Agreement (2022).

5 Tbid.

64 May, supra note 7.

% World Intellectual Property Organization, The WIPO Development Agenda (WIPO, Geneva, 2007).
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looked at IP less as a set of rights to protect and more as a tool that must be balanced with

broader societal needs.
Administrative Mechanisms

One of the easiest parts of WIPO to overlook perhaps because it is so technical is its
administrative machinery. But these systems (PCT, Madrid, Hague) are actually the

organisation’s most practical contribution to global IP governance.

The PCT, for instance, does something deceptively simple: it allows an inventor to file a single
international patent application.®® The application still has to go through national stages
eventually, but the PCT buys time, provides an early search, and brings structure to what would
otherwise be a maze of national filings. If you ask patent attorneys what they use most within

WIPO, almost all will point to the PCT.

The Madrid System performs a similar coordinating role for trademarks.®” One application, one
set of fees, and a mechanism for extending protection to whichever countries the applicant
selects. This system is particularly useful for small and medium enterprises, those who cannot

afford dozens of national filings but still want brand protection abroad.

The Hague Agreement works in much the same way for industrial designs.®® It has fewer
members than the PCT or Madrid, but its recent expansion shows that states see value in

simplifying design protection.

These mechanisms do not harmonise substantive law, and that is worth repeating. Instead, they
harmonise paperwork. But paperwork it turns out is often what makes or breaks access to the
global IP system. WIPO has become the place where administrative burdens are reduced, and

that alone makes it an important institution.

% WIPO, PCT Applicant’s Guide 1-10 (WIPO, Geneva, 2023).

7 Madrid Agreement Concerning the International Registration of Marks, 1891; Protocol Relating to the Madrid
Agreement, 1989.

8 Geneva Act of the Hague Agreement Concerning the International Registration of Industrial Designs, 1999.
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Soft Governance Tools

WIPO’s influence is not only in treaties and administrative systems. Much of it comes from
things that have no binding force at all. The Development Agenda is one part of this.®’ It nudges
members to think about IP not merely as exclusive rights but as a policy field tied to culture,
education, innovation, and equity. It encourages conversations that might not happen in more

enforcement-heavy institutions.

Technology-transfer initiatives, especially the Technology and Innovation Support Centers
(TISCs) operate in a similar spirit.”” These centres provide patent search tools, training, and
support to researchers who otherwise might not have access to the technical infrastructure

needed to engage with IP systems meaningfully.

Capacity-building is another pillar.”! WIPO helps modernise national IP offices, trains
examiners, and offers legislative guidance. Sometimes these programmes have more real-world
impact than any formal treaty obligation because they shape the daily functioning of domestic
institutions. A country with a better-trained patent office, for instance, may be able to attract
investment or support local innovation more effectively. It is a quiet influence, but influence

nonetheless.
Institutional Logic Comparison (WIPO vs. WTO)

If you put WIPO next to the WTO, the contrast becomes immediately obvious. One works
through negotiation and persuasion; the other through binding commitments and the threat of

retaliation.

The WTO’s TRIPS Agreement is enforced. Members know that if they fall short, another state
can challenge them and, in the worst case, receive permission to retaliate.”” WIPO has nothing
like that. No panels, no sanctions. Treaties move only when states agree, and even when they do,

implementation often depends on domestic political realities.

% WIPQ, supra note 40.

" WIPO, TISC Program Overview (2023).

""WIPO, Capacity Building and Technical Assistance Reports (2022).

2 WTO, Understanding the WTO: Dispute Settlement 66~72 (WTO, Geneva, 2015).
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This doesn’t mean WIPO is weak. It simply means it operates with a different logic. WIPO is the
place where new concepts emerge, where procedural harmonisation happens, and where states
can discuss IP policy without the shadow of litigation. In this regard, the role of a norm
entrepreneur is that of an organization that promotes ideas and constructs administrative

structures, but does not enforce them.

The WTO, on the other hand, ensures that minimum standards are maintained and that
compliance is achieved. The two organizations interact in a constant manner, whereby WIPO
produces options, while the WTO enforces baselines. It is this tension, as well as sometimes
complementarity, that gives the global governance of IP its complex, sometimes messy, layered

structure.

REGIONAL IP REGIMES AND TRIPS-PLUS GOVERNANCE

The way IP rules have developed regionally is more happenstance than design. Very few nations
actually set out to rewrite intellectual property rules as part of a trade agreement. They come to
the table for the usual reasons to improve market access, perhaps gain some predictability for
investors, or to align rules to facilitate easier day-to-day trade. But once all the cards are on the
table, an IP chapter inevitably follows. And not infrequently, it turns out to be more specific than
any agreement has managed at the WTO. The effect is that regional blocs, even if inadvertently,
begin to export their preferred frameworks simply because of preference linkage to market
access. TRIPS sets the minimum level, but regional trade agreements raise the ceiling, and how

high that ceiling is set will vary widely from region to region.”

The European Union is a very advanced example of regional IP regulation. It has its own set of
institutions, regulatory frameworks, and proceedings, such as the ongoing Unified Patent Court.
Therefore, its trade agreements enshrine these rules in the form of strong geographical
indications, long copyright terms, and strict enforcement.”* In contrast, the USMCA reflects the

regulatory style of the United States, which is known for its tough border protection, strong focus

7 Henning Grosse Ruse-Khan, The Protection of Intellectual Property in International Law 110-118 (OUP, Oxford,
2016).
4 European Commission, EU Trade Policy and Intellectual Property 4-12 (EC, Brussels, 2022).
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on trade secrets, long copyright terms, and pharmaceutical data exclusivity rules that forced
Canada and Mexico’ to change their own regimes.” The Regional Comprehensive Economic
Partnership (RCEP) takes a more conciliatory approach.”” Because of the large differences
between its members, it prefers cooperative models over TRIPS-plus binding ones.” In the
African context, the African Continental Free Trade Area (AfCFTA)” takes a developmental

approach, with a stronger focus on traditional knowledge, access to medicines, and flexibility.*

Nonetheless, despite the divergent starting points, there are still some common themes: extended
copyright terms, tightened border controls, data exclusivity, and attempts to regulate digital
enforcement. These agreements do not violate TRIPS, but they have changed the way in which a
country’s “adequate protection” is to be interpreted. A country can be in full compliance with

TRIPS and still be forced to comply with stricter regional obligations.

COMPARATIVE INSTITUTIONAL ANALYSIS

A look at the World Trade Organization, the World Intellectual Property Organization, and
regional bodies shows a lack of intentional coordination among them. While these bodies
currently deal with intellectual property, they come from very different theoretical and historical
foundations. The TRIPS Agreement was born out of the pressure of trade actors who wanted to
reduce the uncertainty of trade rules. WIPO, on the other hand, is much older and represents a
philosophy of slow cooperation where countries meet from time to time to improve existing
agreements. Regional agreements, on the other hand, usually represent a political compromise
that is possible among member countries at a particular point in time. Therefore, a comparison
among these bodies will require a consideration of not only different institutions but also

different conceptualizations of intellectual property in the international system.

75 United States—Mexico—Canada Agreement, 2018, ch. 20.

6 USMCA, Chapter 20 (Intellectual Property), Government of Canada Treaty Text (2020).
" Regional Comprehensive Economic Partnership Agreement (RCEP), 2020.

8 RCEP Agreement, Intellectual Property Chapter, ASEAN Secretariat (2020).

™ Agreement Establishing the African Continental Free Trade Area, 2018.

8 AfCFTA Secretariat, Draft Protocol on Intellectual Property Rights 2—10 (2022).
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Their mandates really make that obvious. The WTO basically treats IP as part of the trade
system, something that shouldn’t upset markets. TRIPS reads like that too: very rule-based, very
focused on stability. WIPO is almost the opposite; it’s more about patience, meetings, updating
procedures, helping offices modernise that kind of gradual, cooperative work. Regional systems
don’t fit neatly anywhere. The EU tries to build an integrated legal space.’’ USMCA follows
U.S.-style regulatory thinking.*> RCEP and AfCFTA leave space because their members’ needs

and capacities are so different.*

How their rules actually become binding also varies a lot. TRIPS kicks in once you join the
WTO, which is why it spread so fast.* WIPO treaties only matter if you sign and ratify them.*
Regional agreements sit in the middle: stronger than WIPO but more flexible than TRIPS, which

is why they often experiment with rules that wouldn’t survive global negotiations.®

Oversight and enforcement show the biggest gaps. The WTO has monitoring and the possibility
of disputes. WIPO depends on consensus.®” Regional groups stretch across the whole spectrum

from the EU’s court system to arrangements that prefer discussion over litigation.™

EMERGING CHALLENGES & FUTURE DIRECTIONS

The pace at which IP issues are evolving feels much faster than the institutions meant to manage
them. Many global rules still assume a world of human creators, physical copies and clear
national markets, but today’s disputes come from technologies and social pressures that don’t fit
that older framework. What follows isn’t a complete list of challenges, but a set of areas where

the WTO, WIPO and regional systems seem stretched.

8! European Commission, EU Intellectual Property Policy 311 (EC, Brussels, 2021).

82 USMCA, Chapter 20 (Intellectual Property), Government of Canada Treaty Text (2020).

8 RCEP Agreement, Intellectual Property Chapter; AfCFTA Secretariat, Draft IP Protocol (2022).

8 WTO, Understanding the WTO: TRIPS 45-52 (WTO, Geneva, 2015).

8 WIPO, Treaty Implementation Guide 5-9 (WIPO, Geneva, 2019).

% Peter K. Yu, “TRIPS and Its Discontents,” 10 Marquette Intellectual Property Law Review 369-380 (2006).
8 WIPO, General Rules of Procedure 1-4 (WIPO, Geneva, 2018).

8 Court of Justice of the European Union, IP Jurisprudence Overview; ASEAN Secretariat & AfCFTA texts.
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Al is the one that keeps unsettling things most visibly. For decades, copyright law worked on the
assumption that a human being creates something and then receives protection. Now machines
can generate music, text or images that people sometimes treat as genuine creative works.®
Countries still don’t agree on whether training data scraping is lawful, let alone whether a
machine can “author” anything.”® WIPO has been hosting discussions, but even there the basics

remain contested. TRIPS has nothing to say on the subject because it predates all of this.

The second challenge is the digital shift in copyright. Streaming platforms now control how most
creative content reaches audiences, but the global rules still treat platforms as if they are neutral
pipes. Governments have been improvising: the EU’s digital reforms, USMCA’s liability updates
and national tweaks to notice-and-takedown rules all show how fragmented the landscape has

become.’!

Traditional knowledge and genetic resources add another unresolved layer. Indigenous groups
have argued for years that the current IP system ignores communal authorship and does little to
prevent misappropriation.”” WIPO’s attempts to negotiate an instrument have been slow, partly

because states disagree on what the final model should look like.”

Public health pressures remain significant too. The COVID-19 waiver debates exposed the limits

of TRIPS flexibility in emergencies, despite the assurances of the Doha Declaration.”

And finally, the global debate over data whether it should be treated as a private asset, a public
good or a sovereign resource suggests another major collision point between IP, privacy and

national regulation in the coming decade.”

% Pamela Samuelson, “The Challenges of Artificial Intelligence for Copyright,” 47 Columbia Journal of Law and
the Arts 1-12 (2023).

% Jessica Litman, “Lawful Training Data and Copyright,” 68 Journal of Copyright Society 45-52 (2021).

! European Commission, Digital Single Market Directive (DSM) 3—15 (EC, Brussels, 2019); USMCA, Chapter 20
(IP), Government of Canada Treaty Text (2020).

92 Graham Dutfield, Intellectual Property, Traditional Knowledge and Genetic Resources 1-12 (Earthscan, London,
2004).

% WIPO, Intergovernmental Committee on Intellectual Property and Genetic Resources, Traditional Knowledge and
Folklore: Chairs Report (WIPO, 2022).

% WTO, Ministerial Discussions on the TRIPS Waiver Proposal (WTO, Geneva, 2021).

% Mira Burri, “Data Governance and the Interface Between Data Protection and IP,” 14 UC Davis Law Review
Online 101-117 (2021).
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CONCLUSION

When you step back from everything covered in this chapter, what really stands out is how oddly
assembled the global IP system is. None of the main institutions were designed to work together,
yet they’ve ended up sharing responsibility anyway. The WTO treats IP mainly as a trade
problem it needs to keep under control. WIPO still works through slow negotiation and
consensus. And regional agreements, whether in the EU, USMCA, RCEP or AfCFTA often
reflect political deals rather than any shared idea of what IP should be.

Because of that, the system doesn’t behave like one coherent structure. Sometimes the pieces line
up; sometimes they clearly don’t. A discussion at WIPO might gently shape national laws, only
for a WTO ruling to push those same governments in a different direction. Regional agreements
occasionally set higher standards that then drift outward, even when no one planned for that to

happen.

What makes the current moment especially uncertain is that several hard problems Al-generated
content, fast-changing digital markets, long-standing debates on traditional knowledge, and
questions around access to medicines are all arriving together. No single institution is equipped
to handle all of them. The real insight is that the future probably sits in the spaces between these
institutions, where their mandates blur and states shift from one forum to another in search of

leverage or progress.
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CHAPTER 3: REASSESSING FAIR DEALING: DOCTRINAL
UNCERTAINTY, JUDICIAL INTERPRETATION, AND THE FUTURE OF
USER RIGHTS

BY PRIYANSHU SINGH

INTRODUCTION

People often say copyright law protects creativity, but that’s only one side of the story. At its
core, copyright also pushes for open access to knowledge and the free flow of ideas. Fair dealing
is where these two priorities collide. It lets people use copyrighted material for specific reasons,
without needing permission. In India, fair dealing sits right in the middle of debates over how
much control authors should have versus what users deserve. It functions as an important
mechanism that prevents copyright protection from becoming excessively restrictive. It stops

copyright rules from locking up information or tilting too far in favor of rights holders.

But here’s the catch: the law never really spells out how fair dealing should work in practice. The
Copyright Act, 1957 drops a short list of allowed uses in Section 52, but offers no real test for
what counts as “fair”®®. Courts end up filling in the blanks themselves, and their decisions don’t
always match. Some judges stick close to the interests of copyright owners®’ and apply fair
dealing narrowly. Others see user rights as essential for the public good, opening up more room

for education, research, and speech expression®.

% The Copyright Act, 1957, No. 14, Acts of Parliament, 1957, § 52 (India).
7 Academy of General Education vs. B. Malini Mallya, (2009) 8 SCC 541.
% Civic Chandran vs. Ammini Amma, AIR 1996 Ker 291.
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This patchwork of rulings makes life tricky for teachers, students, librarians, creators, and digital
platforms. They want to follow the law, but it’s hard to guess what any given court will decide is
fair. Tech keeps changing the way people share and build on ideas, so the need for clear,
workable rules just keeps growing. India’s knowledge economy depends on getting this balance
right, encouraging people to create, but also keeping the doors open for learning, sharing &

learning™.
This chapter digs into how courts, rather than lawmakers, have shaped fair dealing in India. It

unpacks why the doctrine remains so murky, how judges have defined user rights, and what India

needs to do to create a fairer, more reliable system going forward

DOCTRINAL FOUNDATIONS OF FAIR DEALING IN INDIA

Fair dealing in India comes directly from the Copyright Act, 1957, mainly Section 52. The
underlying rationale of this provision is relatively straightforward. Copyright law should protect
creators, but it should not block learning, education, or public discussion.!®. That is why the law
allows certain limited uses of copyrighted work without permission. These include research and
private study, criticism and review, reporting of current events, and some specific educational
uses. The intention is to keep knowledge accessible and prevent copyright from becoming a

barrier to ideas and debate.

India’s approach to fair dealing is quite different from countries that follow a broad “fair use”
model. Here, fair dealing works through a closed list of purposes. If a use falls within the listed

t'% even if it

categories, it may be allowed. If it does not, the use can still amount to infringemen
appears reasonable or harmless. This structure makes the Indian framework relatively narrow
and less adaptable, particularly when new forms of use emerge alongside technological

developments.

% Indian Reprographic Rights Organisation vs. DU, 2016 SCC OnLine Del 4541.
19 The Copyright Act, 1957, No. 14, Acts of Parliament, 1957, § 52 (India).
191 Copyright Act, 1957 § 52(1).
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A further problem is that the law never clearly explains what “fair” actually means. The
Copyright Act does not provide any test or standard to judge fairness. As a result, courts have
had to fill this gap. Judges often rely on principles developed in other jurisdictions, particularly
the United Kingdom, and at times even the United States. Factors such as the amount of work
used, the purpose behind the use, its commercial impact, and the role of public interest are
commonly considered'®. However, since these factors are not written into the statute, different
courts interpret and apply them in different ways. This has led to inconsistency and uncertainty

in fair dealing decisions.

There is also a deeper debate around the nature of fair dealing itself. Some view it merely as a
defence that can be raised after an infringement claim is made. Others argue that it should be
treated as a positive user right, allowing individuals to rely on it confidently without fear of legal
action. Supporters of the user rights approach believe it better reflects constitutional values such
as freedom of speech and the right to education'®. On the other hand, critics worry that

expanding user rights too far may weaken the incentives for creators to produce original work.

At present, India sits somewhere between two major global approaches. Its law reflects the strict,
purpose-based British model, yet its courts sometimes display the flexibility associated with the
American fair use doctrine. This mixed approach creates both space and confusion. While user
interests are recognised, they remain confined within rigid boundaries that do not always align

well with the realities of the digital age.

JUDICIAL INTERPRETATION AND EVOLVING PRINCIPLES

Because the Copyright Act never explains what “fairness” actually means, Indian courts have
been forced to step in and shape the doctrine of fair dealing themselves. Over time, these courts

have developed guiding principles through individual judicial decisions rather than through a

122 See Civic Chandran vs. Ammini Amma, AIR 1996 Ker 291.
193 See generally, Prabuddha Ganguli, “Copyright and User Rights in India,” in Intellectual Property Rights:
Unleashing the Knowledge Economy (Tata McGraw-Hill 2011).
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single clearly defined rule. In some decisions, courts have taken a more open and user-friendly
approach. In others, they have leaned towards protecting the interests of copyright owners. This
uneven judicial development contributes significantly to the uncertainty and unpredictability

surrounding fair dealing law in India.

A major early shift came with the Kerala High Court’s decision in Civic Chandran v. Ammini
Amma'™. The dispute involved a playwright who wrote a counter-drama to criticise and
challenge an existing play. Instead of limiting itself to the literal wording of Section 52, the court
looked at the broader purpose of the new work. It asked whether the defendant’s play contributed
something new to public discussion. The court held that criticism, even when it is sharp,
uncomfortable, or linked to commercial activity, deserves protection in the interest of free
expression. This judgment gave fair dealing a strong connection to freedom of speech and made

it clear that copyright law should not be used to suppress dissenting voices.

In contrast, the decision in Super Cassettes v. Hamar Television'®. reflects a more restrictive
approach. In this case, a television channel had used portions of copyrighted songs during its
broadcasts. The Delhi High Court focused closely on the commercial nature of the channel’s
activities. It questioned whether such use could genuinely qualify as criticism or review. The
judgment suggested that when the primary purpose appears commercial, courts may be less
willing to accept a fair dealing defence. This created uncertainty for modern media platforms,
where commercial elements often exist alongside news reporting, commentary, and cultural

critique.

The most significant and widely discussed ruling in recent years is the Delhi High Court’s
decision in the DU Photocopy case'®. Publishers challenged the practice of photocopying
portions of academic books to create course packs for students at Delhi University. The court
took a strong stand in favour of education and access to knowledge. It held that copyright law
should not disrupt ordinary and reasonable teaching practices. Importantly, the court refused to

draw a strict line between commercial photocopying and educational use, recognising that

104 Civic Chandran vs. Ammini Amma, AIR 1996 Ker 291 (India).
195 Super Cassettes Industries Ltd. vs. Hamar Television Network Pvt. Ltd., 2011 SCC OnLine Del 4776.
1% Indian Reprographic Rights Organisation vs. DU, 2016 SCC OnLine Del 4541.
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students and teachers rely on such systems to function effectively. This decision substantially
strengthened user rights and reshaped how educational institutions approach copyrighted

material in India.

Although these cases provide important guidance, they do not establish a single, uniform
standard for determining fairness. Civic Chandran supports transformative and critical
expression. Super Cassettes reflect judicial caution where commercial motives are present. The
DU Photocopy case prioritises education and public access. Each judgment relies on different
reasoning and policy considerations, and none lays down a clear test that can be applied across
situations. As a result, users often remain unsure about the legality of their actions until a dispute

reaches the courts.

Ultimately, fair dealing in India has evolved more through judicial interpretation than legislative
design. Courts have played a vital role in protecting public interest in certain contexts, while
limiting it in others. Their contribution has been necessary, but it has also made the doctrine
unpredictable. Similar uses may be treated differently depending on the circumstances and the
court involved. This uncertainty has real consequences, affecting creativity, innovation, and

access to knowledge in everyday life.

THE DOCTRINAL UNCERTAINTY PROBLEM

Fair dealing is intended to provide users with reasonable freedom to engage with copyrighted
works. It is supposed to let users learn, speak, and create without constantly worrying about legal
consequences. In India, however, that freedom often feels fragile. The law never explains what
“fair” actually means. Courts step in to answer that question, but their answers shift from case to
case. As a result, people struggle to predict how the law will treat their actions in real-life

situations.
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This uncertainty is especially visible in the digital space. Many creators reuse short clips from
songs, films, or images to comment on popular culture or create humour. From their perspective,
the work is clearly transformative and meant to criticise or reflect on society. Yet there is always
the risk that a court may view the same content as a commercial activity aimed at gaining views
or revenue. The line between expression and infringement is not clearly drawn. The same
problem appears in education. Teachers and students regularly rely on photocopies and digital
sharing of academic material. Even after the DU Photocopy case recognised the importance of
access to learning, many institutions remain cautious because the judgment did not clearly spell

out how far these freedoms extend.

Another reason for this confusion is the constant push and pull between different interest groups.
Copyright owners argue for strict enforcement to protect their economic interests. On the other
hand, educational institutions, libraries, and public interest groups argue for wider access to
knowledge. Since the statute itself offers no clear test for fairness, judges are often left to decide
which interest deserves priority in each case. This makes outcomes feel less like the application

of settled law and more like policy decisions made on a case-by-case basis'”’.

The impact of this uncertainty goes beyond courtrooms. It directly affects innovation and
creativity. Educational technology startups, digital platforms, and content-based applications
often avoid useful features because of the fear of legal disputes. Independent creators who remix
or comment on existing works may choose to stay silent rather than risk a lawsuit. Copyright
law, in such cases, operates as a quiet barrier. It discourages new ideas before they even have a

chance to reach the public.

Unclear rules also lead to unequal enforcement. Large companies can afford licences, legal
advice, or prolonged litigation. Students, teachers, and independent creators usually cannot. Fair
dealing is meant to correct this imbalance, but uncertainty often ends up reinforcing it. When
people cannot confidently rely on the law to protect legitimate uses, user rights exist mostly on

paper, not in everyday practice.

197 Arpan Banerjee, Copyright Law and Access to Education in India (Springer 2020).
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At its core, the problem is not a lack of good intentions. Indian copyright law aims to protect
both creators and the public. The difficulty lies in translating that balance into clear and workable
rules. Without greater clarity and consistency, fair dealing remains unstable. For it to truly work,

users must be able to exercise their rights with confidence, not hesitation.

COMPARATIVE LENS: FAIR DEALING TO FAIR USE

India’s fair dealing framework is built around a fixed list of permitted purposes. This structure
reflects its historical roots in the older British copyright model, which allowed certain uses while

remaining strict about everything else'*®

. Over time, however, the United Kingdom has revised
its law to respond to social and technological change. It has introduced new exceptions for
parody, caricature, and private copying, among others. These changes show a gradual recognition
that user rights cannot remain frozen while forms of expression and modes of creativity continue

to evolve.

The United States takes a very different approach through the doctrine of fair use'”. Instead of
listing specific purposes, it relies on a flexible four-factor analysis. Courts look at why the work
is used, the nature of the original work, how much has been taken, and whether the use harms the
market for the original. This openness allows the law to adapt to new contexts. Transformative
creativity, cultural commentary, educational sharing, and even emerging digital practices often
find protection under this framework. Many modern industries, including online platforms and
search technologies, depend on this flexibility to function without constant fear of copyright

litigation.

India occupies an uneasy position between these two models. Indian courts sometimes borrow

ideas from the American approach, especially when dealing with transformation, public interest,

110

or freedom of expression' °. However, because the statute itself remains rigid and purpose-based,

such flexibility appears only when judges choose to interpret Section 52 expansively. For users,

1% The Copyright, Designs and Patents Act 1988, c. 48 (UK).
19917 U.S.C. § 107 (United States).
119 See Civic Chandran vs. Ammini Amma, AIR 1996 Ker 291.
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this creates uncertainty. It is never clear in advance whether a court will adopt a narrow reading

Oor a more opecn one.

A more stable and predictable framework could emerge by drawing from the strengths of both
systems. India could retain clearly defined user protections, while also recognising broader
principles of fairness that allow the law to respond to new forms of use. Many scholars argue that
such a shift is necessary, especially in a country with a vast student population, a growing digital

economy, and millions of creators who rely on easy access to knowledge and culture'".

DIGITAL TRANSFORMATION AND NEW CHALLENGES

The digital environment has significantly transformed the ways in which individuals create,
share, and access information. Copyright law, including India’s fair dealing framework, was
never designed with this environment in mind. Many everyday online practices do not fit
comfortably within the narrow purposes listed under Section 52. As a result, users often find

themselves in a legal grey zone where the law feels both uncertain and out of step with reality.

Streaming platforms show this tension clearly. While these platforms operate through detailed
licensing systems, users now see culture as something they actively participate in. People quote
dialogue, post short clips, add background music, or remix scenes on social media. These acts
are often expressive and harmless, meant to comment on or engage with popular culture. Yet
courts may not always treat such uses as criticism or review, even when they add new meaning

rather than compete with the original work'"2,

Education has also shifted online in ways the law never anticipated. Digital classrooms, recorded
lectures, and learning platforms regularly rely on copyrighted material to explain complex ideas.
Although the DU Photocopy case recognised the importance of access to academic material in

physical classrooms, it did not clearly address digital teaching practices'”®. Online, a single

"' Prabuddha Ganguli, Intellectual Property Rights: Unleashing the Knowledge Economy (Tata McGraw-Hill 2011).
112 See Super Cassettes Industries Ltd. vs. Hamar Television Network Pvt. Ltd., 2011 SCC OnLine Del 4776.
13 Indian Reprographic Rights Organisation vs. DU, 2016 SCC OnLine Del 4541.
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shared resource can reach hundreds or even thousands of students. This makes it difficult to draw
a clear line between private study and public communication, leaving teachers and students

unsure about what the law actually permits.

Remix culture presents another challenge. Memes, fan edits, and commentary videos on
platforms like YouTube and Instagram often use small portions of existing works to create
humour, satire, or social commentary. These creations are usually highly transformative.
However, unless they clearly fit within traditional categories like criticism or review''“The law
offers no clear protection. As a result, many creators remain vulnerable to takedowns and

copyright strikes, even when their work poses no real harm to the original market.

Artificial intelligence adds yet another layer of complexity. Machine learning systems are trained
on vast datasets that may include copyrighted material. There is growing debate over whether
this training process amounts to copying, even when the output produced by the system is
entirely new'". Indian copyright law has not yet clarified how fair dealing applies to Al training

or automated content creation, leaving both developers and users in a state of uncertainty.

Taken together, these examples illustrate how the digital environment exposes the limitations of
India’s closed list approach to fair dealing. If the law is to support creativity, education, and
innovation in a connected society, user rights must be allowed to evolve. Without thoughtful

reform, copyright risks becoming a barrier rather than a facilitator of new ideas and expression.

THE FUTURE OF USER RIGHTS IN INDIA

India’s copyright law has reached a stage where simply maintaining the existing framework may
no longer be enough. The country is steadily moving towards a knowledge-based society, where

education, technology, and creative expression are central to economic and cultural development.

114 Copyright Act, 1957 § 52(1)(a).
15 Nandan Kamath, “Copyright in the Age of Artificial Intelligence,” The Centre for Internet & Society (2020).
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If fair dealing is to support this shift, it needs to be clearer, more predictable, and better aligned

with how people actually create and share content in the digital age.

One reform that could bring immediate clarity is the introduction of a statutory test for fairness.
At present, judges are left to assess fairness largely on their own in each case. Parliament could
reduce this uncertainty by identifying basic factors to guide courts, such as the purpose of the
use, the amount taken, its effect on the market, and whether the use contributes something of

116

value to the public'®. A framework like this would encourage consistency while still allowing

courts enough flexibility to respond to new situations.

It is also important to recognise fair dealing as a genuine user right, rather than treating it only as
a defence raised after an infringement claim. When people rely on copyright law for learning,
research, criticism, or creative expression, they should feel supported by the law, not threatened
by it. Viewing fair dealing as a user right would better reflect constitutional principles such as
freedom of speech and the right to education'”. It would also send a clear message that user

interests are not secondary to the economic interests of copyright owners.

Legal reform must also engage directly with digital practices. In the modern environment,
copying is often unavoidable, whether through streaming, buffering, cloud storage, or emerging
technologies like artificial intelligence. Many of these processes do not harm the market for the
original work in any meaningful way. Updating Section 52 to clearly recognise digital and
transformative uses would reduce unnecessary litigation and create space for innovation to

grow''®,

Public understanding of the law is equally important. Even well-designed legal protections are
ineffective if people do not know how to rely on them. Clear and accessible guidelines for
teachers, students, libraries, creators, and online platforms would help users engage with creative

content confidently and responsibly. Collaboration between government bodies, educational

116 See discussion in Arpan Banerjee, Copyright Law and Access to Education in India (Springer 2020).
"7 Constitution of India, art. 19(1)(a); art. 21A.
'8 Prabuddha Ganguli, Intellectual Property Rights: Unleashing the Knowledge Economy (Tata McGraw-Hill 2011).
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institutions, and civil society could play a key role in spreading awareness and building trust in

user rights'".

India has a real opportunity to shape a fair dealing system that encourages learning, creativity,
and innovation. By bringing clarity to the law, strengthening user protections, and embracing
digital realities, copyright can become a tool that helps knowledge circulate freely rather than

one that keeps it locked behind uncertainty.

CONCLUSION

Fair dealing has always acted as a middle path between protecting creators and serving the wider
public interest in sharing ideas and knowledge. In India, this balance is not just a matter of
policy. It is closely linked to constitutional values such as freedom of expression, cultural
development, and the right to education. Over time, courts have made genuine efforts to interpret
Section 52 in a way that respects both authors and users. Even so, the law continues to lag behind

the ways in which people learn, work, and express themselves in a digital society.

This ultimately highlights the need for a clearer and more robust recognition of user rights within
the copyright framework. People should be able to quote, study, criticise, innovate, and create
without constantly fearing that they are crossing an invisible legal line. At the same time,
creators deserve recognition and fair reward for their work. These aims do not conflict with each
other. A well-designed fair dealing system can protect creative industries while still ensuring that

knowledge remains accessible to the public.

Looking ahead, meaningful reform must focus on clarity and relevance. Clear standards for
assessing fairness would reduce confusion and inconsistency. Explicit recognition of
transformative and digital uses would support research, technological growth, and cultural
expression. Practical guidance and public awareness would allow ordinary users to engage with

creative works responsibly and with confidence.

!9 Centre for Internet and Society, “User Rights and Copyright in India,” Policy Brief (2021).
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If India chooses to strengthen its fair dealing framework, it sends a clear message about the role
of copyright in society. Copyright is not meant to restrict ideas or silence creativity. It is meant to
support a system where learning is encouraged, expression is protected, and innovation is
allowed to grow. At its best, fair dealing can help build a future in which creativity and

knowledge are shared widely, reaching those who can shape them into something new.
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CHAPTER 4: WHERE TECHNOLOGY MEETS IP: COPYRIGHT, DATA
RIGHTS, AND DIGITAL INNOVATION

BY SUPRATIM BHATTACHARYA

INTRODUCTION

Digital technology has fundamentally altered the foundations of copyright law, which was
originally designed for an analogue world. Instant global dissemination, algorithmic creation,
and platform-based distribution challenge traditional ideas of authorship, ownership, and control.
As artificial intelligence and data-driven innovation reshape creative industries, copyright
systems must adapt to remain relevant. This paper examines how emerging technologies are
transforming copyright law, with a focus on India and comparative references to the United
States, the European Union, and China. It argues that while courts and legislatures have
attempted incremental reforms, deeper structural rethinking is required to balance innovation,

access, and protection of creators’ rights in the digital age.

EVOLUTION OF COPYRIGHT IN THE DIGITAL ENVIRONMENT

A. Historical Foundations
Copyright law developed primarily as a response to technological change rather than abstract
legal theory. The invention of the printing press enabled mass reproduction of written works,
prompting the emergence of early legal mechanisms to regulate copying and protect authors’
interests. The Statute of Anne, 1710, is widely regarded as the first modern copyright statute, as

it introduced time-limited exclusive rights for authors as an incentive for creativity. This
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author-centric approach was later internationalized through the Berne Convention for the
Protection of Literary and Artistic Works, which embedded minimum standards of protection
across jurisdictions.'?

Traditional copyright frameworks assumed clear distinctions between authors, publishers, and
consumers. Copying was considered costly, visible, and tied to physical media, and infringement
was largely understood as unauthorized duplication of tangible works. The Indian Copyright Act,
1957 reflects this analogue mindset, focusing on literary, dramatic, musical, and artistic works
fixed in material form and conceptualizing infringement primarily as the making of a “copy.”"!
Indian jurisprudence on originality evolved within this context. In Eastern Book Company v.
D.B. Modak, the Supreme Court rejected the “sweat of the brow” doctrine and held that
originality requires a minimal degree of creativity.'” Although the decision predated the digital

content boom, it remains significant because it allows courts to assess originality even where

technological tools have reduced human skill or effort in reproduction.

B. Digital Copying and Platform Intermediaries

Digital technology disrupted the assumptions underlying analogue copyright law. Digital
copying 1is instantaneous, costless, and capable of producing perfect replicas, posing
unprecedented challenges to enforcement. In response, international copyright law expanded
exclusive rights, most notably through the “right of communication to the public.” The WIPO
Copyright Treaty, 1996 obliges member states to protect the making available of works in
interactive, on-demand environments.'?

India implemented these obligations through the Copyright (Amendment) Act, 2012, including
the introduction of Section 2(ff). The rise of online platforms further complicated copyright
enforcement, as intermediaries facilitate large-scale dissemination of user-generated content
without directly creating or selecting it. The United States addressed this issue through

conditional safe harbors under the Digital Millennium Copyright Act, shielding intermediaries

from liability if they act expeditiously upon notice of infringement.

120 Jane C Ginsburg, ‘The Private International Law of Copyright in an Era of Technological Change’ (1998) 273
Recueil des Cours 239.

12 A Kumar, ‘Digital Copyright in India’ (2021) 12(3) NUJS Law Review 233, 235-240.

122 LR Patterson, Copyright in Historical Perspective (Vanderbilt University Press 1968) 145.

12 WIPO Copyright Treaty, 1996, art 8.
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India adopted a hybrid approach. Section 79 of the Information Technology Act, 2000 provides
conditional safe harbor protection, while Sections 52(1)(b) and 52(1)(c) of the Copyright Act
create exceptions for transient and incidental storage.'”* Indian courts have interpreted these
provisions cautiously. In Super Cassettes Industries Ltd. v. MySpace Inc., the Delhi High Court
held that intermediaries must demonstrate reasonable preventive measures, including policies
against repeat infringement, to claim safe harbor protection.'® This reflects a shift toward greater

intermediary responsibility in the digital ecosystem.

C. Territoriality Versus the Borderless Internet

Despite digital globalization, copyright law remains territorially grounded, granted and enforced
through national legal systems. The borderless nature of the internet creates significant
enforcement challenges, forcing rights holders to pursue infringement across multiple
jurisdictions with differing substantive and procedural rules. Courts have attempted to address
this tension through doctrines such as the “targeting” principle, which examines whether online
activity is directed at users within a particular jurisdiction.'*

However, the application of this principle remains inconsistent and highly fact-dependent.
International instruments such as the Berne Convention establish minimum standards of
protection but do not harmonize enforcement mechanisms.'”” As a result, global digital platforms
must navigate a fragmented legal landscape where server location, user domicile, and place of

business may each trigger different legal obligations.

COPYRIGHT AND DIGITAL CREATIVITY

User-Generated Content and Transformative Use
The rise of Web 2.0 significantly reshaped the relationship between copyright holders and

audiences by enabling users to actively create, modify, and reinterpret content rather than merely

124 Information Technology Act, 2000, s 79.

125 Copyright Act, 1957, s 52(1)(b), (c).

126 Super Cassettes Industries Ltd v MySpace Inc, 236 (2017) DLT 478.

127 Jane C Ginsburg, ‘The Private International Law of Copyright in an Era of Technological Change’ (1998) 273
Recueil des Cours 239.
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consume it. Online practices such as memes, remixes, mashups, and fan edits rely heavily on
existing copyrighted material but often add new meaning, expression, or message. In the United
States, courts have recognized “transformative use” as a central factor in fair use analysis,
allowing many non-commercial and creatively altered works to receive legal protection even
when substantial portions of the original work are used.'*

India, however, adopts a closed-list approach to copyright exceptions through Section 52 of the
Copyright Act, 1957. Fair dealing is permitted only for specific purposes such as private or
personal use, criticism or review, reporting of current events, and limited educational uses.'”
Unlike U.S. law, Indian copyright law does not explicitly recognize transformative use as an
independent defense. This rigid framework creates uncertainty for a wide range of culturally
significant online expressions that does not clearly fall within the listed exceptions, despite its
creative value.

Indian courts have attempted to introduce flexibility through interpretation. In R.G. Anand v.
Deluxe Films, the Supreme Court emphasized that copyright protects the expression of ideas
rather than ideas themselves, and that substantial similarity must be assessed holistically.'*
While this principle offers limited protection to derivative and inspired works, it does not
adequately address the realities of digital remix culture. Consequently, many digital creators
operate within a legal grey zone, relying on platform discretion rather than clear statutory
safeguards. The absence of an open-ended exception risks chilling digital creativity, particularly

among amateur and independent creators who lack access to legal remedies.

Streaming and Licensing Models
Digital distribution has transformed the consumption of copyrighted works by shifting from
ownership-based models to access-based licensing through streaming platforms such as Spotify,
Netflix, and Amazon Prime. This transition has fundamentally altered both the economic and
legal structures of copyright exploitation. Instead of purchasing physical copies, users now

access content through licenses governed by platform-specific terms.

128 Super Cassettes Industries Ltd v MySpace Inc, 236 (2017) DLT 478.

12 Jane C Ginsburg, ‘The Private International Law of Copyright in an Era of Technological Change’ (1998) 273
Recueil des Cours 2309.

13 Berne Convention for the Protection of Literary and Artistic Works, 1886, art 5.
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Streaming relies on complex, layered licensing arrangements. In the music industry, separate
rights exist in musical compositions and sound recordings, often owned by different entities and
administered through collecting societies.”*! This fragmentation has increased transaction costs
and contributed to opacity in royalty distribution. Pro-rata revenue models, under which royalties
are distributed based on total platform streams, have been criticized for disproportionately
favoring high-volume artists while disadvantaged independent and niche creators.

The access-based nature of digital distribution also challenges the traditional doctrine of
exhaustion. In the analogue context, exhaustion allowed the resale of lawfully purchased copies
without further authorization. Digital transactions complicate this principle because users
typically acquire licenses rather than ownership. The Court of Justice of the European Union in
UsedSoft GmbH v. Oracle International Corp. held that exhaustion could apply to digitally
distributed software if the original purchaser disables their copy.'*” However, this reasoning
remains controversial and has not been widely adopted.

In India, digital exhaustion remains largely unexamined by courts. Section 14 of the Copyright
Act links exhaustion to physical copies, suggesting that digital works remain under continuous
control of rights holders.”*® This position strengthens the market power of platforms and
copyright owners while limiting consumer rights and preventing secondary markets for digital
goods. The long-term implications for competition and user autonomy remain uncertain.

The rapid development of generative artificial intelligence systems capable of producing text,
images, music, and software code poses a fundamental challenge to the human-centered
foundations of copyright law. Traditional copyright doctrine rests on two core requirements: the
existence of an identifiable author and the originality of the work. Originality, across most
jurisdictions, requires that a work originate from a human author and involve a minimum level of
intellectual creativity.'**

Globally, the prevailing legal position is that authorship is limited to humans or legal persons. In
the United States, the Copyright Office has consistently refused registration for works created

without human creative input, emphasizing that copyright protection extends only to works of

13! Pamela Samuelson, ‘Unbundling Fair Uses’ (2009) 77 Fordham Law Review 2537.

132 RG Anand v Deluxe Films, (1978) 4 SCC 118.

133 SM Stewart, International Copyright and Neighbouring Rights (2nd edn, Butterworths 1989) 202.
13 UsedSoft GmbH v Oracle International Corp, Case C-128/11 (CJEU, 2012).
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human authorship.'*> Similarly, European Union jurisprudence links originality to the author’s
“own intellectual creation,” a standard that presupposes human agency and subjective choice.
Indian copyright law does not explicitly exclude non-human creators in its statutory definition of
“author.” However, judicial interpretation has firmly tied originality to human intellectual effort.
In Eastern Book Company v. D.B. Modak, the Supreme Court emphasized the requirement of
minimal creativity, a standard inherently associated with human cognition. Consequently, Indian
courts are likely to align with the global consensus and deny authorship to artificial intelligence
systems.

This legal position creates a significant policy dilemma. Fully Al-generated works, regardless of
their sophistication or economic value, may fall directly into the public domain. While this
preserves the human-centric philosophy of copyright, it potentially weakens incentives for
entities investing heavily in the development of generative Al technologies. Conversely, granting
copyright to machines risks undermining the normative justification of copyright as a reward for
human creativity.

A more balanced approach focuses on the degree of human involvement in the creative process.
Where a human user exercises substantial creative control—through prompt engineering,
selection, modification, or curation of outputs—the resulting work may qualify for protection as
a human-authored creation."*® In such cases, the Al operates as a tool rather than an autonomous
creator. However, the absence of a clear threshold for “sufficient human creativity” leaves
creators and developers in a state of legal uncertainty. Proposals for a limited sui generis right for

Al-generated works have been suggested, but these remain controversial and unadopted.

Training Data, Fair Use/Fair Dealing, and Licensing
Legal controversies surrounding artificial intelligence extend beyond generated outputs to the
data used in training Al models. Large-scale Al systems are trained on vast datasets, often drawn
from publicly accessible but copyrighted material. This practice has led to increasing litigation
and regulatory scrutiny worldwide, raising the question of whether Al training constitutes

copyright infringement.

135 US Copyright Office, Compendium of US Copyright Office Practices (3rd edn, 2021) § 313.2.
136 J McCallum, ‘The Author in the Age of AT’ (2022) 24 Yale Journal of Law & Technology 150.
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A prominent example is Getty Images (US), Inc. v. Stability Al, Inc., where Getty alleges that its
copyrighted images were unlawfully used to train the Stable Diffusion model."*” The central
issue in such cases is whether copying works for training purposes is infringing or whether it is
protected under copyright exceptions such as fair use or fair dealing.

In the United States, Al developers rely heavily on the fair use doctrine, arguing that training is a
transformative, non-expressive use that converts copyrighted works into abstract statistical
representations rather than market substitutes. Support for this position is drawn from Authors
Guild v. Google, Inc., where large-scale digitization for search and indexing was held to
constitute fair use."*® Rights holders counter that Al training involves wholesale copying for
commercial gain and that Al-generated outputs may directly compete with original works.

In jurisdictions with closed-list exceptions, the legal landscape is more restrictive. The European
Union has addressed this issue through the Copyright in the Digital Single Market Directive,
which introduced specific exceptions for text and data mining, including a broader exception
subject to rights-holder opt-outs.'” This reflects a legislative attempt to balance technological
innovation with copyright protection.

India currently lacks any explicit exception for text and data mining under Section 52 of the
Copyright Act. As a result, the legality of Al training on copyrighted material remains uncertain,
and developers may face infringement claims in the absence of licensing arrangements.'*This
uncertainty risks placing India at a competitive disadvantage in the global Al ecosystem,

particularly as other jurisdictions move toward clearer regulatory frameworks.

LIABILITY AND OWNERSHIP IN AI-GENERATED WORKS

A. Allocation of Liability for Infringing Outputs
One of the most difficult legal challenges posed by generative artificial intelligence systems is
determining liability for copyright-infringing outputs. Unlike traditional infringement,

Al-generated content results from probabilistic and automated processes, weakening the direct

37 Getty Images (US) Inc v Stability Al Inc, Case No 1:23-cv-00135 (D Del, 2023).

138 Authors Guild v Google Inc, 804 F.3d 202 (2d Cir 2015).

139 Directive (EU) 2019/790 on Copyright in the Digital Single Market, arts 3—4.

140 S Raghavan, ‘Al & Copyright: An Indian Conundrum’ (2023) 8 Journal of Intellectual Property Rights 345.
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link between human intent and unlawful reproduction. This complicates the identification of a
responsible legal actor.

Several parties may potentially bear liability, including the AI developer, the platform or
deployer providing access to the system, and the end user who initiates content generation. Each
presents doctrinal difficulties. Developers design and train models but do not control specific
outputs. Platforms facilitate use but often rely on intermediary safe-harbor protections. Users
prompt the system but may lack awareness of the training data or the internal mechanisms that
produce the output.

In the United States, liability is typically assessed through doctrines of secondary infringement,
particularly contributory and vicarious liability. A developer or platform may be contributorily
liable where it has knowledge of infringing activity and materially contributes to it.'"*' However,
proving knowledge is challenging when infringement emerges unintentionally from automated
systems. Vicarious liability further requires evidence of both control over infringing activity and
direct financial benefit, thresholds that many Al developers argue are not met in practice.

Indian copyright law also recognizes forms of secondary liability, though they are less explicitly
codified. Judicial precedent indicates that liability may arise where a party knowingly permits
infringement or derives commercial benefit from it.'** Applying this framework to Al systems
would require courts to determine whether deploying a generative model without adequate
safeguards amounts to “authorization” of infringement. This issue remains unresolved in Indian
Jjurisprudence.

To address these gaps, some scholars advocate a strict liability regime that places responsibility
on developers or deployers as entities best positioned to manage risk. Critics caution that strict
liability could chill innovation by imposing excessive legal exposure. As a compromise, a
negligence-based standard has been proposed, assessing whether reasonable safeguards—such as

dataset vetting, output filters, and user guidelines—were implemented.'*

B. Ownership and Control over AI Outputs

141 A&M Records Inc v Napster Inc, 239 F.3d 1004 (9th Cir 2001).

142 Super Cassettes Industries Ltd v MySpace Inc, 2016 SCC OnLine Del 6382.

143 Ryan Abbott, ‘The Reasonable Computer: Disrupting the Paradigm of Tort Liability’ (2020) 86 George
Washington Law Review 1.
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Questions of liability are closely connected to the issue of ownership in Al-generated works.
Where Al outputs are deemed ineligible for copyright protection due to the absence of human
authorship, no exclusive rights subsist. Such outputs may immediately enter the public domain,
allowing unrestricted reproduction and use, which may undermine commercial exploitation.
Where sufficient human involvement exists, ownership generally vests in the human creator,
subject to contractual arrangements. In employment or commissioned contexts, ownership may
transfer to employers or commissioning parties under established copyright doctrines. However,
conventional contractual frameworks often fail to account for the complexities of Al-assisted
creation.

Al developers frequently attempt to assert ownership or usage rights over outputs through
contractual terms, such as end-user license agreements. While such agreements may govern
private relationships, they cannot confer copyright protection where none exists under statutory
law. Courts may scrutinize these clauses for enforceability, fairness, and consistency with public
policy.'*

The lack of clear statutory guidance has prompted calls for legislative reform. Some jurisdictions
reference Section 9(3) of the UK Copyright, Designs and Patents Act, 1988, which assigns

<

authorship to the person making the “arrangements necessary for the creation of the work.”
Although enacted before modern generative Al, this provision is often cited as a possible model.
Indian copyright law contains no equivalent provision.

Absent reform, ownership disputes are likely to increase, particularly in commercial sectors such
as media, advertising, and software development. Clear legislative rules on ownership would

reduce uncertainty, limit litigation, and provide greater predictability for creators, investors, and

consumers operating in Al-driven markets.

ARTIFICIAL INTELLIGENCE AND MORAL RIGHTS

A. Attribution and the Right of Paternity

144 Mark A Lemley and Bryan Casey, ‘You Might Own the World’ (2019) 103 Minnesota Law Review 709.
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Moral rights are a fundamental aspect of copyright, distinct from economic rights, and
emphasize the personal bond between an author and their work. These rights typically include
the right of attribution (paternity) and the right of integrity. The rise of Al-generated and
Al-assisted works challenges this framework by undermining the concept of a singular human
author. In purely Al-generated works, there is no identifiable human creator, making attribution
meaningless and potentially preventing moral rights from arising. This contrasts sharply with
traditional works, where attribution carries both reputational and ethical significance.

Al-assisted works present a more nuanced scenario. When a human exercises substantial creative
control, moral rights may apply to them. However, the collaborative nature of Al complicates
attribution, raising questions about whether credit should extend to the Al system, its developer,
or the datasets used. Existing copyright laws do not recognize non-human entities as holders of
moral rights, and courts are unlikely to require acknowledgment of Al itself.'*

Indian law, under Section 57 of the Copyright Act, 1957, provides strong moral rights protection.
Courts have historically interpreted these rights broadly, emphasizing the author’s personal
connection to their work."*® Applying this to Al-assisted creation suggests that Indian
jurisprudence would prioritize human creative input while disregarding machine-only

contributions.

B. The Right of Integrity and AI Modification

The right of integrity protects authors from distortion, mutilation, or modification of their work
that may harm their honor or reputation. Al-generated outputs pose unique challenges to this
right because generative systems can produce altered or derivative content that mimics an
original author’s style. Such outputs may be misleading, offensive, or inconsistent with the
values of the original creator, creating potential reputational harm even without direct copyright
infringement.

Jurisdictions with strong moral rights protections may entertain claims against Al-generated

distortions. In India, for instance, courts have upheld authors’ rights to object to alterations that

145 Jane C Ginsburg, ‘People Not Machines: Authorship and Moral Rights in the Age of AT’ (2021) 49 Columbia
Journal of Law & the Arts 1.

146 Amarnath Sehgal v Union of India, (2005) 30 PTC 253 (Del).
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prejudice their reputation, even after transferring economic rights.'"’ However, applying this
principle to Al outputs is challenging due to evidentiary difficulties in proving a direct link
between the original work and the Al-generated content.

By contrast, jurisdictions with weaker moral rights regimes, such as the United States, offer
limited safeguards. U.S. moral rights are mostly confined to visual arts under the Visual Artists
Rights Act, 1990, and do not comprehensively protect literary, musical, or other works against
reputational harm caused by Al transformations. This leaves authors vulnerable to misattribution
or stylistic imitation without clear recourse.

The increasing prevalence of Al-driven remixing, style imitation, and automated adaptation
highlights the need to reassess the scope of moral rights in the digital age. Expanding protections
could safeguard authorial dignity, but excessively broad rights risk stifling legitimate
technological innovation and creative experimentation. Legislators and courts face the challenge
of balancing the interests of human authors with the opportunities and realities presented by Al

in modern creativity.'*

REGULATORY RESPONSES AND POLICY APPROACHES TO AI AND
COPYRIGHT

A. National and Regional Regulatory Frameworks
Governments worldwide are grappling with the challenges posed by artificial intelligence to
copyright law, but responses remain fragmented and inconsistent. The approaches vary
depending on national priorities, which often balance innovation, economic growth, and
rights-holder protection.
In the United States, the regulatory stance has largely been reactive and sector-specific. The U.S.
Copyright Office has clarified that copyright protection extends only to human-authored

elements, even when Al tools assist in creation.'” Rather than creating new statutes, the U.S.

147 Raj Rewal v Union of India, 2019 SCC OnLine Del 6562.

148 P Bernt Hugenholtz, ‘Copyright, Creativity, and Artificial Intelligence’ (2018) 41 Columbia Journal of Law & the
Arts 1.
149 US Copyright Office, Copyright Registration Guidance: Works Containing Material Generated by Artificial

Intelligence (2023).
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relies on courts to adapt doctrines such as fair use, authorship, and secondary liability to
Al-related disputes. This case-law-driven approach offers flexibility but also introduces legal
uncertainty for developers and creators navigating Al-generated content.

The European Union has taken a more proactive approach. Beyond introducing text and data
mining exceptions through the Copyright in the Digital Single Market Directive, the EU has
enacted the Artificial Intelligence Act, which regulates Al systems based on risk
categories.'**While this Act does not directly amend copyright law, it imposes transparency and
compliance requirements on Al developers. These obligations indirectly affect copyright
enforcement, particularly regarding training datasets and content creation practices.

India’s response remains nascent. Policy documents acknowledge AI’s transformative potential,
yet there is no comprehensive statutory framework addressing Al-specific copyright issues.'!
The lack of explicit guidance places interpretative responsibility on courts, which may produce
inconsistent outcomes. Nevertheless, India’s flexible fair dealing provisions and robust moral
rights protections offer courts some tools to adjudicate Al-related disputes on a case-by-case

basis, particularly where human creative input is identifiable.

B. Balancing Innovation and Rights Protection

Policymakers face the difficult task of balancing technological innovation with the protection of
human creators’ rights and livelihoods. Overly restrictive copyright rules could stifle Al
development and deter investment, while overly permissive regimes risk eroding creative
industries and diminishing public trust in copyright law.

One suggested policy measure is enhanced transparency. Requiring Al developers to disclose, at
least in broad terms, the nature of training datasets and the AI’s role in content generation can
improve accountability without mandating full disclosure of proprietary data.'”> Transparency
allows rights holders to detect potential infringements and assert their claims more effectively.
Another strategy involves collective licensing mechanisms. Rather than litigating individual

cases, collective licensing could compensate rights holders while permitting developers lawful

130 Regulation (EU) 2024/1689, Attificial Intelligence Act.

SUNITI Aayog, National Strategy for Artificial Intelligence (2018).

152 Mira Burri, ‘Governing Artificial Intelligence: Transparency, Accountability and Copyright® (2020) 11 JIPITEC
1.
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access to large datasets. This approach has precedents in the music and broadcasting sectors,
although applying it to Al remains complex due to the scale and diversity of training data.
Policymakers must also account for the international dimension of Al regulation. Al
development and deployment are inherently cross-border, and divergent national copyright
regimes may encourage regulatory arbitrage. Coordinated international frameworks—through
treaties, model laws, or soft-law instruments—could provide legal certainty, foster equitable
outcomes, and harmonize approaches to Al-generated content.'>

Overall, global regulatory trends reveal a tension between supporting innovation and
safeguarding the economic and moral rights of human creators. Effective policy will require a
combination of legislative clarity, judicial interpretation, and collaborative governance

mechanisms that reflect the unique challenges of Al in the digital creative ecosystem.

FUTURE DIRECTIONS AND NEED FOR LEGAL REFORM

A. Reconsidering Authorship and Originality Standards

The rapid evolution of artificial intelligence technologies necessitates a re-evaluation of
foundational copyright concepts, particularly authorship and originality. Existing legal
frameworks were developed in an era where creative production was inseparably linked to
human cognition and effort. Generative Al systems disrupt this assumption by producing outputs
that, while lacking consciousness or intent, closely resemble human-authored works in quality
and originality.

One potential reform pathway involves refining the threshold for human authorship in
Al-assisted works. Legislatures and courts may be required to articulate clearer standards for
determining when human involvement is sufficient to attract copyright protection. Factors such
as the degree of creative control, intentional selection of outputs, and post-generation
modification could be codified to reduce uncertainty.'** Without such clarification, creators’ risk

inconsistent treatment across jurisdictions.

1533 WIPO, Revised Issues Paper on Intellectual Property Policy and Artificial Intelligence (2023).
13 R Bonadio and A McDonagh, ‘Artificial Intelligence as a Challenge to Copyright Law’ (2020) 71 Northern
Ireland Legal Quarterly 1.
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Alternatively, some commentators advocate for a distinct legal category for Al-generated works.
A limited sui generis right, with shorter duration and narrower scope than traditional copyright,
could incentivize investment in Al development without fully equating machine output with
human creativity.'> However, critics caution that introducing new proprietary rights may
exacerbate enclosure of the public domain and increase barriers to access and follow-on

innovation.

B. Strengthening Institutional and Judicial Capacity

Beyond substantive law reform, effective governance of Al and copyright requires institutional
preparedness. Courts, copyright offices, and enforcement agencies must develop technical
literacy to assess Al-related claims competently. Without such capacity, even well-drafted
legislation risks inconsistent or ineffective application.

Judicial training programmers and the inclusion of technical experts in adjudicatory processes
may help bridge the knowledge gap. Specialized benches or tribunals for technology-related
intellectual property disputes have also been proposed as a means of ensuring expertise and
consistency.'”® In India, the experience of commercial courts and intellectual property divisions
provides a potential model for addressing Al-related disputes efficiently.

International cooperation will be equally important. Given the cross-border nature of Al
development and deployment, unilateral national reforms may prove insufficient. Multilateral
forums such as the World Intellectual Property Organization have already begun examining
Al-related copyright challenges, though consensus remains elusive. Continued dialogue and
soft-law harmonization may lay the groundwork for more formal international instruments in the

future.’

COMPARATIVE AND INTERNATIONAL PERSPECTIVES

A. Divergent National Approaches to AI and Copyright

155 Andrés Guadamuz, ‘Artificial Intelligence and Copyright’ (2017) 20 WIPO Journal 1.

136 D Seng, ‘Judging the Robot: Artificial Intelligence and the Courts’ (2019) 33 Computer Law & Security Review
1.

157 WIPO, Conversation on Intellectual Property and Artificial Intelligence (2022).
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A comparative analysis of global copyright regimes reveals significant divergence in how
jurisdictions approach artificial intelligence—related challenges. These differences reflect varying
policy priorities, economic contexts, and philosophical understandings of copyright’s purpose.
The United States has adopted a predominantly market-driven and litigation-based approach.
Rather than comprehensive legislative reform, U.S. courts and administrative bodies have
addressed Al issues incrementally through existing doctrines such as fair use and human
authorship requirements.'”® This approach offers adaptability but leaves stakeholders exposed to
prolonged uncertainty and inconsistent outcomes.

In contrast, the European Union has pursued harmonization through legislative intervention. The
EU’s introduction of text and data mining exceptions, coupled with the broader regulatory
framework of the Artificial Intelligence Act, reflects an attempt to balance innovation with

rights-holder protection at a systemic level.'”

However, critics argue that compliance burdens
may disadvantage smaller developers and stifle grassroots innovation.

The United Kingdom occupies a more experimental position. Its statutory recognition of
computer-generated works under Section 9(3) of the Copyright, Designs and Patents Act, 1988
provides a unique model for allocating authorship where no human author exists. Although
enacted prior to modern Al, this provision has gained renewed attention in contemporary
debates. Nevertheless, the UK government has recently expressed reservations about expanding
Al-related copyright exceptions, indicating policy ambivalence.'®

India’s position remains comparatively underdeveloped but flexible. The absence of Al-specific
provisions allows courts to interpret existing doctrines dynamically. While this judicial

adaptability may foster innovation, it also risks legal unpredictability, particularly for foreign

investors and multinational developers operating in the Indian market.

B. Toward International Harmonization
The transnational nature of artificial intelligence underscores the limitations of purely domestic
legal solutions. Al systems are often trained in one jurisdiction, deployed in another, and
generate outputs consumed globally. Divergent copyright rules therefore create friction,

compliance complexity, and opportunities for regulatory arbitrage.

158 US Copyright Office, Artificial Intelligence and Copyright Policy Report (2024).
159 UK Intellectual Property Office, Al and Copyright Consultation Response (2023).
1 WIPO, Intellectual Property and Artificial Intelligence: A Global Perspective (2021).

-50-



International harmonization could mitigate these challenges by establishing baseline principles
on issues such as authorship, training data use, and liability. However, achieving consensus is
difficult given the divergent interests of developed and developing countries, as well as rights
holders and technology firms.

Soft-law instruments, including model laws, guidelines, and best-practice frameworks, may offer
a pragmatic pathway forward. These tools allow gradual convergence without binding
obligations, enabling states to adapt principles to their domestic contexts. Multilateral
organizations, particularly the World Intellectual Property Organization, are well-positioned to
facilitate such coordination.

Ultimately, any international framework must remain technologically neutral and adaptable.
Overly rigid rules risk becoming obsolete as Al technologies evolve. A principles-based
approach, grounded in transparency, accountability, and respect for human creativity, may
provide the most sustainable foundation for governing Al and copyright in a globalized digital

cconomy.

CHALLENGES AND THE ROAD AHEAD

A. Conceptual and Practical Challenges

The intersection of Al, data, and copyright presents several conceptual and practical hurdles.
First, the anthropocentric model of authorship is under pressure, as Al-generated works
increasingly blur the lines between human and machine creativity. Policymakers must decide
whether to expand existing doctrines, create sui generis rights, or combine both approaches.
Second, the data governance trilemma—balancing privacy, economic value, and free flow of
information—requires sophisticated regulation. Al systems rely on vast datasets, but personal
and proprietary data must be protected under frameworks like India’s DPDPA 2023. Conflicts
between IP enforcement and privacy rights can arise, highlighting the need for procedural
safeguards.

Third, platform power and market concentration raise competition concerns. Large platforms act

as de facto regulators of IP and content, controlling access, licensing, and monetization.
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Oversight through competition law, transparency requirements, and careful regulatory design
will be essential to prevent monopolistic behavior.

Finally, technological solutions like blockchain and Al tools themselves offer partial remedies
for I[P management but cannot replace robust legal and policy frameworks. Integration of

technology and law, rather than reliance on one or the other, is key.

B. Strategic Recommendations for India

1. Clarify AI Authorship and Copyright — Define standards for human involvement and
consider limited sui generis protections for machine-generated works.

2. Strengthen Fair Dealing/Fair Use Doctrine — Introduce flexible, purpose-based
exceptions to promote Al innovation and user-generated content.

3. Develop Data Rights Framework — Consider a sui generis right for databases, balanced
against privacy and competition concerns.

4. Enhance Institutional Capacity — Equip courts, regulators, and enforcement agencies
with technical expertise to handle AI-IP disputes.

5. Engage in International Cooperation — Harmonize Al and copyright principles through
WIPO and other multilateral forums to reduce cross-border uncertainty.

6. Leverage Technology Responsibly — Use blockchain, smart contracts, and Al-powered

IP tools to complement, not replace, legal frameworks.

CONCLUSION

The digital age has upended traditional assumptions about creativity, authorship, and ownership.
Al-generated content, user-driven platforms, and data-driven innovation challenge copyright law
to adapt at a speed it was never designed for. India sits at a crossroads: with a strong
constitutional framework, evolving judicial interpretation, and a growing tech ecosystem, it has
the tools to lead—but only if legal reform keeps pace with technological change.

A balanced approach is critical. Overly strict rules risk stifling innovation, while a laissez-faire
attitude could erode creative incentives and economic value. The path forward lies in

principles-based regulation: clarifying authorship standards, creating flexible exceptions for Al
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and user-generated content, recognizing data as an economic asset while protecting privacy, and
integrating technological solutions like blockchain and smart contracts responsibly.

By combining legal clarity, institutional preparedness, international collaboration, and thoughtful
use of technology, India can foster a thriving digital creative economy—one that rewards

creators, safeguards users, and positions the nation as a leader in the global Al and IP landscape.
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CHAPTER 5: CHALLENGES OF COPYRIGHT LAWS IN THE AGE OF
DEEPFAKES AND GENERATIVE Al

BY AISHWARYA JAIN

INTRODUCTION

Deepfake Technology and Generative Artificial Intelligence (AI) are two of the decade's most

disruptive innovations.

In the past, copyright law was designed to protect human creativity or human intellectual
labour by granting authors exclusive rights over their original works. A human author and the
artistic expression they create are assumed to be inextricably linked by the law. The fundamental

tenet of copyright is that human talent, judgment, and effort are the sources of creativity.

However, generative Al systems challenge this assumption by producing content independently,

with minimal to even zero human involvement.

This raises difficult legal questions such as:

Who is the author of an Al-generated work? Can Al-created content be protected under
copyright law? Can a machine be recognized as a creator? Are creativity and innovation
hampered by this? What happens if copyrighted material is used to train Al systems without

authorization?

‘Deepfakes’ are a subset of artificial intelligence that manipulates audio-visual content to
produce synthetic yet hyper-realistic depictions of human identity. These technologies,
sometimes referred to as ‘Digital Resurrection’ or ‘Personality Misuse’, are frequently abused to

mimic the faces, voices, or performances of real people without their permission, in order to
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disseminate false information, generate endorsements, harm reputations, and specifically target
public figures and women. Deepfakes are a complex legal issue since they affect privacy,

reputation, dignity, and personality rights in addition to raising serious copyright concerns.

Al systems are trained on massive datasets, many of which contain copyrighted works, which
raises moral and legal questions regarding data ownership and usage. The fundamental tenets of
the Copyright Act of 1957 - authorship, originality, and ownership, are threatened by this
technical advancement since the current legal frameworks cannot keep up with the rate of

technological advancement.

This chapter highlights the shortcomings in the current legislation and makes recommendations
for revisions to better protect creators in the digital era by contrasting Indian copyright laws with

those of the US, UK, EU, and other countries.

CONCEPTUAL UNDERSTANDING AND BACKGROUND

Basic Principles of Copyright Law

Copyright is a statutory right that grants creators exclusive control over the use of their original
works. In India, copyright protection is governed by the Copyright Act, 1957, which protects
literary, dramatic, musical, artistic works, cinematograph films, and sound recordings. Copyright

is not just a right to stop others from copying; it is a recognition of the ‘creative spark’.

The objectives of copyright law are threefold - to encourage creativity and innovation, reward

authors for their intellectual labour, and balance private rights with public interest.

Copyright protection is automatic upon creation and does not require registration, though

registration serves as prima facie evidence in disputes.

Copyright balances private rights with public interest by granting protection for a limited period,

after which works enter the public domain. However, the law presumes that the creator is a
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human being capable of exercising intellectual judgmen This presumption becomes

problematic in the context of artificial intelligence.

Concepts of Originality

One essential prerequisite for copyright protection is originality. To be eligible for copyright, a
work must be original i.e. it cannot be a copy. Indian courts have made it clear that originality

necessitates some level of creativity, skill, or judgment rather than novelty or uniqueness.

The Supreme Court adopted the ‘Modicum of Creativity’ test in Eastern Book Company v.
D.B. Modak (2008), rejecting the ‘Sweat of the Brow’ doctrine (hard work). This test states that
in order for a work to be eligible for copyright protection, it must require some degree of

creativity and intellectual effort rather than merely mechanical labour.'®
Deepfakes and Generative AI: An overview

Deepfake technology modifies audio and video footage using deep learning algorithms. By
mapping one person's face or voice onto another's body or speech, deepfakes can create
incredibly realistic yet deceptive representations, making it difficult to distinguish between real

and fake information.

They raise significant difficulties such as unauthorized performance duplication, defamation and

reputational harm, abuse of celebrity personas, and risks to democratic processes.'®

Generative Al refers to Al systems designed to create original content rather than only analyse or
classify data. These systems use techniques like machine learning and neural networks to

identify patterns in large datasets and generate outputs that correspond with those patterns.'*

1! The Copyright Act, 1957 (Act 14 of 1957).
12 Fastern Book Company v. D.B. Modak, (2008) 1 SCC 1.
163 Parth Sarthi Garg, Implications of Copyright Law on Deepfakes, Satyaki Legal, available at:

https://satyakilegal.com/implications-of-copyright-law-on-deepfakes/ (last visited on December 27, 2026).

164 Artificial intelligence and copyright: ownership issues in the digital age, Corrs Chambers Westgarth, September
21, 2020, available at:
h

visited on December 28, 2025).
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LEGAL PROVISIONS GOVERNING COPYRIGHT, Al, AND DEEPFAKES

Indian Laws
1. Copyright Act, 1957
Section 2(d): Definition of Author

In Section 2(d), the term ‘author’ refers to the person who creates the work. It doesn't address
whether an Al system can be an author, even though it refers to ‘the person who causes the work

to be created’ in the case of computer-generated works.

The legislation makes it clear that the author is a human being. Artificial Intelligence systems

are not considered legal persons under Indian law, so they cannot be writers.

Section 13: Works in Which Copyright Subsists

It states that copyright protection is limited to original works. The emphasis on originality further

complicates the status of Al-generated work.

Section 14: Meaning of Copyright

The public is granted exclusive rights to reproduction, adaptation, and transmission under
Section 14. A typical step in creating deepfakes is copying and altering copyrighted content

without permission.

For example, using movie clips to create a modified video might be illegal.
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Section 51: Infringement

Copyright infringement occurs when someone violates the owner's exclusive rights. Identifying

the infringement in the context of Al is difficult. Is it the developer, the user, or the platform?
Section 57: Moral Rights

Moral rights protect the author's reputation and the integrity of the work. Deepfakes often distort

original works, harming the inventor's reputation.
2. Information Technology Act, 2000

To lessen the detrimental consequences of deepfakes, the IT Act is often used. Provisions
pertaining to online impersonation (Section 66D), obscene content (Section 67), and the

Intermediary Guidelines Rules, 2021 offer limited remedies.

However, because it ignores copyright ownership and creativity, the IT Act is only a partial

remedy.'®

3. Constitutional Protection

The Supreme Court has recognized the following rights under Article 21 - right to Reputation,

right to privacy, and right to dignity.'®

These rights serve as the foundation for legal action against malicious deepfakes.

ANALYSIS AND DISCUSSION

1. Authorship & ownership Dilemma

Traditional copyright law recognizes only natural persons as authors. Al systems, however,

operate without consciousness or intent.

15 The Information Technology Act, 2000 (Act 21 of 2000).

166 The Constitution of India.
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2. Originality and Dataset Controversy

Al systems are trained on large datasets containing copyrighted works. While training itself may
not reproduce exact copies, outputs often resemble existing works, blurring the line between
inspiration and copying. This is essentially ‘scraping’ the internet without a license. This raises

concerns of indirect infringement and derivative works.

Artists argue that their works are being exploited without compensation, while Al developers

claim that training constitutes fair use.
3. Deepfakes, Copyright and Personality Rights

Deepfakes often involve the unauthorized use of a person’s image, voice, performances, facial
features or likeness. This enters the realm of ‘Personality Rights’ or ‘Right to Publicity’.
Deepfakes violate not only copyright but also privacy, dignity, and reputation, making them a

multi-dimensional legal problem.

These elements make it difficult to pin down a single infringement. If the deepfake is used for a
parody, it might fall under Fair Dealing (Section 52). But if it is used to make a fake movie, it is

a blatant violation of the original creator's Moral Rights (Section 57).'¢

The ‘performer owns the ownership of the performance’ (i.e., the performer holds exclusive
rights over the performance), under Section 38 of the Copyright Act and has sole control over the

recording and reproduction of the performance.

According to the Act, only creators and performers, including actors, singers, musicians, dancers,

have moral rights, and the rights to get recognition for their work.'*®

17 Volume 6, Issue 6, International Journal of Law Management & Humanities [ISSN 2581-5369], 2023, available

at:

chrome-extension://efaidnbmnnnibpcajpcglclefindmkaj/https:/ijlmh.com/wp-content/uploads/A-Study-on-Deepfake
s-and-Copyright-Infringement.pdf (last visited on January 01, 2026).

168 personality Rights in India: A Statutory and Judicial Analysis, IP and Legal Filings, available at:
https://www.ipandlegalfilings.com/personality-rights-in-india-a-statutory-and-judicial-analysis/ (last visited on

March 17, 2026).
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This makes personality rights particularly vulnerable for the general public. It is more difficult
for them to secure legal action against their faces/personality being used in Deepfakes. Hence,
there is no ‘copyright’ available for common people over their faces, bodies, and voice, when it
is seen that such people, especially women, are more vulnerable towards deepfakes, as they can

be blackmailed over circulation of ‘fake’ images.

CONTEMPORARY DEVELOPMENTS AND GLOBAL PERSPECTIVES

India

India currently lacks Al-specific copyright legislation (an ‘Al Act’ is not passed yet). It relies on
judicial interpretation and existing laws such as the IT Act, 2000, Digital Personal Data
Protection Act, 2023, defamation law, and privacy jurisprudence, used to address misuse.
However, the Parliamentary Standing Committee Report (2021) on the IPR regime suggested

reviewing the Copyright Act to include “Al-related inventions and works”.'®

United States of America (US)

In the US, the debate centres on ‘Fair Use’. The US Copyright Office has clarified that purely

Al-generated works with no human involvement are not copyrightable.

In the case of Authors Guild v. Google (2015), the court said scanning books for a search engine

was ‘Fair Use’. Al companies are using this to justify training their models.

However, the Andy Warhol Foundation v. Goldsmith (2023) case recently tightened the
definition of ‘Transformative Use’, which might make it harder for Al companies to use the Fair

Use defence.

169 Review of the Intellectual Property Rights Regime in India, Report No. 161, Department Related Parliamentary

Standing Committee on Commerce, Rajya Sabha, Parliament of India, July 23, 2021, available at:

ersionld=S01fCOEC5DzDgKNymsGgxal6 Y XmJbUwM (last visited on January 03, 2026).
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United Kingdom (UK)

The UK’s Copyright, Designs and Patents Act, 1988, is among the few statutes globally that
explicitly address non-human authorship. Section 9(3) states:

“In the case of a literary, dramatic, musical or artistic work which is computer-generated, the
author shall be taken to be the person by whom the arrangements necessary for the creation of

the work are undertaken.”'”

However, such works lack moral rights, the provision remains rarely applied due to legal
ambiguities and limited judicial interpretation, and UK courts have yet to interpret this provision
in the context of large-scale generative Al. The Data (Use and Access) Act, 2025 mandates

impact assessments and reports before Al-copyright reforms.'”

European Union (EU)

The EU is currently the leader in regulation. The EU Al Act (2024) and strong data protection
laws emphasize transparency, accountability, and labelling of Al-generated content, offering a
more structured regulatory and proactive approach. While not directly amending EU copyright
laws, it requires Al developers to disclose copyrighted data used for training and to provide a
summary of the copyrighted data used for training. It also encourages licensing models through

Collective Management Organisations (CMOs) for text and data mining. '’

Additionally, the EU Parliament’s draft Al copyright resolution proposes recognising the role of
human input in Al-assisted works and creating a clear liability framework for infringement by

GenAl outputs.'”

China

170 The Copyright, Designs and Patents Act (CDPA), 1988, United Kingdom.
7! The Data (Use and Access) Act, 2025, United Kingdom.

172 The EU Al Act, 2024, European Union.

173 European Parliament, ‘Generative Al and Copyright’ (2025).
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China is seen as surprisingly more liberal than the rest of the World. Recently, Beijing Internet
Court delivered a first-of-its-kind judgment in mainland China, recognizing that a picture
generated using the Al software ‘Stable Diffusion’ qualifies as an artwork protected under
copyright law, provided that the human user showed sufficient control.

The court emphasized the ‘originality’ and the intellectual contribution of the human creator,

despite the use of Al tools.'™

CHALLENGES AND SUGGESTIONS

Challenges
1. Challenge of Authorship and Ownership

The biggest challenge is identifying who owns Al-generated works: Al system? Programmer?

User who gave prompts? Platform hosting the AI?

Without clarity, creators cannot license works, enforce rights or claim royalties.

2. Challenge of Originality

As discussed earlier, Al systems learn by analysing massive datasets, often scraped from the

internet without consent.

Key concern - Is Al output truly original? Or is it a sophisticated remix of existing copyrighted

works?

This challenges the foundation of copyright law.

'7* Generative Al and Copyright Issues, Drishti IAS, available at:

https: rishtii i os/daily-news-analysis i i C ight-issues (last visited on

December 28, 2025).
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3. Deepfake Misuse and Personality Rights

Deepfakes are increasingly used to create fake endorsements, spread misinformation, damage

reputation, and produce non-consensual explicit content.

Such misuse affects celebrities, journalists, women and minorities disproportionately.
Access to justice becomes difficult due to anonymous creators (deepfakes can be created and
spread anonymously, making it hard to find the culprit responsible), cross-border platforms and

high litigation costs.

4. Enforcement and Jurisdictional Issues:

Enforcement is inefficient and slow because Al platforms operate internationally, Indian courts
have limited jurisdiction, platforms assert ‘safe harbour’ protection, and it is nearly impossible to

determine whether a particular piece of art was used to train a model.

5. Impact on Creative Communities and Market Displacement

Al produces mass-produced ‘derivative’ content that diminishes human art since it is unable to

‘feel’ or preserve the integrity of a piece.

The challenges faced by artists, singers, writers, and journalists include loss of economic worth
and livelihood, fear of Al copying their work, and lack of negotiating strength against large tech

companies.'”

This leads to problems with access to justice and economic inequality.

Suggestions

175 Andres Guadamuz, Artificial intelligence and copyright, WIPO Magazine, October 1, 2017, available at:
https://www.wipo.int/en/web/wipo-magazine/articles/artificial-intelligence-and-copyright-40141 (last visited on

January 02, 2026).
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1. Amend Copyright Act to clarify and recognize Al authorship

Clarify authorship in Section 2(d) (human involvement threshold) - The law should be amended
to state that "the person who causes the work to be created" must have provided substantial

creative input, not just a three-word prompt.

Create a new category under Intellectual Property Rights of protection for Al-generated or

Al-assisted works that is shorter in duration than the standard "Life + 60 years" given to humans.

2. Required Labelling, Disclosure, and Licensing

Platforms must reveal the sources of training data: Al-generated material must be properly

labelled.
Create a ‘License-to-Train’ system in which Al firms provide artist guilds a collective royalty.

It should be legal for artists to ‘opt-out’ of datasets used for Al training.

3. Robust Protection of Moral Rights and Personality
Civil and criminal liability for harmful deepfakes.

Statutory recognition of personality rights: India should enact a special statutory "Right of

Publicity" to safeguard an individual's voice and likeness from digital cloning.

4. Watermarking digitally

To ensure traceability, the IT Rules should be amended to require every Al-generated work to

have an invisible, unerasable digital watermark.

5. Awareness and Capacity Building by Al training for Judges, public legal and digital literacy

initiatives, artist support systems, and encouraging global collaboration.
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GOVERNMENTAL APPROACHES AND CASE ANALYSIS

Expert Panel Recommendations (Preliminary Draft 2025)

According to preliminary expert panel discussions in 2025, India may introduce a new chapter in
the Copyright Act specifically for Al-generated works. Clear definitions of ‘Al-assisted’ and
‘Al-generated’ works, assigning authorship to the person who causes the work to be created (in
line with UK law), requiring the disclosure of training datasets, and developing a licensing or
levy system for the use of copyrighted works in Al training are all being considered by the

panel.'”
Indian Cases
1. Eastern Book Company v. D.B. Modak (2008) 1 SCC 1

This landmark Supreme Court decision clarified the originality standard of Indian copyright law.
Eastern Book Company (EBC) claimed that its updated versions of Supreme Court decisions
should be protected by copyright due to the labour involved in formatting, headnotes, and

corrections.

The traditional “Sweat of the Brow” theory, which rewarded effort alone, was rejected by the
Court in favour of the “Modicum of Creativity” test. In contrast to routine or mechanical work,
this ruling states that copyright only applies when there is a minimal degree of creativity

involving skill and judgment.

This case is significant for Al-generated works because it demonstrates that basic automated
processing or compilation, which is analogous to Al outputs devoid of human creativity, may not

meet the originality threshold.'”’

176 Generative Al & Copyright Law in India: Who Owns Machine-Made Works? Maheshwari and Co., available at:
https: maheshwarian m/blog/ai-copyright-law-india/ (last visited on January 02, 2026).
177 Eastern Book Company v. D.B. Modak, (2008) 1 SCC 1.
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2. ANI Media Pvt. Ltd. v. OpenAl Inc. (2024)

This is the first major lawsuit between generative Al firms and traditional media in India. ANI
argued that OpenAl had infringed on its copyright by training ChatGPT using its own
copyrighted news content without a license or permission.

The main issue in dispute is whether the scraping of copyrighted news content on a large scale
for Al training qualifies as fair dealing under Section 52 of the Copyright Act. The Court has
recognized the importance of the dispute by issuing notice, although it has not yet made a final
determination.

The decision may impact the licensing terms for Al firms in India and whether Al firms can use

the doctrine of fair dealing for commercial training.'”™

3. Civic Chandran v. C. Ammini Amma (1996)

In this case, the plaintiff's original play was quoted and criticized in another play that the
defendant copied. Copyright infringement was the reason for the plaintiff's lawsuit.

As the defendant copied the plaintiff's work for the purpose of criticism and the greater good, the
Kerala High Court held that this was fair dealing. The Court was very clear that creative
criticism, parody, and freedom of speech should not be inhibited by copyright.

This case is frequently cited in deciding fair dealing in Al-generated parody or commentary.'”

4. Anil Kapoor v. Simply Life India & Ors. (2023)

This specific case is related to the misuse of celebrity identities in content created by artificial
intelligence. Anil Kapoor argued against the unauthorized commercial use of his name, voice,
image, and likeness, including deepfakes created by Al. The question was whether deepfakes

created by Al could be used to violate personality rights.

The Delhi High Court stated that the actor possesses personality rights under Article 21 and that

a celebrity has the sole right to control the commercial use of his persona.

'8 ANI Media Pvt. Ltd. v. OpenAl Inc. & Anr., CS(COMM) 1028/2024.
17 Civic Chandran v. Ammini Amma, 1996 (16) PTC 670
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This is a major step towards regulating deepfakes in India and asserts that the misuse of

Al-generated identities can violate the right to privacy, publicity, and personality.'*’

5. Arijit Singh v. Codible Ventures LLP & Ors., (2024)

In this case, the Al technology allowed users to create Al-generated music by cloning the voice
of singer Arijit Singh. Singh argued that one of the essential elements of his personality was his

voice.

The Court held that this argument was correct because Al technology could not use a person's

voice for commercial gain because of personality and publicity rights.

This case is of utmost importance in the music industry, where Al voice cloning and "Al cover

songs" are threatening the rights of artists.'®'

6. Academy of General Education v. B. Malini Mallya, AIR 2009 SC 1982

This Supreme Court case is connected with the protection of the rights of performers in the
traditional performance of ‘Yakshagana’. The Supreme Court held that the rights of performers

are not dependent on the author of the play or work.

This case is very relevant in the context of “digital resurrection”, where the performances of
deceased actors or artists are recreated using Al, which can be said to be violative of the rights of

performers even if the script is licensed.'*

International cases

1. Authors Guild v. Google (2015) — U.S. Supreme Court

180 4nil Kapoor v. Simply Life India & Ors, CS(COMM) 652/2023

81 Arijit Singh v. Codible Ventures LLP & Ors., CS(COMM) 394/2024.

182 Academy Of General Edu.,Manipal & Anr vs B.Malini Mallya on 23 January, 2009, available at:
https://indiankanoon.org/doc/184940/ (last visited on January 02, 2026).
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Google searched through millions of books illegally in order to offer a search engine with just a

small piece of the text. The authors argued that this was a mass infringement of their copyrights.

The Court held that this was a fair use as it was a transformation for the public good. Google did

not harm the market for books but enhanced access to them.

This case is often cited by Al firms in support of using copyrighted material for training,

although it is not clear that this case applies to generative works.'®

2. Andy Warhol Foundation v. Goldsmith (2023) — U.S. Supreme Court

The Warhol Foundation licensed artworks based on a photograph of Prince taken by
photographer Lynn Goldsmith. The question in this case was whether the process of art was

sufficient to constitute fair use.

The Court held that there was no fair use, and the implication was that commercial licensing that

competes with the original work is not fair use.

This case limits the “transformative use” doctrine and the reliance on fair use by Al companies

whose output competes with the original work.'**

3. Thaler v. Perlmutter, (2023) — U.S. District Court

Stephen Thaler applied for the copyright of an artwork produced by his Creativity Machine Al
system. He applied for the copyright as the creator of the Al system. The U.S. Copyright Office

rejected the application.

The Court affirmed the rejection of the application and stated that human authorship is a basic
requirement of copyright law. It stated that Al systems lack intention, creativity, and legal

personality.

183 duthors Guild, Inc. v. Google Inc., 804 F.3d 202 (2d Cir. 2015).
18 Andy Warhol Foundation for the Visual Arts, Inc. V. Goldsmith Et Al., 598 U.S. 508 (2023).
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This ruling confirms that Al-produced works are not eligible for copyright and are in the public

domain.'®

4. Getty Images v. Stability Al (2025) [UK/US]

Getty Images brought a lawsuit against Stability Al for allegedly using millions of its
copyrighted images, including those with the Getty watermark, to train its Stable Diffusion
generative Al model. It contends that this is a case of large-scale copyright infringement and the
unauthorized use of protected works. Stability AI contends that the use of the AI model

constitutes fair use or authorized data mining.

The courts have permitted the lawsuit to proceed on the basis of the presence of watermarks on

the images as proof of copying.

This is a very significant case in determining whether the training of an Al model constitutes

copyright infringement.'®

CONCLUSION

The rapid advancement of generative Al and deepfake technology has completely disrupted the
traditional foundations of copyright law. As this chapter has demonstrated, copyright was
historically based on the concepts of human invention, human authorship, and identifiable
ownership. Generative Al, which produces creative results on its own and is often trained on vast

amounts of copyrighted content without permission, challenges each of these pillars.

Current laws cannot determine whether rights belong to the user, the Al developer, or no one at
all. Deepfakes mix copyright violations with breaches of privacy, dignity, moral rights, and

personality rights. This complicates enforcement and increases social and legal challenges.

185 Thaler v. Perlmutter, No. 22-1564 (D.D.C. 2023).
186 Getty Images v. Stability AI, (2025) EWHC 3015.
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Countries such as the US, UK, EU, and China are trying out different regulatory approaches.
However, research shows that no system has found a perfect solution yet. This emphasizes the
urgent need for legal reform. Without clear laws, creators remain at risk, and access to justice
becomes harder, especially for individual artists and small creative groups. India needs to move

from a reactive judicial system to a proactive legislative one.'®’

Addressing these concerns is not only legally necessary but also vital for preserving the fairness
and future of copyright law in our digital world. Instead of blocking human expression, the law
should ensure that technology helps connect us. In order to prevent the displacement of human
creators by generative systems trained upon their own intellectual labor, it is not only legally

required but also culturally necessary to reaffirm the human element in creativity.

187 Lavanaya Jain, Al and Copyright: Safeguarding Creativity in an AI-Driven World, Vidhi Centre for Legal Policy,

available at: h right/ (last visited on December 30, 2025).
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CHAPTER 6: EXCLUDING ESSENTIAL MEDICINES FROM PATENT
PROTECTION: LEGAL FEASIBILITY AND GLOBAL EQUITY
CONCERNS

BY SAMRIDHI SAHAY

INTRODUCTION

Access to affordable medicines in India as a developing country remains one of the most urgent
and unresolved challenges. Approximately 70% of Indians lack access to basic, essential
healthcare, a gap driven by severe inequality in large part and prohibitive cost of Patented
Pharmaceutical products. The Pharmaceutical Patent Regime of India has emerged as a
pioneering model to balance intellectual property rights protection and fulfil the constitutional
obligation to ensure public health.'®. The research examines how India has dealt with balancing
Pharmaceutical Innovation, particularly after the 2005 Trade-Related Aspects of Intellectual
Property Rights (TRIPS) compliance, with an initial obligation to extend product patent
protection to pharmaceuticals (Drug Composition) on a global scale. India developed a legal and
policy framework, consisting of Section 3(d) of the Patents Act and the Use of Compulsory
Licensing for Drug Manufacture, to fulfill this obligation that has received international attention
and has been looked to as a model for how developing countries can implement TRIPS
obligations while still having the ability to provide affordable medicines for their

populations.'®The Supreme Court of India has held that Article 21 of the Indian Constitution

188 Adhikarla Shraddha & Vaishnavi Viswanath, Right to Health Under Patent Regime in India, 2(111) Int’1 J. Ind.
Research & L. 1 (May—June 2022) (Indian Journal of Integrated Research in Law, ISSN: 2583-0538).

189 Sudip Chaudhuri, Chan Park & K. M. Gopakumar, Five Years into the Product Patent Regime: India’s Response
(United Nations Development Programme, Dec. 2010), available at
http://content-ext.undp.org/aplaws_publications/3089934/Five%20years%20into%20the%20product%20patent%20r

cgime-India%20Response.pdf.
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includes a person's right to health and their right to access medical treatment. In this regard, a
patent system that unnecessarily limits individuals' access to life-saving drugs presents many
constitutional issues. The legal system (notably in the most recent decision from Novartis v.
Union of India) is defining how far patent protection extends with respect to public health
concerns and has established an example for many other developing countries looking to India
for guidance in finding a balance between providing better health care to their citizens while

respecting the enforcement of International Intellectual Property Rights.

THE HISTORICAL BACKGROUND

Pre-TRIPS Agreement:

Under the Indira Gandhi regime in the early 1970s, India enforced the Patent Act, which
provided greater access to affordable medicines for the poverty-stricken population.'”’ This
significant legislation marks a fundamental departure from the protection afforded by product
patents. This particular Act awards patent protection to the process by which the drug is
manufactured, but not the drug itself, meaning in India product patent is not mandated to the
Pharmaceutical Company.'”* This legislation enabled the Indian Pharmaceutical companies to
manufacture the same medicine through the process of reverse engineering using an alternative
method. After this enactment, Indian Pharmaceutical incurred minimal expenditure on research
and development, which enabled it to manufacture drugs at an affordable price with significantly
reduced rates.'”. This policy fostered the growth of India as a major generic drug industry, which

positions our nation as “pharmacy of the developing world.”"*

The TRIPS Agreement:

190 The Constitution of India, art. 21.

! Chittaranjan Andrade, Nilesh Shah & Sarvesh Chandra, The New Patent Regime: Implications for Patients in
India, 49(1) Indian J. Psychiatry 56-59 (2007), available at https://pmc.ncbi.nlm.nih.gov/articles/PMC2900001/.

192 Ibid.

"% Ibid., 1.

19 Chaudhuri et al., Five Years into the Product Patent Regime (UNDP 2010).
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When India became a member of the World Trade Organization, it was presupposed that the
nation had to comply with the TRIPS Agreement, which mandated the protection of patent
products for the Pharmaceutical Company.'*> The most noteworthy transformation came after the
Amendment of the Patent Act,2005, which changed the Act into a TRIPS-compliant provision,
designed to make the Act comply with product patent protection while also maintaining
safeguards for public health interests.”® A commission chaired by Jurist Rajagopalla Ayyengar,
which recommended that product patent protection should not be granted, but only the process,
while framing the substance of the original Indian Patent Act, 1970, this recommendation was
incorporated in the Act to ensure that medicines were available to the public at a reasonable
price."”” According to the commission, the laws should be designed in such a way that prioritizes
the nation’s economic-financial condition, state of scientific and technological progress and
development, projected needs of the future and the potential other factors that will lead to a

patent monopoly system to reduce the vulnerabilities and prevent abuse.'*®

THE KEY PROVISIONS OF PATENT ACT

Several pivotal provisions were enacted in the 2005 Amendment:

e Section 3(d) against patent evergreening,

e Section 84 compulsory licensing provision,

e Section 92(A) export authorization for pharmaceutical exports to a nation with
insufficient manufacturing capabilities.

1. Section 3(D) of The Patent Act: '"the mere discovery of a new form of a known
substance which does not result in the enhancement of the known efficacy of that
substance or the mere discovery of any new property or new use for a known substance
or of the mere use of a known process, machine or apparatus unless such known process
results in a new product or employs at least one new reactant. Explanation: For this

clause, salts, esters, ethers, polymorphs, metabolites, pure form, particle size, isomers,

195 The Patents (Amendment) Act, 2005 (Act 15 of 2005).

19 Ibid.

197 Chaudhuri et al., Five Years into the Product Patent Regime (UNDP 2010).
198 Ibid.

19 The Patents Act, 1970 (Act 39 of 1970), ss. 3(d), 84, 92A.
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mixtures of isomers, complexes, combinations, and other derivatives of known
substances shall be considered to be the same substance, unless they differ significantly
in properties of efficacy.*”

2. Section 84 compulsory licensing provision: 2!
(1) At any time after the expiration of three years from the date of the grant of a patent,
any person interested may make an application to the Controller for the grant of a
compulsory licence on the patent on any of the following grounds, namely:—
(a) that the reasonable requirements of the public with respect to the patented
invention have not been satisfied, or

(b) that the patented invention is not available to the public at a reasonably affordable
price, or

(c) that the patented invention is not worked in the territory of India.

3. Section 92(A): 2

(1) Compulsory licence shall be available for the manufacture and export of patented
pharmaceutical products to any country having insufficient or no manufacturing capacity
in the pharmaceutical sector for the concerned product to address public health problems,
provided a compulsory licence has been granted by such country or such country has, by
notification or otherwise, allowed importation of the patented pharmaceutical products

from India.

(2) The Controller shall, on receipt of an application in the prescribed manner, grant a
compulsory licence solely for the manufacture and export of the concerned
pharmaceutical product to such country under such terms and conditions as may be

specified and published by him.

(3) The provisions of sub-sections (1) and (2) shall be without prejudice to the extent to
which pharmaceutical products produced under a compulsory license can be exported

under any other provision of this Act.

20 The Patents Act, 1970 (Act 39 of 1970), s. 3(d).
21 Ipid., s. 84.
22 Iid., ss. 92, 92A.
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CRITICAL ANALYSIS

The adoption of the DOHA Declaration on TRIPS and Public Health, made in 2001, was a
watershed moment, representing a landmark acknowledgement of national sovereignty to
prioritize public health concerns.**This declaration underscored a question: the nation state can
and must facilitate and safeguard public health concerns and medication accessibility. It gives
acknowledgement to the present scenario severity of health crises affecting many developing
countries, specifically the devastating impact of HIV/AIDS, malaria, tuberculosis and other
epidemics in underdeveloped countries. The member-states were informed of the key flexibilities
available to them in the declaration, which included the right to decide what constitutes a

national emergency and the right to freedom to determine grounds for compulsory licensing.**

One of the most controversial and innovative aspects of the Indian Patent Act is Section 3 (d).
It’s designed to prevent trivial patent practices; this rule blocks drug companies from obtaining a
monopoly right on slightly modified drugs unless they represent that they have a superior
therapeutic effectiveness.*” The Legislative history of the Parliamentary debates reveals
objectives: To eliminate “me too” Pharmaceutical products and protect only real, substantive
innovations. Under this provision, a threshold requirement is that any novel form of a known
substance should establish enhanced efficacy as a prerequisite for its derivative form. Crucially,
the Indian Supreme Court has clarified that “more effective” means therapeutic effectiveness
rather than enhanced physical or pharmacokinetic characteristics such as bioavailability and

stability.?

LANDMARK CASES OF THE PATENT ACT IN INDIA

203 World Trade Orgamzatlon Doha Declaranon on the TRIPS Agreement and Public Health (WTO 2001), available
Wto. htm.

% Ibid,
25 Arushi Goyal & Disha Moitra, Striking a Balance Between Patent Laws and Public Health Issues with Special
Emphaszs on its Recognition in India, Indian J. L. & Legal Mgmt., available at

ts-recognition-in- 1nd1a/
26 Novartis AG v. Union of India, (2013) 6 S.C.C. 1.
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1. Biswanath Prasad Radhey Shyam vs Hindustan Metal Industries (1979):*7 In this
formative case, the Supreme Court created the test India still uses to test
non-obviousness, articulated for its application. According to the Court's formulation,
patentability requires a discovery of departure from the existing knowledge such that it
would be suggestible to an ordinary person with basic skill in their relevant technical
field. The Fundamentals Precedent was established in the case of governing inventive
steps that remain authoritative in the Indian Patent examination in all sectors, including
Pharmaceuticals.

2. Novartis AG v. Union of India (2013):_A landmark judgement of the Supreme Court of
India clarifying the application and scope of Section 3(d).*”® A patent was sought by
Novartis for the beta crystalline form of the imatinib mesylate, marketed by Glivec,
which is used to treat certain types of tumours and myeloid leukaemia. Novartis' Patent
application was rejected by the court on the ground that the beta crystalline form did not
represent a superior therapeutic effectiveness as compared to the base compound.
2% Although it was argued by Novartis that it exhibits improved bioavailability, much
better thermodynamic stability and lower hygroscopicity than the base compound, the
court held that these properties didn’t account for enhanced therapeutic properties, which
is a prerequisite requirement of Section 3(d). It was observed by the Court that Section 3
(d) was enacted only for this purpose to stop the evergreening and provide easy access to
life-saving medication for the public.?'° Glivec was priced at Rs. 150,000 per month for
the various treatments, before the judgment. After the rejection of the Patent, the Price
was narrowed to Rs 6,000 only for a generic version and also continued the Generic
competition, which is a 95% reduction.*!!

3. Bayer Corporation vs Natco Pharma Limited (2012): India's first-ever compulsory

license for a Pharmaceutical Product was granted by the Court in March 2012, when the

27 Bishwanath Prasad Radhey Shyam v. Hindustan Metal Industries, (1979) 2 S.C.C. 511.
28 Novartis AG, (2013) 6 S.C.C. 1.

299 Ibid.

210 Ipid.

211 Leena Menghaney, India s Patent Law on Trial,available at
https://speakingofmedicine.plos.org/2012/10/01/indias-patent-law-on-trial/
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controller of the Patents gave permission and authorised Natco Pharma Limited to
produce and market Sorafenib Tosylate, a life-saving drug for kidney and liver cancer'?.
While Bayer Corporation held and sold under the brand name Nexavar and had obtained
its patent in March 2008, it supplied the drug in restricted quantities and charged nearly
280,000 Rs. for a month’s treatment, which in turn churned out most of the citizens, as a
result of which only 2% of those in need actually received the medication.*””. Natco
sought to contend that all three statutory grounds for a compulsory licence were fulfilled:
the public’s reasonable requirement was not being met, the price of the drugs was
unaffordable, and the patent did not work in India. Accepting these submissions, the
controller accepted the arguments and granted the licence, permitting Natco to
manufacture and sell the drugs at Rs. 8,800 per month’s treatment, subject to 6 % royalty
payable to Bayer. On appeal, the Intellectual Property Appellate Board upheld the
licence, increasing the royalty to 7 per cent. The Intellectual Property Appellate Board
reaffirmed that the patentees have a duty to ensure considerable public access to patented
inventions and that the patent monopolies hold responsibility to ensure that the public
derives reasonable advantages from patent innovation.”’* So Bayer’s challenges before
the High Court and the Supreme Court were dismissed.

BDR Pharmaceuticals International Pvt. Ltd. v. Bristol-Myers Squibb Company (2013):
The Controller of the Patent rejected the application filed by BDR Pharmaceuticals to
seek a compulsory licence for Bristol-Myers Squibb’s drug Sprycel (Dasatinib),
prescribed for Chronic Myeloid Leukaemia for treatment®". It was contended by BDR
that the drug was priced at 2761 per tablet, which amounts to a total of INR 1,65,680 per
patient per month and INR 19,88,160 per year per patient. The application failed for
non-compliance with the due procedure. The failure to establish and satisfy the prima
facie requirement under section 87 and the absence of genuine efforts to secure a

voluntary licence from Bristol-Myers Squibb on reasonable commercial terms before

212 Bayer Corporation v. Natco Pharma Ltd., Order No. 45/2013 (Intellectual Property Appellate Board).

25 Bristol-Myers Squibb Holdings Ireland UnLtd. Co. v. BDR Pharmaceuticals International (P) Ltd., 2020 SCC
OnLine Del 1700.
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approaching the authorities.?'® The case emphasized the procedural rigour and strict
compliance, and the mandatory period negotiation requirement with the patentee.

Lee Pharma Ltd. v. AstraZeneca AB (2016): An application was filed by Lee Pharma for
a compulsory license for a diabetic drug called AstraZeneca (marked as Onglyza),
alleging that the drug was available at a reasonable price’'’. The controller of patents
rejected the application because reasonable requirements of the citizens were not being
met, particularly in light of the availability in the market of DPP-4 inhibitors. ***And
secondly, in a comparable range of INR 42-58, all DPP-4 inhibitors were priced;
Saxagliptin could not be characterised as uniquely or unreasonably expensive. Lastly, the
controller also made clear that in India, it is not a mandatory prerequisite for a local
manufacturer to demonstrate that a patent is working in Patent Law.*"’

F Hoffmann-La Roche Ltd. vs Cipla Ltd. (2008): In deliberating with the interim
injunctive relief, patent exclusivity was balanced by the Delhi High Court.

contrary to the common good, with consideration to lower-priced ones. ***The Court also
expressed reservations on the 6-year rule of presumption of validity and warned against
its ritualistic use, with stress on the fact that exposure to invalidity problems should be
evaluated individually.

J.D. Joshi vs Bristol-Myers Squibb Company (2015):_The Delhi high court has realised
that the Patent Act has a clause that permits study of popular interest pleas with
authorisation of compulsory licenses under different circumstances. **'The Court found
that there is an existence of presumption of validity not until the patent was credibly
faced and stressed the necessity to balance patent enforcement by considering the
interests of the people.

Merck Sharp and Dohme Corporation vs. Glenmark Pharmaceuticals (2015): The
Division Bench at the Delhi High Court said that courts need to be sensitive, particularly
when it comes to cases of a there is a strong case of infringement of the interest in

enforcing the Act. **The Court observed that market forces may have irreparable damage

218 Ipid.

27 Lee Pharma Limited v. AstraZeneca AB, C.L.A. No. 1 of 2015, Controller General of Patents

18 Ihid.
Y Ibid.

20 | Hoffimann-La Roche Ltd. v. Cipla Ltd., (2008) 148 D.L.T. 598.
21 Bristol-Myers Squibb Holdings Ireland UnLtd. Co., 2020 SCC OnLine Del 1700.
222 Glenmark Pharmaceuticals Ltd. v. Merck Sharp & Dohme Corpn., (2015) 6 S.C.C. 807.
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when defendants are left to conduct trial business, and such discounting on behalf of
defendants will involve substantial loss to patentees, which may not be recoverable.

9. Novozymes A/S v. Patent assistant controller (2024): The Madras High Court established
the efficacy test of biochemical patent application, differentiating the forms of
biochemical derivatives and synthesised derivatives.””® The Court believed that the
explanation clause of Section 3(d) is simply valid for the case of synthesised chemicals,
but not for variants of enzymes. The effectiveness of biochemicals is to be evaluated by
the functionality, purpose or utility of the product, where higher thermostability is a

pertinent factor, maximising established efficacy to enzymes.

RECENT TRENDS AND WORLDWIDE PERSPECTIVE

India, the Pharmacy of the World's Developing Countries:

India addresses a large part of the world’s health care needs through its pharmaceutical industry.
It provides approximately 80 per cent of the antiretrovirals used in AIDS therapy across the
globe.”* The cost of generic drugs is significantly lower than that of brand-name products;
hence, they are readily available to millions of patients who live in areas where resources are
very limited, costing between 90 and 95 per cent less than branded products.’” With the
development of product patents in 2005, there was concern that the industry would lose its ability
to supply low-cost medicines to patients; however, through the careful and strategic use of the
TRIPS flexibilities, i.e., making use of Section 3(d) and Compulsory Licensing provisions, India
was able to continue to supply patients in need of affordable generic products while being

compliant with the international requirements. %%

22 Novozymes A/S v. Assistant Controller of Patents, 2024 MHC 1344.
224 UNDP, Five Years into the Product Patent Regime: Indias Response (2010).
225 Chittaranjan Andrade & Nilesh Shah, The New Patent Regime: Implications for Patients in India, 49(1) Indian J.

Psychiatry 56 (2007), available at https://pmc.ncbi.nlm.nih.gov/articles/PMC2900001/
226 UNDP, Five Years into the Product Patent Regime: India’s Response (2010).
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Influence of the International Framework on the Common Global Agenda on Health:

In addition to being the leading supplier of low-cost medicines for patients across the world,
India has influenced the approach of many other developing countries in balancing patent rights
with public health concerns. Several developing countries are now considering adopting a
Section 3(d) provision in the form of a 3rd mutually beneficial agreement between their
respective countries, similar to India**’. In 2016, the World Health Organisation (WHO) also
made the guidelines on access to medicines and made the recommendations to Members of the
World Trade Organisation (WTO). In this analysis, the WHO High-Level panel examined the list
of patent systems of Members under TRIPS, and with the recommendations of the panel,
Members had to have a strong definition of their individual patent systems of invention and
patentability. In this check-up, the WHO considered the Patents Act of India (Section 3(d)) as an

example of one of the most important systems approaches to discouraging evergreen patents. 28

CHALLENGES AND SUGGESTIONS

Gaps and Issues of Implementation.

1. Underutilization of Compulsory licensing: India has granted compulsory licensing
despite *?the legal structure that has had just one obligatory license in almost twenty
years. There are several reasons why this is so, such as complicated procedural
requirements, the chilling effect of industry pressure, and fears of international trade
relations. Pharmaceuticals and Lee Pharma represent a good example of high procedural
hurdles that deter applications.

2. Capacity and Quality in Examination of Indian Patent Office: The Indian Patent Office

has a problem in quality and capacity in examination, with difficulty in consistently

27 Pharmaceutical Patents and Access to Medicines, South-Eastern European J. Pub. Health, available at
https://seejph.com/index.php/seejph/article/view/840/541

228 World Health Organization, Report of the United Nations Secretary-General’s High-Level Panel on Access to
Medicines (2016), available at

2 Has the Indzan Patents Act Succeeded in Ensuring Access to Aﬂordable Medzcme avallable at https: //theleaﬂet in
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adhering to increased patentability criteria, specifically Section 3(d). *°The Novartis
judgment provided clear guidance; however, issues emerge regarding the quality and
uniformity of patent examination, some of which are dubious patents.
granted in defiance of Section 3(d).

3. Erosion of Transparency Requirements: The current changes aim to cut down on
disclosure. Requirements complicate the tracking of the effective working of patents,

whether medicines are available at affordable prices®'

. Natco case, some of its key data,
namely Form 27, will be heavily used, and therefore, this transparency will be essential in

the future mandatory disclosure license applications.

RECOMMENDATIONS FOR REFORM

o Streamline Compulsory licensing Processes: The government needs to simplify this
process of compulsory licensing to facilitate it more and make it faster, including by
reducing bureaucratic tediousness and making the license-granting standards clear’*. The
negotiation requirement must be flexible, with less time for the necessary tasks for
medicines.

e Reinforce Patent Examination Guidelines: The Patent Office should keep updating
examination policies, especially for pharmaceutical patents, to have similar use of
Section 3(d) and other standards of patentability.*** The case shows that it is necessary to
clarify the application of Section 3(d) to other types of pharmaceutical innovations.

e Restore Transparency Requirement: The government ought to revert new amendments

that diluted disclosure requirements, Form 27. The number of patents increased annually.

2% United Nations Development Programme, Guidelines for the Examination of Patent Applications relating to
Pharmaceuticals (2016), available at

https://hivlawcommission.org/wpcontent/uploads/2017/06/UNDP_patents final web.pdf

BU Has the Indian Patents Act Succeeded in Ensuring Access to Affordable Medicine, available at
B2 UNDP, Five Years into the Product Patent Regime: India’s Response (2010).

23 UNDP, Guidelines for the Examination of Patent Applications relating to Pharmaceuticals (2016).
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monitoring that patent utilisation is necessary and compulsory licence facilitation
necessitates information applications.**

e Use Public Sector Capacity: One of the main measures to enhance access to patented
medicines, not to violate TRIPS, would be to reawaken and put into use the capabilities
of the public sector pharmaceutical divisions to produce patented drugs to be supplied by
public health facilities on a no-profit basis*>.

e [Enforce Intense Price Control Systems: It is important that effective pricing is put in
place. A patented medication control system would be beneficial in order to make them
affordable. The government's Article 47 of the Constitution, the constitutive duty to
regulate drug prices, ought to be implemented, especially for necessary and life-saving

medicines.>*¢

CONCLUSION

India has built a patent system that gives benefits to the people. The patent system offers
incentives for drug development. The patent system follows the rules about patents. The patent
system also follows the Constitution’s duty to protect health. The patent system works to keep
medicines. I think the patent system tries to balance drug development with health needs. The
introduction of flexibilities allowed under TRIPS (Trade-Related Aspects of Intellectual Property
Rights), through Section 3(d) and the compulsory licensing framework, illustrates how
developing countries can implement patent policy that achieves both developmental goals and

public health needs consistent with international legal frameworks.

Significant judicial decisions ranging from Biswanath Prasad through more recent cases such as
Novozymes have affirmed that patents are not ends in themselves; they are tools used to further

advance innovation and help meet large-scale public interest goals. These cases have established

4 Has the Indian Patents Act Succeeded in Ensuring Access to Affordable Medicine, available at

25 UNDP, Five Years into the Product Patent Regime: India’s Response (2010).
36 The Constitution of India, art. 47.
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the following important principles: therapeutic efficacy is the basis for determining whether a
pharmaceutical derivative is eligible for patent protection; affordability and accessibility to
medicines must be taken into account when administering patents; and a nation’s health care
needs may take precedence over monopoly rights in instances where patents are not being

exploited by their holders to meet the reasonable requirements of society.

Nonetheless, there are still great challenges. The lack of exploitation of compulsory licensing, as
shown by the rejection of applications by BDR Pharmaceuticals and Lee Pharma cases despite
high pharmaceutical cost, undermining of transparency conditions, pressure of trade licensing,
lack of consistency in patent examination practices, and agreements, is all there to bring down
India's scrupulously balanced weighing. Ongoing monitoring, a strong enforcement of the
available protection, and opposition to any action that would weaken TRIPS flexibilities are
necessary to retain the dual nature of preserving India as a pharmaceutical centre and the
pharmacy of the developing world. The larger connotation of the patent strategy in India
stretches much beyond India. As India is a major supplier of affordable medicines in the world,
and the policies of the country have direct health consequences, performance in constructing
countries all over the world. Indian experience proves that TRIPS can be used as a policy space
to develop intellectual property in developing countries' systems, which are consistent with their
development requirements and duty to health. Ultimately, the future success of India's patent

system in balancing innovation and access will be based on sustained success.
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CHAPTER 7: PATENT DUE DILIGENCE AND IP VALUATION IN M&A
AND INVESTMENT TRANSACTIONS

BY SUPREET KAUR SETHI

INTRODUCTION

Innovation lies at the heart of our civilization. Everyday inventions ranging from a simple
streetlight to an air-conditioning system were once mere ideas that originated in the human mind.
These ideas, when documented, developed, and evaluated, gradually move from paper to
boardrooms, where the growing demands and the strategic decisions determine their
transformation into valuable assets. To ensure that innovation is protected and incentivized, legal
systems recognize such creations as intellectual property. Inventions, which form a crucial
category of intellectual property, are protected through patents®’. Once a patent is granted, the
inventor or the patentee acquires exclusive rights over the invention, enabling them to prevent
unauthorized use by third parties. Intellectual property law thus operates in a manner analogous
to rights over tangible property, in so far as it allows the owner to exclude others without
consent. Patent protection further enables the commercial exploitation of inventions, allowing
them to be developed into marketable products and monetized in response to societal and

industrial demands.

7 World Intellectual Property Organization, Innovation and Intellectual Property, World Intellectual Property Day

2017 (2017), WIPO, online: https://www.wipo.int/en/web/ipday/2017/innovation_and_intellectual_property (last
visited 23 Jan. 2026).
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In today’s time patents are not just valued and protected just to prevent unauthorized copying of
the invention but because they are greatly valued®® for the potential of the revenue that they will
generate and how they would give a competitive advantage over others. Giving protection to the
patent enables the innovators to commercialize their inventions and since they know that their
creations are safe they can think more freely and can roll out the product or invention more
freely. Also if a company has a strong patent portfolio on their side , it enhances its position in
the market by signaling that the company has technological strength and innovation capacity
which is very significant in today's world. As a result, patents play a pivotal role in attracting
investors, as legal protection and the exclusive rights reduces risk and increases the commercial

feasibility of the underlying technology.

Before entering into mergers, acquisitions, or investment arrangements it’s essential to carefully
assess the legal soundness and economic worth of patents in corporate transactions given how
significant their commercial value is in corporate transactions. Patent due diligence allows
parties to identify potential legal, technical, and commercial risks associated with patent assets,
while IP valuation assists in determining their contribution to the overall transaction value. These
processes play a very important role in informed decision-making and risk allocation. This
chapter examines the importance of patent due diligence and IP valuation in the context of
mergers, acquisitions, and investment transactions, with a focus on their legal and commercial

implications.

UNDERSTANDING PATENT DUE DILIGENCE

Patent due diligence refers to an orderly and complete examination of patent assets undertaken,
just to evaluate their legal validity, ownership, enforceability, and associated risks, particularly
in the context of mergers, acquisitions, and investment transactions*’. The scope of patent due

diligence goes beyond just confirming the existence of patents, it specifically involves verifying

28 Mustafa Cakir, “The Anatomy of a Valuable Patent” (15 Feb. 2024), IP Business Academy, online:
https://ipbusinessacademy.org/the-anatomy-of-a-valuable-patent (last visited 23 Jan. 2026).
29 R. K. Dewan & Co., “IP Due Diligence in India: Key Process Guide” (Oct. 6, 2025), R. K. Dewan & Co. Blogs,

online: RK Dewan Wmmﬁb@sﬂpﬂﬂﬂmm@aﬁ (last visited Jan. 23, 2026).
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clear title and lawful ownership, including assignments and inventorship, as disputes relating to
ownership can significantly affect what would be the outcome of transactions. The Hon’ble
Supreme Court time and again has emphasized the importance of assessing patent validity and
enforceability and if we look at the case of Bishwanath Prasad Radhey Shyam v. Hindustan
Metal Industries (1979)**, wherein the Hon’ble court highlighted the fact that “patents lacking
novelty or inventive step are vulnerable to invalidation”. Due diligence also seeks to identify
potential infringement risks in future and exposure to third-party claims, which may arise either
from existing litigation or from freedom-to-operate concerns, as was seen in the case of F.
Hoffmann-La Roche Ltd. v. Cipla Ltd. (2008). In addition to all of this, patent rights gained more
prominence in technology-driven industries for example if we talk about the case of Novartis AG
v. Union of India (2013)**' ,where the Court underscored the need for strict scrutiny of patent
claims. So, patent due diligence serves as an important risk-assessment mechanism, allowing
transaction parties to make informed decisions regarding valuation, deal structuring, and

allocation of liabilities before any big step.

Important Elements of Due Diligence

Patent due diligence majorly involves a complete and thorough examination of the legal,
technical, and marketable sides of patent assets to assess their reliability and value in
transactions. Since patents regularly represent a major part of the assets in mergers, acquisitions,
and investment agreements, it is crucial to conduct a detailed review of their important aspects.
The main elements of patent due diligence include verifying ownership and title, assessing
validity and enforceability, evaluating the scope and strength of claims, identifying infringement
risks, and ensuring regulatory compliance. Each of these factors impacts the transaction’s risk

outline and the strategic choices made by the parties involved.**

Validity and Enforceability

0 Biswanath Prasad Radhey Shyam v. Hindustan Metal Industries, (1979) 2 SCC 511 (India)

2! Novartis AG v. Union of India & Ors., (2013) 6 SCC 1 (India).

2 The Patent Playbook, “The Crucial Role of Patent Due Diligence in Mergers & Acquisitions: Spotting Patent
Litigation Risks Before Closing a Deal” (Apr. 2025), The Patent Playbook, online: The Patent Playbook
https://www.thepatentplaybook.com/2025/04/the-crucial-role-of-patent-due-diligence-in-mergers-acquisitions-spotti

ng-patent-litigation-risks-before-closing-a-deal/ (last visited Jan. 23, 2026).
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Validity and enforceability are key components of patent due diligence. The relevance of a patent
in a commercial sense is closely related to its enforceability. This is because if either revocation
or invalidation of it is possible, it can create significant risks of annulment during transactions,
through which it may result in devaluation of the whole business. As a result, due diligence
involves analysis of whether it complies with various statutory requirements related to novelty,
inventive step, and industrial applicability. Indian courts have repeatedly clarified that the grant
of patent rights is not accorded an absolute presumption of validity. In the case of Bishwanath
Prasad Radhey Shyam vs. Hindustan Metal Industries (1979) 2 SCC 511)**, the Supreme Court
of India stated that the validity of a patent can be questioned on the grounds of novelty and
inventive step, despite the patent having been granted. In this case, the Supreme Court of India
clarified that the grant of a patent is not the guarantee of its validity and that the validity of the
patent is also to be tested at the time of infringement and revocation actions. This case highlights
the importance of testing the validity of patents at the time of due diligence to avoid acquiring

weak assets.

Compliance with the procedural and statutory requirements further enforces the enforceability. In
Novartis AG v. Union of India ((2013) 6 SCC 1)**strict thresholds within which patent
protection could be granted in India, particularly in the context of pharmaceutical inventions,
were reiterated by the Supreme Court. It explained that incremental inventions are not
necessarily entitled to patent protection under Section 3(d) of the Patents Act, 1970, in case of
lack of proper enhanced therapeutic efficacy. This in turn carries great legal and financial
ramifications in the field of patent due diligence, particularly when secondary patents make up a

large corpus of intellectual property protection for an entity.

Additionally, patent due diligence will consider pending or possible challenges to validity,
including pre-grant and post-grant oppositions under the Patents Act, 1970, and revocation
proceedings. The existence of such challenges can materially affect transaction valuation and
often influences the scope of representations, warranties, and indemnities negotiated between
parties. In practice, substantive validity and procedural compliance must be assessed in a
combined manner to ensure that the patent rights will be enforceable and commercially reliable

after the completion of the transaction.

¥ Biswanath Prasad Radhey Shyam v. Hindustan Metal Industries, (1979) 2 SCC 511 (India)
24 Novartis AG v. Union of India & Ors., (2013) 6 SCC 1 (India).
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Scope and Strength of Patent Claims*

The scope and strength of the patent claims determine the commercial and strategic value of a
patent. Patent claims set the legal boundaries of protection, and breadth has a direct consequence
on how much competitors can be excluded from using an invention. A patent whose claims are
narrowly drafted may give low protection, with competitors able to design around the invention,
while overly broad claims may be subject to invalidation. Patent due diligence, therefore,
involves carefully examining claim construction and clarity, including how well those claims
match up with the disclosed invention. Judicial interpretation has, time and over, stressed that the
claims have to be construed in the light of specification and yet precision and certainty are to be
maintained. In F. Hoffmann-La Roche Ltd. v. Cipla Ltd. (2015)**, Delhi High Court entered into
an elaborate analysis of the scope of the claims while deciding the issue of infringement and

validity of a pharmaceutical patent.

The other essential thought in claim evaluation is the remaining term of patent protection. As
patents are granted for a temporary period of time only, the remaining term of a patent has a
great impact on patent evaluation and transactions. This is because a patent whose term is
nearing expiry, may have less future benefit in an income statement, as compared to a patent
whose term has a long life. This is an essential consideration in patent due diligence as it looks at
the date of filing and grant along with any extensions. The scope of jurisdiction matters in
determining the strength of patent claims, especially in cross-border transactions. This is due to
the territorial nature of patent rights; this means that patent protection in one jurisdiction does not
necessarily apply in other countries. The case of Telefonaktiebolaget LM Ericsson v. Intex
Technologies (India) Ltd. in 2015*7 saw the Delhi High Court appreciate the territorial nature of
patent rights while looking into the matters of patent infringement and licensing in the
telecommunication sector. The implications are thus that the territorial scope of patent rights
should be evaluated in determining the strength of patent rights and the resultant market power in

the patent portfolio.

Infringement and Litigation Risks

%> Gurjinder Rana, “Patent Strength: All You Need to Know” (2025), XLSCOUT Blog, online:
https://xlscout.ai/all-you-need-to-know-about-patent-strength/ (last visited 23 Jan. 2026).

% F. Hoffmann-La Roche Ltd. & Anr. v. Cipla Ltd., 2008 37 PTC 71 (Del.) (Delhi High Court).
247 Telefonaktiebolaget LM Ericsson v. Micromax Informatics Ltd., 2013 SCC OnLine Del 2035 (India).
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Another critical aspect of patent due diligence is infringement and litigation risk. Even if a patent
is valid and enforceable, it may still present substantial risks during transactions if it is already
involved in pending litigation or if it is being used in any manner likely to cause litigation. As a
result, due diligence must assess risks posed by pending litigation as well as risks of future
litigation arising out of the manufacture, use, and/or sale of products driven by patented
technology.”*® It was repeated in various court rulings that patents are necessarily exclusionary
and are often disputed, especially in sectors that are technology-driven. Ruling in the famous
case of Enercon (India) Ltd. v. Aloys Wobben in the year 2013%*°, the Hon’ble Supreme Court of
India evaluated several revocation suits and intellectual property infringement suits for patents in
the wind energy sector. Thus, the litigation risks have considerable implications in shaping

timelines, valuation, and risk allocation in mergers and acquisitions, and investment treaties.

Patent due diligence also entails Freedom to Operate (FTO) analysis®® to evaluate the
infringement of third-party patents during the commercialization of the invention. In contrast to
validity analysis, FTO analysis centers on the legal use of the invention or process to avoid
infringing third-party patents despite the entity possessing its own patents. The relevance of FTO
analysis cannot be underestimated globally. An adequate FTO analysis is confirmed to be a
fundamental risk-management mechanism in technology transaction cases. Inadequate FTO
analysis could lead to costly litigation to settle the infringement of patents, injunctions to halt the
process or production of the invention, and mandatory licensing after the occurrence of the
technology transaction. At the same time, existing or past licensing deals, cross-license deals,
and standard essential patent (SEP) commitments also require consideration. In a case dealing
with patent licensing commitments associated with SEPs and FRAND terms, such as
Telefonaktiebolaget LM Ericsson v. Micromax Informatics Ltd. (2013) it has been shown that

unresolved and unclear patent licensing commitments also impact patent value.

2% Bao Tran, “Assessmg Patent Infrmgement RlSkS Durmg Mergers and Acqulsltlons" (11 Dec. 2025) PatentPC
Blog, online: https://pa e
visited 23 Jan. 2026).

¥ Enercon (India) Ltd. v. Aloys Wobben, (2013) 5 SCC I (India).

20 Drug Patent Watch, “Navigating the Intellectual Property Minefield: A Strategic Guide to Mitigating Patent
Litigation Risks in M&A Due Diligence” (2025), Drug Patent Watch Blog, online: DrugPatentWatch

htt s.//www.dru atentwatch.com/blo /nav1 ating-the-intellectual-property-minefield-a-strategic-guide-to-mitigatin

WAN7XY4]aW (last Vlslted Jan 23 2026)
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Regulatory and Compliance Issues

The aspect of compliance and regulation is an important part of patent due diligence because
failure to comply with legal requirements can hit the enforceability and value of a patent right. In
India, there is legislation known as The Patents Act, 1970. The act requires certain obligations to
be fulfilled by persons owning a patent even if they acquire exclusive rights. The exercise of due
diligence must check if persons with a patent are satisfied with legal provisions concerning
working requirements. One of the most critical compliance requirements in Indian patent law is
the disclosure regarding the working of patents as provided by Section 146 of the Patents Act, as
read with Rule 131 of the Patents Rules, 2003. The patentees must submit a statement regarding
the working of the patented invention in India. Failure to submit such statements may result in
penalties and also be considered in the process of compulsory licensing. In the case of Natco
Pharma Ltd. v. Bayer Corporation (2013)*'Although it mainly relates to compulsory licensing,
in arriving at a decision regarding compulsory licensing, it was held by the Controller of Patents

that inadequate working of the patent in India is also a relevant consideration.

Further, there is a need to conduct a due diligence inquiry into whether all such fees for renewal
and maintenance have been paid. This has been held to produce a possible revocation of patents
in cases of default of payments, which defeats the very essence of a patent's commercial utility.
Also under regulatory oversight, there lies a need to monitor Section 8 of the Patents Act, as it
pertains to complying with disclosures pertaining to foreign filings. In “Chemtura Corporation v.
Union of India” (2009)*?, it was held in a Delhi High Court case that it was vital to comply with
Section 8, as attempts to conceal information relating to foreign pending applications may lead to
revocation of a patent. Besides, the aspect of regulation compliance becomes even more
important in cross-border transactions, especially when patents are prone to varying national
laws. The guidelines provided by the World Intellectual Property Organization (WIPO) have
pointed out the need for consideration of jurisdiction-wise regulation compliance in the process

of intellectual property due diligence.

Z'Bayer Corporation v. Natco Pharma Ltd. & Ors., OA/35/2012/PT/MUM, Intellectual Property Appellate Board
(Chennai), 4 Mar. 2013 (India).

2 Chemtura Corporation v. Union of India, 2009 41 PTC 260 (India).
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IP VALUATION IN M&A AND INVESTMENT TRANSACTIONS

While patent due diligence is concerned about the legal and risk implications of patent assets, IP
valuation takes into consideration the economic value of patent assets within the context of the
proposed deal. In the case of mergers and acquisitions, and investment deals, often the bulk of
the value of the enterprise is invested in the patents. This is even more so in technology-based
sectors. A sound valuation of the patent assets is therefore of prime importance. In this case,
while physical capital would acquire value based on physical properties alone, the patent would
acquire such based on future economic advantages it would generate in the market**. Though it
may have varying considerations in determining their worth in the market, these include market
demand levels, appropriateness of technological advances, future period of protection,
enforceability of intellectual properties, in addition to their exclusivity in the market. Again,
international bodies such as the World Intellectual Property Organization as well as the
Organization for Economic Co-operation Development have reiterated the need for intellectual

properties in determining business valuations in knowledge-based economies.
Meaning and Importance of IP Valuation

IP Valuation denotes the estimation of IP asset value for specific purposes such as investment
and acquisition. In regard to M&As and investment transactions, [P Valuation plays various roles
such as setting a purchase price and return on investment. Lack of IP Valuation might cause poor
investment results and litigation costs due to inaccurate purchase and investment prices. The IP
Valuation chapter aims to enrich readers’ knowledge with IT concepts and aids in understanding
IP Valuation software and its applications. It has been recognized by judicial and regulatory
bodies that intellectual properties have economic values in the evaluation of corporations. In the
case of Vodafone International Holdings BV v. Union of India (2012)***, while discussing the tax
implications of cross-border transactions, the Supreme Court of India identified that intangible

properties, such as intellectual properties, can be a substantial part of the enterprise. Though this

253 Vaibhav Sharma & Bharat Rakesh Bhardwaj, “Intellectual Property Management in Mergers and Acquisitions”
(2024), IP Bulletin Vol V, Issue I, 35-49, online:

s-by- Valbhav Sharma- Bharat Rakesh-Bhardwaj.pdf (last V1s1ted 23 Jan. 2026)
2% Vodafone International Holdings BV v. Union of India, (2012) 6 SCC 613 (India).
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case is not exclusively based on patents, this shows that intangible properties are decisive in
determining transaction values. It is from this investment perspective that patents often serve as a
signal of technological capability and innovation potential, coupled with market exclusivity.
Both venture capital and private equity investors use patent valuation intensively to determine
the scalability and commercial feasibility of an emerging technology. In fact, WIPO's Guidelines

on Intellectual Property Valuation®’

identified the legally protected and commercially relevant
patent as a reducer of uncertainty and enhancer of investor confidence by granting enforceable
exclusivity over future streams of revenue. In short, IP valuation operates not just as a financial

exercise but as a strategic assessment of long-term competitive advantage for a firm***
Common Methods of Patent Valuation

Because patents are intangible and future-oriented, no one method applies to every valuation
situation. Rather, valuations are executed using various methodologies accepted and appropriate
for the type of transaction at hand, stage in commercialization, and completeness of the financial
data available. According to international valuation standards and guidance by WIPO and the
OECD, the methods to value a patent can broadly be divided into three groups: cost-based

approaches, market-based approaches, and income-based approaches.

A) In the cost-based approach, the patent is valued based on the expenses expended to create
the invention in terms of research costs, development costs, testing costs, and other
professional charges. Although this is quite simple in concept, it has been widely
criticized for ignoring the future revenue-earning capability of the patent itself. In this
aspect, it has been highlighted in the OECD report titled ‘Supporting Investment in
Knowledge Capital’®’ that the past cost of the patent does not measure up to the market

255 World Intellectual Property Organization, Intellectual Property Valuation Basics for Technology Transfer
Professionals (2025) WIPO, onhne
Wi /web-publi

en/index. html (last visited 23 Jan. 2026).

26§ S. Rana & Co. Advocates, “Securing the Deal: The Power of IP Due Diligence in M&A Transactions” (Feb. 14,
2025), Mondagq, online: Mondaq
https://www.mondag.com/india/corporate-and-company-law/1584154/securing-the-deal-the-power-of-ip-due-diligen

ce-in-ma-transactions (last visited Jan. 23, 2026). mondaq.com

7 Organisation for Economic Co-operation and Development, Supporting Investment in Knowledge Capital,
Growth and Innovation (2013), OECD Publishing, online:
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worth of innovative assets in many cases when there is technological innovation or
market demand.

B) In the market-based approach, the value of a patent is ascertained by comparing it to
other similar patent sales within the market. This approach works on the assumption that
there is comparable data available within the market. This is, however, often not the case
as IP sales are often considered confidential. In instances where there is reliable data, it is
often realistic to determine through the market approach what the patent is worth based
on its relevant market.

C) The income-based valuation method is currently the most popular in M&A transactions
and investments. This type of valuation calculates patents based on the present value of
future income streams generated as a result of the invention protected by a patent. In
income-based valuation, methods like discounted cash flow valuation, Relief from
Royalty, among others, are used. The income-based valuation method has been identified
by WIPO as a valuation technique that works best when patents are put into actual use or
when predictable income streams need to be generated. This technique fits investor's
requirements very well because it focuses on income streams generated from commercial

use.
Factors Influencing Patent Valuation in Transactions

The factoring of patent values in mergers, acquisitions, or investments has been impacted by a
number of factors. In a sense, because patents are intangible property, unlike airplanes, factories,
or such pieces of property, patents have no intrinsic value. In fact, it has been noticed that patents
derive their values from the scope of possible future economic advantage attainable under legally
enforceable terms. One of the most important consideration factors in the process of patent
valuation is the resilience and enforceability of the patent. This is because the uncertainty
associated with revocation, opposition, or infringement will reduce the patent's economic
certainty. According to the World Intellectual Property Organization's Guidelines on Intellectual
Property Valuation, "Enforceable exclusivity is the key to the economic value of patent rights

because the inability to exclude others from using the patented innovation due to lack of

https://www.oecd.org/sti/inno/supporting-investment-in-knowledge-capital-growth-and-innovation-9789264193307.
htm (last visited 23 Jan. 2026).
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protection will reduce the ability to appropriate economic returns®®." This means that the results

achieved in patent due diligence may have a direct impact on the outcome of the process.

The remaining lifetime of patents is another important factor that needs to be taken into
consideration. As patents are granted for a certain lifetime, their value will diminish over time as
the time left to expire reduces, especially in sectors that have relatively short product cycles.
With a patent that has a longer future lifetime, the opportunities that can be tapped into are
greater, and that's why it needs to be highly valued. On the other hand, there are patents that are
close to the end of their lifetime and are placed into value for their short-term revenues and

strategic purposes.

Market conditions and the relevance to commerce of the patented technology are also an
important factor. The importance of the patent is inherently linked to the demand for the
technology and its relevance to present or future market needs. Patents on technologies related to
markets driven by regulation or emerging markets, like renewable energy or pharmaceuticals,
tend to command higher patent values. This is because the OECD has found patents to derive
economic value not only from the invention but from the ability to effectively integrate the

invention into a viable business model.

Additionally, territorial reach and geographical scope are factors in patent valuation in
cross-border deals. Being that patent rights are territorial in nature, protection in important
commercial jurisdictions increases the value of the patent portfolio. A patent which is protected
in geographically limited markets may provide limited upside in terms of revenue, whereas.
patent protection on an international level may increase negotiating power in the event of patent
licensing. Therefore, patent valuation needs to factor in the geographical reach the patent

protection corresponds to and the target market of the transacting enterprise.
Role Of Patent Due Diligence And Valuation In Transactions

Patent due diligence and intellectual property valuation are critical in structuring, negotiating,

and implementing mergers, acquisitions, and investment transactions. It is important to

28 World Intellectual Property Organization, Intellectual Property Valuation Basics for Technology Transfer
Professmnals (2025) WIPO, onhne

smﬁnd&&hmﬂ (last VlSlted 23 Jan. 2026).
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appreciate that in knowledge-intensive sectors, patents are frequently the heart of business, rather
than collateral considerations. It is therefore significant that results of due diligence analysis and
results of patent valuation exercises assume pivotal proportions in shaping transactions. Due
diligence analysis allows for assessments of risk and opportunity before any investment of

capital.

INVOLVEMENT IN MERGERS AND ACQUISITIONS

In connection with acquisition transactions, patent due diligence is utilized as a risk management
tool in pointing out validity issues related to title, infringement, and non-compliance issues
regarding patents. The identified aspects are important considerations in determining whether or
not the acquired IP indeed underlies the valuation scheme of the target firm. When patents play
an important role regarding acquisitions, including, but not limited to, biotechnology and
manufacturing industries, validity issues may cause renegotiation of transactions, restructuring,

or even abandoning acquisition transactions.

Also, patent valuation is somewhat complementary in relation to the impact on the Purchase
Price, which in turn takes into consideration the factors of uncertainties in respect of
enforceability and short shelf life identified in due diligence. It is common practice that if there
are uncertainties in respect of enforceability and short shelf life identified in due diligence, such
factors are taken into consideration in adjusting the purchase price. This is in line with best
M&A practices across the globe, including the guidance provided by international organizations
such as WIPO, which calls for the alignment of IP valuation with the purchase price. The
representation and warranties under the acquisition agreement are predominately influenced by
the outcome of patent due diligence. In general, the seller is required to make warranties as to the
validity of ownership, the lack of any unresolved litigation, and compliance with the applicable
laws on patents. If the results of the due diligence reveal higher risks, the buyer may engage in
negotiations to seek wider indemnification terms. Courts in India specifically have upheld the
allocation of risk in the contractual agreement for commercial transactions involving the

representation and warranties.
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ROLE IN INVESTMENT TRANSACTIONS

In investment transactions, such as venture capital and private equity investments, patent due
diligence and valuation have a prospective role. This is because, in contrast to acquisitions where
control is given and acquired, in investment transactions, scalability and defensibility are
considered with regard to patented technologies. The role of patent due diligence in investment
transactions is to allow individuals to analyze if a firm has legally valid and useful patent rights.
Valuation takes on even more importance in equity investment pricing. The patent valuation
process is used as an assessment aid for the future revenues generated through the patent. WIPO
has stated that patent portfolios are used as strong signals that show technological capability in
innovation, which create confidence in the investors. Therefore, patents are one of the main
determinants that have an effect on pre-money valuation, dilution, and returns in the investment

process.

Patent due diligence has implications on the formulation of protective provisions within
investments, including liquidation preference, anti-dilution protection, and milestone funding.
When areas of potential risk are detected concerning patents, including the presence of
oppositions in progress and the scope of jurisdiction, investors are likely to have more stringent
terms as a contingency measure. This is in line with global best practices within investments,

having in mind the recognition and valuing of patents within the realm of financial assets.

OBSTACLES IN PATENT DUE DILIGENCE AND VALUATION*¥

Although patent due diligence and valuations are critical in corporate transactions, there are

challenges associated with the process. This is because patents are intangible, thus making the

% Intepat IP, “Risk and Reward: Role of IP Due Diligence in Mergers and Acquisitions” (15 Jun. 2025), Intepat
Blog, online: https://www.intepat.com/blog/risk-and-reward-role-of-ip-due-dilligence-in-mergers-and-acquisitions
(last visited 23 Jan. 2026).
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process difficult in arriving at precise conclusions. This is particularly the case in corporate
transactions. As such, there might be contradictions in the opinions of the two parties in

corporate transactions due to the challenges associated with patent due diligence.

One of the main difficulties with patents is the subjective nature of valuation. Patents cannot be
valued like physical properties because there is no clear market price for them. Valuations are
highly dependent on certain assumptions about future revenues and the relevance of the patents
in the future. According to the OECD, the valuation of IP is highly prospective and influenced by
changes in the economic and competitive climate. Small changes in the assumption about growth
rates or adoption rates can cause large differences in the valuation results, making

price-bargaining difficult.

The next challenge that can be cited as an impediment to IP diligence is information
asymmetry/incomplete disclosure. The sellers or the investee entities can have superior
knowledge about the limitations and risks involved in the patented technology from a
technological standpoint. Certain risks that cannot be identified during IP diligence might only
surface after the transaction has been carried out. As noted by WIPO, confidentiality restrictions
and a lack of proprietary technical information can limit IP review prior to the transaction,
especially in early-stage investment transactions. Cross-border patenting portfolios add another
layer of complexity in terms of the territorial nature of patents. This is due to the differences in
the criteria of patentability, enforcement, and regulations among countries, thereby creating
complexities in the due diligence and valuation process. For example, if a patent is valid in one
country but its validity gets disputed in another, then the strategic use of this patent gets
impacted. International best practices, provided by WIPO, mandate country-wise analysis, which

again impacts the cost and time of transactions.

Additionally, the fast pace of technological change makes it harder to accurately value patents
because, in most fast-paced industries like software, telecommunication, and biotechnology, the
invention turns obsolete before its patenting period runs out. The OECD has emphasized that
technological change tends to run faster than the life span of intellectual property, making it very

difficult to foresee future returns®®. From the Indian perspective, the uncertainties of enforcing

2% Organisation for Economic Co-operation and Development, New Sources of Growth: Knowledge-Based Capital

(2007), OECD Publishing, online: https://www.oecd.org/sti/37900814.pdf (last visited 23 Jan. 2026).
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patents and delays in the procedural process may impact patent valuation exercised in India.
Although the courts in India have built substantial jurisprudence in patent cases, there may be

uncertainties in enforcing the timelines of patent litigation in India.

CONCLUSION AND WAY FORWARD

In today’s mergers and acquisitions and investment transactions, patents have matured from
being a tool for exclusion under law to a valuable tool for influencing the value of businesses.
With innovation becoming a key driver for businesses, patent due diligence has become a
necessary tool for all stakeholders involved in a transaction with a focus on determining legal

certainty and economic potential for future success.

The due diligence on patents works towards ensuring that patent rights are legally strong,
enforceable, and free from defects. On another front, IP valuation is essentially translating legal
rights into their economic facets by determining their role in future revenue creation. The
complementarity between the two aspects becomes even more obvious in knowledge-related
industries because it is in these sectors that transaction success is heavily dependent on their
patent portfolios. However, as illustrated in this chapter, there are still difficulties in carrying out
patent due diligence and valuations. These include subjective valuations, complexity of
regulations, inconsistencies in cross-border regulations, and technological advancements. These
challenges underscore the need to adopt an interdisciplinary approach in carrying out patent due

diligence and valuations.

Going forward, the increasing complexity of corporate transactions and the rising importance of
intellectual properties require higher degrees of standardization and transparency in IP valuation.
The challenge of increasing complexity requires significant inputs from policymakers, judicial
institutions, and global bodies such as WIPO and OECD in establishing higher degrees of
guidelines and best approaches. For lawyers and investors, building higher degrees of expert
knowledge on patent due diligence and valuation will become critical in dealing with an

increasingly complex world of innovation-based transactions.
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CHAPTER 8: PATENT PROTECTION IN BIOTECHNOLOGY,
PHARMACEUTICALS AND DIGITAL TECHNOLOGIES

BY SUBHRANSH CHANDEL

INTRODUCTION

Some of the most patent-sensitive areas of innovation in the modern knowledge based economy
would include biotechnology, pharmaceuticals, and digital technologies. The research and
development costs of innovating in such areas are great, the gestation lag is long, and the

26! However, when these ideas are

likelihood that failure precedes commercial success is great
exposed or imported to market, competitors are found imitating them very fast and at a very low
cost. Patent protection is significant in this scenario as a legal mechanism that can be used to

conserve innovation, recover costs and continue research.?®

Besides having economic importance, patents in these areas are associated with complex legal
and ethical challenges. In biotechnology, where natural biological materials or processes are
often used as an innovation, it is even more crucial to consider the fact that the patent law is
usually designed to protect innovations instead of only discoveries of natural phenomena.
*®Thus, it is still difficult to prove the adequate level of human creativity to transform a
discovery into a patented invention. It is also quite clear that what can be patented is restricted by
a number of legal systems. Protection of patents often denies matters such as naturally occurring

DNA, plants and animals, medical procedures and abstract ideas. These limits render patenting

261 Fritz Machlup, An Economic Review of the Patent System 23-27 (United States Government Printing Office,
Washington DC, 1958).

262W. Cornish, D. Llewelyn & T. Aplin, Intellectual Property: Patents, Copyright, Trade Marks and Allied Rights
11-15 (Sweet & Maxwell, London, 8th edn., 2013).

263 Diamond v. Chakrabarty, 447 U.S. 303 (1980).

-99.



extremely challenging in such areas as biotechnology and digital technology in which inventions
often do intersect with natural processes or abstract computational concepts.”** It becomes even
more problematic in case of Al-related and software-centric inventions, as the nature of the
innovation may be obscure in terms of whether it is a true technical invention or an abstract idea

(like a computer program) that is put capital on technology.

These industries have additional patent protection complications because the ethical and social
situations are also at stake. Patenting life forms, genetically modified organisms or valuable
medicines brings into concern serious concerns on how life is commercialised, the possible
implications on the environment and the availability of affordable medicine to the population.*®
In the current digital environment, no-shows of challenges associated with ownership of
Al-generated inventions and control of data-driven technologies raise serious ambiguity in the
legal sphere. These issues are compounded with procedural barriers, such as extremely technical
patent tests, massive delays in grants, and opposition that add both costs and uncertainty to
innovators.”® Such vulnerability of biotechnology, pharmaceutical and digital technologies to
patent safeguarding is caused by the importance of high value of the interdependence of
scientific development, legal provisions, economic assessments and ethics. The purpose of this
chapter is to discuss how patent law addresses such dilemmas and whether the current legal
systems can facilitate a reasonable balance between promoting innovation and protecting more

general goals of the greater good in comparison with experiences of other jurisdictions.

STRUCTURES OF PATENT LAW AND INTERNATIONAL
ARCHITECTURE

The risks associated with patent protection have been discussed above.

Rationale of Patent Protection

264 Association for Molecular Pathology v. Myriad Genetics Inc., 569 U.S. 576 (2013)

265 5. World Health Organization, Public Health, Innovation and Intellectual Property Rights 31-34 (WHO, Geneva,
2000).

266 Shamnad Basheer & Prashant Reddy, Modernising Indian Patent Law 178-181 (Oxford University Press, New
Delhi, 2015).
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The need to make a huge investment in terms of resources in the form of skill, time and money is

usually one of the reasons why Patent Protection is deserved.

Innovation, especially in the knowledge-based industries, entails the heavy investment of
resources, and it is thus understandable why it is usually right to safeguard Patent Protection.
Without the legal protection, innovators will have no incentive to reveal their inventions since
their competitors can easily imitate the final product without investing the same resources in the
research and development. The patent law seeks to consider this issue by giving the investors a
specified term within which they have the opportunity of only commercializing their invention as
well as the money spent in the production of the invention. **’ This monopoly in the short term is
not meant to be a prize in itself, but rather an incentive to get more inventors to innovate and

develop technology. 2%

Meanwhile, the time frame of patent protection is closely connected with the concept of
disclosure. The inventor is obligated to completely disclose the innovation in exchange of
exclusive rights so that it could be replicated by other professionals in the field upon expiry of
the patent.*®® This requirement continues to promote the research and technology as a whole by
facilitating the ultimate passing of knowledge forward to the general population. Consequently,
patent law seeks to balance between the realm of the public and that of the private by banning

concealment along with granting narrow exclusivity.?”

The use of monopoly rights generates more issues of market competition and the access by the
people. Patents that are too broad or poor can help to limit follow-on innovation and entrap
entrants, especially in industries where the innovation is based on building on previous
knowledge. Secondarily, any patent system has substantive conditions to be met to grant a patent
(exclusively novelty, inventive step and suitability as subject matter, etc.) to keep only true and

socially useful inventions under protection. Patent reasoning is therefore not that of absolute

267 The Patents Act, 1970 (Act 39 of 1970), s. 48.

268 I ionel Bently & Brad Sherman, Intellectual Property Law 350-352 (Oxford University Press, Oxford, 4th edn.,
2014).

26 The Patents Act, 1970 (Act 39 of 1970), s. 10(4)

1 Bishwanath Prasad Radhey Shyam v. Hindustan Metal Industries, AIR 1982 SC 1444,
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exclusivity, but in discretely struck rights that will encourage innovation, but in limited amounts

that will limit the negative impact on competition and the people's interest.

Patent Architecture in International Patents

The current concept of patent protection exists in an international legal system that focuses on
achieving higher rates of harmonisation and country regulatory freedom. Instead of international
uniformity in a global patent law, the foreign countries are bound by international agreements to
set minimum standards, leaving the states with the capacity to prepare the salary of patent
protection according to their national economic, social and developmental interests. This system
is instrumental in defining the manner in which patent rights are fostered, understood and applied

in different jurisdictions.

The international patent regime is based on the Agreement on Trade-Related Aspects of
Intellectual Property Rights (TRIPS). TRIPS requests the member states to make patents to
inventions in every area of technology (under the circumstances of novelty, inventive proceeds
and applicability to industrialization). Simultaneously, the agreement does not stipulate the same
patent laws. It acknowledges the privilege of member nations to take actions to secure the goals
of the public interest such as public health and technology advancement. As a consequence,
although TRIPS facilitates a bare-boned enablement of patent-protection, it equally leaves
enough latitude to allow states to organize their patent systems to suit their domestic

requirements and interests.

Besides these standards, the international patent system is also offering a procedural framework
to ease the patent application in a number of countries. Inventors can use the Patent Cooperation
Treaty (PCT) whereby a single patent application in any of the participating jurisdictions can be
followed. Notably, the PCT does not provide an international patent and neither does it establish
whether a patent is valid or not. Such decisions on grant, scope and enforcement are retained to

national patent offices. The primary action which the PCT performs is acting as a facilitative
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device by minimizing the hectic process, like duplication, deferring costs and adding the
information that assists the applicants in establishing the strength of its inventions. The other
significant global agreement to the system is the Budapest Treaty dealing with disclosure of
inventions with biological material. Where a descriptive text falls short such as in the case of
microorganisms or other biological samples, the Treaty allows investors to submit the material to
one of the recognised international depositories (in India) including Microbial Type Culture
Collection (MTCC) in Chandigarh, the International Depository Authority (IDA) under the
Budapest treaty. One deposit is considered as a sufficient disclosure in all the member states.
This is a critical process to the invention of biotechnology since it does ensure that the

requirements of disclosure are met without reducing the patentability requirements.*”!

Patentability Thresholds

Not all new ideas and developments are patented according to the law. To curtail unfair
monopolies, as well as to provide patent rights to the only true innovations, various jurisdictions
apply some thresholds on the patent systems that an invention meets.?’? Such requirements are a
balancing system, as it would assure that there is a balancing system to the patent system,
making sure that there is a balance between the incentives by the individuals and the larger
interest of the people. The former and among the most fundamental needs is novelty. An
invention should also be new in that it should never be an addition to the existing body of
knowledge. Instances of publicity of the invention before the general audience can ruin novelty.
2BThis condition is necessary to make sure that the protection of the patents is not given to the

already existing innovations instead of the information that was already in the open market.

Besides novelty, an invention should incorporate an inventive step meaning that an invention
should not be obvious to a person with knowledge on the area of expertise. Sort of better, change
or innovations are not usually adequate. Creative step requirement is essential in inhibiting

granting of patents over trivial inventions that do not have any significant contribution to

7! Budapest Treaty on the International Recognition of the Deposit of Microorganisms, 1977, arts. 3 & 7.
272 The Patents Act, 1970 (Act 39 of 1970), ss. 2(1)(j), 2(1)(ja).
213 Bishwanath Prasad Radhey Shyam v. Hindustan Metal Industries, AIR 1982 SC 1444,
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technology. There is also the patent law which restricts the subject matter that can be patented.
Some types are generally not to be patented, e.g. natural phenomena, abstract concepts, and ways
of medical treatment. The purpose of these removals is to halt monopolisation of basic
knowledge and a way of making sure that the basic principles of science and use of abstract

concepts do not lie in the hands of the majority.

EFFECTS OF PATENT PROTECTION ON BIOTECHNOLOGY

Biotechnological Inventions Nature

Biotechnological inventions are of particular concern to patent law since they are inextricably
linked with living organisms and the process of nature biology. Biotechnology may be used in a
medical or agricultural or industrial way unlike traditional inventions in which there are
machines or manufactured products at play. Although these inventions cannot be denied to the
work of humans and the skill of research, they are being built out of materials and these materials
are naturally available in nature thus making them sensitive legally and ethically to patenting.”’
Among the various aspects of biotechnological inventions is the fact that they center around the
matter that can be encompassed by self-replication and variation (like DNA). This poses a
problem in terms of establishing limits of an invention and scope of rights to be assigned to a
patent holder. *”*There are also numerous ethical and social issues in biotechnology that one
would not often likely encounter elsewhere in the field of innovations. The patenting of genes,
microorganisms, or biological processes, also tend to bring up the idea of ownership of life and
the extent to which natural resources ought to be privatized and monopolized. Moreover,
biotechnological research is a highly binding type of research since new developments often
build upon the prior biological knowledge. This renders it hard to create a boundary between
something out of an invention on the one hand and a mere discovery of natural phenomena on

the other.”’® On this basis, the patent law is more careful of the biotechnological inventions. Even

7 Diamond v. Chakrabarty, 447 U.S. 303, 309-310 (1980).

275 Rebecca S. Eisenberg, “Patents and the Progress of Science: Exclusive Rights and Experimental Use” 56
University of Chicago Law Review 1017, 1024—1026 (1989).

276 Association for Molecular Pathology v. Myriad Genetics Inc., 569 U.S. 576, 589-590 (2013).
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though patent protection is important in enhancing research and investment in biotechnology, it
should be capped to ensure that the basic biological materials are not privatised at the expense of

the general good.

Problems in Disclosure and the Budapest Treaty

A major issue in patenting biotechnology is that there should be adequate disclosure. Under the
patent law, the inventor is expected to describe the invention in a manner that it should be
understood by an individual who is knowledgeable in the field, and be able to replicate the
invention through the provided information in the specification. This is a relatively easy
requirement when it comes to mechanical or chemical inventions. Nonetheless, it is much more
problematic in biotechnology where it is often a complex biological material or living organism
that is being invented. Microorganisms, cell lines, genetically modified organisms, or
gene-editing tools are all inventions that cannot necessarily be completely described in a written
form.””” Living material is by definition not constant and can be varied by mutation or act
differently in different circumstances, and it is hard to work out all the vital features in a patent
specification. Consequently, inventions, although scientifically valid, can still not be granted the
benefit of obtaining a patent due to lack of disclosure, whilst they meet the novelty and other

criteria of patentability.

In the management of this particular challenge, the Budapest Treaty on the International
Recognition of the Deposit of Microorganisms was proposed. By this framework, the inventors
are allowed to deposit the corresponding biological material with a recognised International
Depositary Authority who serves as a point of reference when it comes to disclosure. Deposits
made solely under the treaty are recognized by all member states in meeting disclosure

requirements eliminating the necessity of making separate deposits in one jurisdiction.

This is a mechanism that can be used in keeping the core bargain of the patent law as it does in
the biotechnology sector by balancing both on the disclosure requirement and practical scientific
constraints. This regime has a significant role to play in saving the principle bargain of patronage

in biotechnology. The Budapest Treaty guarantees the availability and workability of patented

27" The Patents Act, 1970 (Act 39 of 1970), s. 10(4).
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biological inventions once the patent protection has lapsed, by requiring a physical disclosure to
be attached with a written disclosure, although at the same time it is a reality that it is too much
of a stretch to describe living material solely based on textual knowledge. It therefore allows
practical patent protection in the field of biotechnology without weakening the provision of

disclosure, to the process of patenting.*”

Jurisprudential and Policy Solution to Biotechnological Patents

The courts have often been conservative and moderate in their approach to treating
biotechnological patents, both as to the necessity to promote scientific innovation, and as to the
danger of granting overly broad monopolies on the biological material, given the possible effects
of biotechnology on the health and agriculture of the people, and the environment, the judicial
perspective on the subject in this case has been strict in comparison with what might be
considered to be customary on the realms of innovation. The checking is apparent in Monsanto
Technology LLC v. in India. Nuziveedu Seeds Ltd., a company that examines under patent
claims the technology of Bt cotton that have been modified genetically. *’’Although the case
contains issues on statutory exclusion under the Patents Act, a conclusive decision on patent
validity was not provided at the interim level by the Supreme Court. Rather, it aimed at the
significant question of whether the biotechnology patenting needs a more in-depth analysis of the
evidence and cannot be ruled with a stimulus. This practice shows that the Indian courts are
conscious of the technical complexity and policy sensitivities on dealing with such patents, more
so where issues of the rights of farmers and overall public interest are at risk. Policymatically, a
quick advancement in technology creation, including genome editing and CRISPR, has made
judicial decision-making even more complicated. These types of technologies operate on a
theoretical microscopic scale and frequently are based on newly found biological processes thus
making it hard to draw a clear line on when one particular discovery turns into a patentable
invention.”® Since then, courts are finding themselves caught between an intermediate deciding

how to encourage future scientific research, and how to maintain the availability of basic

278 World Intellectual Property Organization, Guide to the Budapest Treaty 9-12 (WIPO, Geneva, 2010).

27 Monsanto Technology LLC v. Nuziveedu Seeds Ltd., (2019) 3 SCC 381.

280 National Academy of Sciences, Human Genome Editing: Science, Ethics, and Governance 7376 (National
Academies Press, Washington DC, 2017).
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biological tools in such a way as to foster future innovation. Combined, both the judicial and
policy responses to biotechnological patents show a deliberate effort to do nothing extreme.
Instead of outrightly opposing biotechnology patents, or even allowing them the free will to
anonymity, the legislative domain demonstrates a happy medium. The practice still has an impact

in the current changing area to protect patents in the biotechnology sector.

New Trends in Patenting of Biotechnology

The traditional boundaries of the patent law still face challenges due to the fast scientific
advancement in the field of biotechnology. New technology like genome editing operates at a
micro-level and conserves much of the newly unearthed biological mechanism. Despite the fact
that such technologies are a great scientific breakthrough, the boundary between discovery and
invention is blurred with it, and determining whether the patentability is met turns out to be
challenging. A significant problem is whether the coverage of the patent protection of such
technologies. The loose claim of a gene and all its diagnostic applications can compel subsequent
researchers to licence even basic research, which suppresses subsequent innovation and the
access to fundamental research instruments. Also, the tethered nature of the biotechnological
research is that there are several innovators in the case of overlapping patent claims that

subsequently ascends to conflicts over ownership and inventorship. **!

Ethical issues and policy are also contributing to the impacts of these challenges primarily
whereby the biotech advances impact the health, agriculture and even the environment of people.
In keeping abreast with the biotechnology advancement which is very fast, the patent law needs
to keep pace to ensure that it enhances higher innovation without resorting to its abuse of basic
biological resources. This continuous conflict shows that a cautious and moderate attitude to

patenting biotechnology is needed.

TYPE OF EV PHARMACEUTICAL INNOVATION

21 Michael A. Heller & Rebecca S. Eisenberg, “Can Patents Deter Innovation? The Anticommons in Biomedical
Research” 280 Science 698, 698—701 (1998).
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The pharmaceutical industry is typified by high development expense, duration and huge
regulation barriers characterise innovation. Bringing a new drug to the market is a painstaking
and involved research, experimental trials and rigorous approval criteria, and is not guaranteed to
be successful in the market. Therefore, in the process, pharmaceutical innovation is grossly

considered as one of the most heavily-invested types of technological development. 2

When a drug is developed and introduced into the market, it is usually easy to counterfeit its
chemical structure by other companies in the market. Generic companies can design
bioequivalent products to use a fraction of the original research in the production of new
medicines. Patent protection is very important in helping the pharmaceutical companies to
recoup their investment and carry on with the future because without the temporary exclusivity
there is no much incentive to go through the risks involved in coming up with a drug.®*
Simultaneously, drug patents are extremely severe issues of public interest, especially with
respect to affordable drugs. Medicines are necessities which are directly connected to life unlike
many other patented products. This poses a contradictory environment between acknowledging
innovation and making sure people are able to take life-saving drugs. The patent law in the
pharmaceutical industry thus exists in a very delicate policy bubble just like biotechnology,
where a delicate balance has to be maintained between individual interests and the needs of the

society.

Evergreening and Incremental Innovation

Another major controversy with patenting pharmaceuticals is the evergreening phenomenon
where patent holders seek to extend their monopoly in the market by patenting small or slight
modifications on currently existing medicines. These alterations can be changes in formulations,
dosage or X-ray structure but in most cases they cannot bring any significant changes to the
therapeutic effect. Even though incremental innovation in some situations also results in elevated

patient outcomes, it also provokes the issue of evergreening by postponing the introduction of

2 Joseph A. DiMasi, Henry G. Grabowski & Ronald W. Hansen, “Innovation in the Pharmaceutical Industry: New
Estimates of R&D Costs” 47 Journal of Health Economics 20, 21-24 (2016).

28 Frederick M. Abbott, The WTO Medicines Decision: World Pharmaceutical Trade and the Protection of Public
Health 9-12 (American Society of International Law, Washington DC, 2005).
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generic drugs and artificially maintaining the drug prices.”®* One of the most frequent disputes in
pharmaceutical patenting is associated with the concept of evergreening where patent-holders
attempt to gain an extension of their exclusivity practice in the market by registering patents on
trivial or incremental modifications in existing medications. This transformation can be in terms
of formulation, dosage, or crystalline form, although it often has no actual effect on the
therapeutic response. The decision is in part reflective of the fact that, under certain
circumstances, incremental innovation is helpful in improving patient outcomes, as well as
because it runs the risk of delaying generic drug entry and perpetuating exaggerated drug prices
in the market .The policy considerations behind the implementation of pharmaceutical patents as
practiced by India are based on the idea that it is better at ensuring that India focuses on the
health of the people and at stipulating incentives to innovations. Indian patent law attempts to
avoid patent abuse by increasing the threshold of patentability of pharmaceutical innovations but
continues to provide patent protection to true medicinal innovations. The Novartis case therefore
represents an intentional attempt to find a balance between rewarding pharmaceutical innovation

and protecting low-priced pharmaceutical access.”
Access to drugs and Pro Social Objectives

The pharmaceutical market protection has a direct impact on access to medicines especially in
developing nations. Even though patents are meant to encourage innovation by giving the
pharmaceutical firms some exclusive rights, it may lead to high costs of medicines making them
unaffordable to a significant proportion of the population. This implicit conflict between
individual patent and personal health interests has been a major theme in pharmaceutical patent
policy.”® The Indian patent law has been aimed to address this issue by introducing measures that
attach importance to the public interest factors. Another mechanism is by grant of compulsory
licences that allow third parties to produce patented medicines without the permission of the
proprietor of the patent in defined situations. In Bayer Corporation v. Union of India, grant of a

compulsory licence to Natco of cancer drug, Nexavar, was a landmark case in the Indian patent

% Shamnad Basheer, “Limiting the Patentability of Pharmaceuticals: A Critical Analysis of Section 3(d) of the
Indian Patents Act” 1 Indian Journal of Law and Technology 1, 6-9 (2005).

28 Novartis AG v. Union of India, (2013) 6 SCC 1.

286 World Health Organization, Public Health, Innovation and Intellectual Property Rights 29-32 (WHO, Geneva,
2006).
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jurisprudence. It was found that the licence was supported by the fact that the drug was not
reasonably priced and the demand of the drug was not supplied in adequate amounts. **'The
ruling strengthened the argument that patent rights are not absolute and could be limited in case

of need to intervene when the health of the population is in danger.

On the global scale, similar issues are represented in the TRIPS system, especially under the
Doha Declaration on TRIPS and Public Health. The Declaration acknowledges the right of the
member states to take action since it is needed to safeguard overall populace health and to
enhance access to medications. Combined these developments point to the evolving
understanding internally in pharmaceutical patent regimes that medicinal access has become a
fundamental policy target. In this regard, the patent legislation does not simply represent a
system of safeguarding innovation, but it should also be a regulator that should balance the

commercial value with the right to health as its priority.

TRIPS Flexibilities and Autonomy of the National Level

The international patent regime understands that a standardised and strict system of
pharmaceutical patent protection might not adequately meet the health requirements of the
citizens of all nations. As much as the TRIPS Agreement guides member countries to accord
patent protection to pharmaceutical products and processes, some level of flexibility exists in this
agreement and this enables countries to harmonize the pharmaceutical patent regime with the
national priorities. These flexibilities portray an indicator that the patenting law cannot operate in

varying economies and social settings.***

Some of the most critical TRIPS flexibilities involved are those concerning compulsory licensing
provisions, use by the government, and parallel importation. This is a process that enables states
to restrict exclusive patent rights to aspects where the patented medicines are not affordable, are
not in adequate quantity or are needed to solve societal health matters. Such safeguards were

further strengthened through the Doha Declaration on TRIPS and Public Health that made it

87 Bayer Corporation v. Union of India, (2014) 60 PTC 277 (Bom).
288 Agreement on Trade-Related Aspects of Intellectual Property Rights, 1994, art. 31.
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clear that the TRIPS Agreement was not aimed at stopping actions of member states in pursuing

measures to protect public health, as well as enhance accessibility of medicines to everyone.”

The use of these flexibilities in India pharmaceutical patent regime is conscious and
policy-posed. India is exploring a way of walking a fine line between compliance and
international standards with a balance of ensuring affordable access to medicines through
enacting provisions within its local patent legislation to accommodate the interests of the
populace. In this manner, the enduring significance of the national autonomy in the TRIPS
system is demonstrated and the concept of pharmaceutical patent protection as a commercial
right is returned to its roots as a regulatory mechanism that is informed by the considerations of

national welfare.

PROTECTION OF PATENTS WITH THE HELP OF DIGITAL
TECHNOLOGY

Character of Digital Innovation and Patenting Issues

The issue of digital technologies presents another problem to patent law because they are abstract
and not tangible. Digital inventions are commonly in the form of software, algorithms, data
processing techniques, or computer implemented systems unlike traditional inventions in which a
product or process is always produced. Such innovations develop at a fast pace, are simple to
produce and construct on the basis of some already introduced computational concept, so it is

hard to evaluate their novelty and innovative input.*°

The issue with patenting digital technologies is the matter of whether a technical invention is a
real one or merely a mere idea that is applied on a computer. Algorithms and mathematical
methods are considered as tools of knowledge and are not usually promoted to patent.

Non-patentable ideas and patentable applications are, however, mixed up by the modern digital

2% World Trade Organization, Doha Declaration on the TRIPS Agreement and Public Health, WT/MIN(01)/DEC/2
(Nov. 14, 2001)

2% Pamela Samuelson, “Why Copyright Law Excludes Systems and Processes from the Scope of Its Protection” 85
Texas Law Review 1921, 1928-1930 (2007).
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inventions, which have these tools inherent in their technical systems. This brings about the same

confusion between inventors and the patent office.
Software and Algorithms Patentability

The patenting of software and inventions based on algorithms has been one of the most
contentious aspects in intellectual property law. The difficulty has its source in the aspect that
software is frequently subject to abstract concepts or computational functions, which often
cannot be patented. Nevertheless, where software has shown a technical impact or where it

addresses a technical dispute, lots of jurisdictions will admit it to be patented.*"

A small number of high-profile rulings have influenced the development of patentability of
software in the United States. In Gottschalk v. The Supreme Court was petitioned to reject a
patent application submitted by Benson (1972) over a binary conversion algorithm on grounds
that the patent claim included an abstract concept that could not be patented. Later, in Diamond
v. The Court reversed by a small margin in accepting a rubber-curing process implemented in
software as something that could be patented because it involved a physical change (Diehr,
1981). However, until the case of Alice Corp. v. CLS Bank(2014) the Court also lacked full
clarity since it provided a two-part test to establish the eligibility of a patent. The court reversed
this decision, which reiterated that one cannot merely apply an abstract idea in a general

computer but must do so in a manner that is significantly different. ***

European and Indian laws have been more technical in nature. The case of VICOM Patent Office
( T 208/84 ) recognized that computer programs that have a technical impact such as image
processing can be patented. India started changing its cautious posture with the case of Ferid
Allani v. In Union of India (2019), the Delhi High court made it clear that not every software is
prohibited by the Section 3(k) of the Patents Act. The court also ruled that when a
computer-related invention is proved to be making a technical contribution, it should be put
through the scrutiny of the merits instead of simply dismissed. Therefore, the boundaries are

disputed, but the new agreement seems to be that software that addresses a technical issue in a

! Diamond v. Diehr, 450 U.S. 175, 184—185 (1981).
22 Alice Corp. Pty. Ltd. v. CLS Bank International, 573 U.S. 208 (2014).
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new and commercially viable fashion may be patented. The coding nature has now taken a back

seat and the resultant outcome has taken the centre stage.
Artificial Intelligence and Inventorship

The fast development of Artificial Intelligence is pushing the limits of the current patent law,
especially regarding the question of ownership. The conventional patent regimes are grounded
on the idea that inventions are the results of human ingenuity. But now that the Al systems can
autonomously create solutions, designs, and even new compounds, the question arises in the law,

can a machine be an inventor? **

This was the problem of the case of Thaler v. Vidal(2022) in the United States. One applicant
named DABUS, as the sole inventor, was an Al system on which he filed a patent application,
claiming that the machine had independently generated the invention. The court did not accept
the contention and held that, according to the existing US laws, only a natural person can be
regarded as an inventor. The European Patent Office also ruled the same in the case of thaler as
it stressed that the legal context presupposes that an inventor is a human being.Such a decision is
the result of the agreement between the courts of various nations that, although Al may aid in the
creative process, it is neither legally able nor capable of substituting human inventors. This
stance is not based on awkward implications of non-human agents being granted rights, such as
the right to own, be held accountable, and resell IP. India is not the first country to challenge the
Al inventorship matter directly in the court, however, its patent system notably considers the

same by providing that the applicant indicates a human inventor.

CONCLUSION

In biotechnology, pharmaceuticals, and digital technologies, patent protection is a reflection of
undying tension between a desire to spur innovation and a set of priorities that consumers at
large might be interested in. Such industries are very sensitive to patent laws with the kind of
innovations involved in them that are normally costly, risky and directly related to core areas of

life around human beings, health and information systems. Although patents represent a

293 World Intellectual Property Organization, WIPO Technology Trends: Artificial Intelligence 87-89 (WIPO,
Geneva, 2019).
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significant incentive system because it enables innovators to recoup the cost of investment and
disclose information, in biotechnology this conflict is best observed in the challenge of
identifying which inventions should be patented and which idea is merely an occurrence of a
natural process. The use of living material, self-replicating biological matter, and the cumulative
scientific research creates the need to use a cautious approach by the patent law. Judicial review
and disclosure regulations and even biological deposits in the Budapest treaty are all indicative

of an attempt to balance between scientific progress and ethics and issues of the national interest.

The pharmaceutical industry is an even more acute dilemma of personal rights and social good.
Although patent protection is critical to produce a proper incentive to develop expensive drugs,
monopolies of patents that are over-protective of a specific product especially through
evergreening would harm access to affordable medications. India has been experimenting with
increased patents and forced licensing practices that reveal an effort to worksheet the
international patent requirements against the national health agenda. Such steps strengthen the

fact that the right to patent is not limitless, and it has to work in the context of the right to health.

Software and artificial intelligence remains difficult to enforce patent law in the digital field
because it is abstract and highly changing. The difficulty is to ensure that pure ideas and
algorithms are not monopolised but at the same time defend actual technical work. The evolution
of the courts in different jurisdictions suggests a slow transition to the evaluation of the technical
impact and practical usefulness of digital inventions instead of categorizing them. Meanwhile,
with unanswered questions regarding Al-driven inventions, it brings the constraints of the
current legal frameworks and weakened position of the role of a human inventor as one of the

key paradigms.

Generally, the recent patent law regime contains an indication of a measured and sector-specific
balancing approach, rather than a uniform expansion of proprietary rights. Contemporary patent
systems increasingly recognise that innovation incentives cannot be divorced from ethical
considerations, public interest, and fundamental rights. Courts and legislatures across
jurisdictions appear to be moving away from a rigid, formalistic understanding of patentability
and towards a more nuanced assessment that weighs economic motivation against social welfare,

access, and technological realities.
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CHAPTER 9: INSTITUTIONAL IRONY IN INTELLECTUAL PROPERTY:
LITIGATION AGAINST IP PRACTITIONERS

BY S JAYAVARDHINI and ARJUV V

INTRODUCTION

The Intellectual Property (IP) practitioners often find themselves in conflicting roles: fighting for
the best interests of their clients or to function as institutional gate keepers by assisting
regulatory authorities. This chapter analyses how this paradox exposes IP practitioners to
heightened legal and financial risks. By comparing the regulatory approaches of the United
States and India, it can be seen that systems created to protect innovation can lead to unintended
consequences. This necessitates reforms to regulate professional behaviour, integrity of the
intellectual properties and curb increased litigations that might arise from under regulated as well

as complex mechanisms.

INSTITUTIONAL GATEKEEPING VS. UPHOLDING CLIENT’S
INTERESTS: THE PARADOX

IP practitioners have found themselves to be stuck in a paradox: as attorneys on behalf of their
clients, have to act in their best interest which involves in some cases, non-disclosure of certain
information. On the other hand, they are expected to act as institutional gatekeepers in order to
ensure proper functioning of the system. This means that IP agents are pushed to disclose
valuable information about their clients, even if it causes detriment to them, unlike a criminal or

civil attorney who owes their duty only to the individual client, the IP lawyers have a
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professional duty to the administration also which requires them to exercise due diligence in their

conduct.

This concept, called gatekeeper liability, says that intermediaries (private practitioners) can
reduce misconduct through their non-cooperation with the defaulters or wrongdoers.®* This
liability is imposed upon the practitioners because the regulatory agencies operate under resource
constraints and lack the ability to independently verify the validity of each and every claim
which involves thousands of pages of documents and as the attorneys are in a position to verify,

they are made liable for any malpractice.

This principle can be seen in the United States’ Code of Federal Regulations, Title 37, Part 1,
§56 where the duty of candour and good faith for patent applicants was established, which
required them to disclose all material information like prior art to the United States Patent and
Trademark Office (USPTO).** Any failure on part of the client may lead even to invalidation of
the patent entirely which causes him a huge loss. Scholars argued that this Infosys three major

costs on the practitioners, including:

a) the cost of compliance which requires spending resources on verifying the client’s
information;
b) litigation related costs from fake prosecution or judicial error;

¢) incremental transactional costs due to increased liability exposure.**®

This means that the lawyers in a regulated field act as double agents; they as agents of the client
are ethically bound to secure rights and aggressively argue for the patentability. On the other
hand they act as an “institutional cop” within the system to ensure the government does not give
approval to an invalid property, even if it damages the client’s rights.”’ This creates a conflict of

interest.

INSTITUTIONAL IRONY ACROSS JURISDICTIONS

2% Marcelo Thompson, “Beyond Gatekeeping: The Normative Responsibility of Internet Intermediaries” 18
Vanderbilt Journal of Entertainment & Technology Law 798 (2016).

25 United States Code of Federal Regulations, Title 37, 2022, Part 1, s. 1.56.

2% Jonathan M. Barnett, “Intermediaries Revisited: Is Efficient Certification Consistent with Profit Maximization?”
37 Journal of Law, Economics & Organization 497 (2012).

27 Daniel Ovanesian & Suk Lee, “Ethical Conflicts for the Patent Practitioner” 29 New Matter 11 (2004).
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It becomes clear that due to the inherent contradictions within the system it creates “Institutional
Irony” that produces outcomes which are averse to the stated goals. In this context, the
jurisdictions of India and United States are analysed; the former involves robust patent system
which was plagued by high stakes litigations where practitioner was often held liable whilst the
latter involves an under-regulated system characterized by vacuum due to which the courts had

to intervene.

The United States involves a codified and punitive practice where the “gatekeeper” is held liable
for any misconduct or violation that might appear on the client’s part. Primarily, the doctrine of
“Inequitable Conduct” was employed as a regulatory mechanism through which a patent was
invalidated if breach of duty of candour (honesty) was found. The Federal Circuit Court of

Appeals considered inequitable conduct as ‘scourge’ and a ‘plague’;**®

as the penalty was total
unenforceability of the patent, it became a standard ground in infringement suits. This created
spurious allegations of fraud and paranoia in prosecution. Practitioners who were fearful of
litigation against them became “dump trucks” of information and would cite a maximum number
of references to the regulator to safeguard themselves, creating a clogged examination process.

In Therasense Inc. vs, Becton, Dickinson & Co., the Court, in order to find a solution,

established that, to prove inequitable conduct two major requirements must be satisfied:

a) But-for test — it must be shown that the regulator would not have allowed the patent if the
undisclosed information was given.

b) Specific intent — The intention on behalf of the patentee to deceive must be shown.*”

However, this doesn’t offer a complete solution. Under 35 USC § 285, courts are allowed to
award attorney’s fees to the prevailing party in exceptional patent cases.’™ Also, finding of
fraudulent conduct breaks the attorney-client privilege which might expose the internal
communications and make the lawyers a witness against their own case. Recently, in Energy

Heating LLC Vs. Heat On-The-Fly LLC, the Court affirmed the award of attorney fees and held

2% Philip French, “US — Inequitable Conduct”, Abel & Imray News, September 26, 2022, available at:
https://www.abelimray.com/resources/newsletters/us-inequitable-conduct (last visited on December 29, 2025).
29 Therasense, Inc. v. Becton, Dickinson & Co., 649 F.3d 1276 (Fed. Cir. 2011).

3% The United States Code, Title 35, 1952, s. 285.
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the patent as enforceable due to non-disclosure which confirms that though the application of the

doctrine is reduced, the penalty is still severe.*"

Further, liability is imposed for competition law violations (anti-trust liability). The Supreme
Court in Walker Process Equipment Inc. v. Food Machinery & Chemical Corp. held that a patent,
which establishes a monopoly becomes, an illegal monopoly if fraud is established.’* There
should be “knowing & wilful” fraud on the Patents and Trademark Office (PTO) that makes even
the practitioner liable, a standard higher than in equitable conduct. In Chandler v. Phoenix
Services LLC, it was held that the “Walker’ claims basically are anti-trust claims, thus subjecting

IP practitioners into anti-trust disputes apart from patent law claims.*®

The most common example of institutional irony is the “missed deadline”. A fault on behalf of
the attorneys to act within the stipulated time results in the loss of patent rights causing huge
losses to the client who in turn uses the judiciary to sue back the attorney for his negligence. In
The Medicines Company (MDCO) Vs. Fish & Neave, the company developed a drug for which
the patent rights were to be applied within 60 days of the FDA approval. However, there was a
discrepancy in the calculation of the deadline date between the law firm and the PTO. The firm
filed one day late and the application was rejected which wiped out the market potential of the
company. After years of litigation against the PTO, the company succeeded and later sued the
firm for its error which resulted in a settlement of $214 million.*** This highlights how strict
enforcement of minimal requirements results in major losses. It’s always a binary outcome and

even prestigious firms fall prey to this constraint.

Another question arises as to whether the state courts can decide on federal patent law which is
analysed by the court in Gunn v. Minton.*”® In that case, the patentee’s claim was invalidated due
to an error by the attorneys and he later sued them for the same. In order to succeed in his claim,
he had to prove that, if not for the lawyer’s negligence, he would have obtained the patent. The
Supreme Court, answering the jurisdiction question, held that the state court can decide even if it

involves federal patent law as the federal interest was not substantial. As a result of this,

3 Energy Heating, LLC v. Heat On-The-Fly, LLC, 889 F.3d 1291 (Fed. Cir. 2018).

392 Walker Process Equipment, Inc. v. Food Machinery & Chemical Corp., 382 U.S. 172 (1965).
3 Chandler v. Phoenix Services LLC, 45 F.4th 807 (5th Cir. 2022).

3% The Medicines Co. v. Fish & Neave, et al., No. MRS L-2516-14 (N.J. Super. Ct. Oct. 10, 2014).
395 Gunn v. Minton, 568 U.S. 251 (2013).
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malpractice suits can be decided by the state courts on their own, causing fragmentation of

authority.

The USPTO’s Office of Enrollment and Discipline (OED) asserted that the practitioners should
read every document they submit to the office including thousands of pages of prior art
references submitted in Information Disclosure Statements (IDS).** This puts the attorney in a
tight corner as he cannot submit a reference without reading it and causing a violation of OED
rules and also, he had to submit them within the time if the information is vital for enforcing the

patent claim.

On the other hand, the Indian regime suffers from under-regulation prompting the judiciary to
take corrective action. Until recent reforms, the Indian Patents Act, 1970 and Patent Rules, 2003
had no proper provision which defined or dealt with professional misconduct. Patent agents
could not be considered as lawyers, who are governed by Bar Council of India regulations and
Advocates Act, 1961 and rather require only a science degree and passing of Patent Agent
Examination; that falls under the Controller General of Patents, Designs and Trademarks
(CGPDTM). Therefore, any negligence on their part could not be accounted for as no proper
mechanism existed. The turning point came in the case of Saurab Chaudhary v. Union of India.*"’
In this case, the agent received a First Examination Report (FER) but failed to intimate the client
or file a response within 6 months. He also repeatedly ignored mails sent by the client enquiring
the progress. As Section 21 of Indian Patents Act treats non response within the prescribed time
as deemed abandonment of application, the patent was rejected.® As it can be observed, the
mistake is on part of the agent not on the client. The court, acknowledging this aspect, set aside
the abandonment order as the client cannot be penalized for the agent’s misconduct, especially
when he acted with due diligence. The court also ordered the CGPDTM to draft a code of
conduct for such agents. Similar approach was followed by the courts in recent judgements like

309

Bry-Air Prokon Sagl v. Union of India*” and European Union v. Union of India*'’ by stating that

3%United States Patent and Trademark Office, “Practicing Before the USPTO in Today’s Market: Conforming Your
Conduct to the USPTO’s Code of Professional Responsibility” 50 (2008).

397 Saurav Chaudhary vs. Union of India & Anr., 2024 SCC OnLine Del 4585.

398 The Patents Act, 1970 (Act 39 of 1970), s. 21.

39 Bry-Air Prokon Sagl v. Union of India, 2022 SCC OnLine Del 5197.

30 Buropean Union v. Union of India, 2022 SCC OnLine Del 1793.
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the patent applicant should not suffer for the negligent conduct of the agent and extra ordinary

circumstances can be invoked to overcome statutory limits.

Due to lack of regulations in the Indian system, clients have sought recourse in foreign
jurisdictions. In Lawrence Karad Vs. Fox Mandal & Co., the London High court imposed a
£100,000 penalty against an Indian Law firm due to missed deadline, misplaced files and
illegality in notarized documents during the client’s absence.’!' The court awarded damages as
the firm failed to appear. Though the judgement was later set aside, the case highlighted the risks

involved due to the void of regulations in the Indian regime, necessitating reforms.

The Department of Promotion of Industry and Internal Trade Treaty under the Ministry of
Commerce in November 2025 introduced a set of amendments to the earlier Patent Rules.*'* It
clearly defines vague terms to resolve ambiguities and establishes a mechanism to file
complaints, the power to impose penalties and requires agents to issue a clear engagement letter
defining their scope of service. It also mandates them to act with reasonable care and due
diligence and refrain from unethical conduct by ensuring full disclosure of communications, any
conflict of interest at the earliest opportunity and makes them liable for any deviation from their
duty of service. It also involves the establishment of a disciplinary committee for supervision

with powers to impose penalties.

INCENTIVES, INNOVATION, AND THE COST OF SUING IP
PROFESSIONALS

IP plays a major role in incentivizing innovation by providing creators, inventors and business

people with economic incentives and legal protection in order to invest and develop new ideas,

31! Pallavi Saluja, “London HC sets aside £100,000 default judgment against Fox Mandal in professional negligence
clalm Court of Appeal refuses leave to appeal”, Bar ana’ Bench, 20 Feb 2014 available at
/lond

ncgllgcnc (last visited on 30 Dec 2025).
312 Ministry of Commerce and Industry (Department for Promotion of Industry and Internal Trade), “Notification”
New Delhi, November 25, 2025, available at: https://egazette.gov.in/WriteReadData/2025/267955.pdf (last visited
on December 29, 2025).
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businesses, products, technologies etc.’" 3 Without this protection, innovators would be facing
the risk of their work being compromised, misused and misappropriated. This will discourage
innovation, creation and investment in research and development (R&D). IP grants exclusive
rights such as patents, trademarks, copyrights which creates an environment where innovators
can recover their investments and also gain competitive advantage helping individual success

and broad economic growth.*"?

The most primary incentive for innovation under IP law is the economic incentive of market
exclusivity. Patents grant exclusive rights to their inventors for a period of twenty years during
which the patent holder has the right to manufacture, use, sell or license their invention.*'® This
gives the patent holder monopoly to charge premium prices, license their technology to other
firms that enables them to regain their costs and maximise their profits. For example, in the
pharmaceutical industry, without patent protection, manufacturers can replicate and sell the same

drug leaving the original investor without any financial benefit.*"’

Intellectual properties, such as patents and trademarks, are critical for attracting investment.
Startups and small businesses, especially those in technology and biotechnology sectors,
leverage their IP portfolios to secure venture capital funding.’'® Trademarks also demonstrate
brand value and customer value which are important for long term business success.
Furthermore, investors are also guaranteed protection through disclosure requirements. After the
patent expires, the invention enters the public domain allowing anyone to adapt and improve
upon the technology ensuring that inventors can temporarily benefit and also the society benefits

at large.*"’

313 Organisation for Economic Co-operation and Development, “The Innovation Imperative: Contributing to
Productivity, Growth and Well-Being” (2016).

314 Dr. Govind Patidar, “Impact of the Intellectual Property Rights on Economic Growth and Development”,
International Journal for Multidisciplinary Research (IJFMR) (2023).

315 European Patent Office, “Intellectual property rights strongly benefit the European economy, EPO-EUIPO study
finds”, European Patent Olffice Press Release, 16 September 2019, available at
https://www.epo.org/en/news-events/press-centre/press-release/2019/452008 (last visited on 31 December 2025).
316 Bronwyn H. Hall and Dietmar Harhoff, “Recent Research on the Economics of Patents”, Working Paper No.
17773, NBER Working Paper Series (2012).

317 Supra Note 20.
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IP plays a crucial role in promoting creativity and innovation in the field of arts, entertainment,
media industries where artists, musicians, filmmakers, writers are compensated for their original
work, granting them exclusive rights over distribution and use.’” Copyright also stimulates
secondary markets for creative works through licensing arrangements, enabling the creation of
derivative works such as film adaptations, merchandise, and digital content. This leads to
economic growth, creation of new products, services, entertainment experience etc thus

promoting cultural innovation.**!

The irony of IP firms being sued for trademark infringement shows that even specialists in brand
protection often find themselves defending their own marks. It reveals how even experts in the
field can stumble into disputes over logos, names, or domain mimicry, highlighting the high

stakes of reputation in legal circles.

Sujata Chaudhri v. Swarupa Ghosh is one such case where Delhi IP lawyer Sujata Chaudhri sued
a rival for copying her firm's Edwardian Script ITC logo. The court granted an injunction,
rejecting defences of public fonts, as the mimicry risked client confusion despite available
alternatives.”” Anand and Anand were awarded a relief in favour of the company against the
impersonators of the company through fake emails, domain blocking, and orders for revelation
of identity.*” The Delhi High Court referred to the trademark of the company as a well-known
one, emphasizing the extent of irreparable damage to reputation. Fox Mandal met the challenge
of the separating lawyers who were claiming a connection with the firm, and through the
court-settled case, the firm was able to stop the misuse.’** Singh & Singh filed a lawsuit against
its Canadian counterpart for similarity in name, and the case was won on the grounds of prior
use.*” These disputes are heard all over the world, as in the instance of Fish IP Law vs. Fish &
Richardson in the USA, which was dismissed after the parties provided certain assurances.
Litigation requires large amounts of money to be paid in advance: court fees (1-2% of claim

amount according to Delhi High Court rules), lawyer retaining (35-20 lakhs for IP specialists),

320 United Nations Conference on Trade and Development (UNCTAD), “Creative Economy Outlook: Trends in
International Trade in Creative Industries — Country Profiles 2002-2015 /2005-2014” (2018).

321 Supra Note 20.

322 Sujata Chaudhri v. Swarupa Ghosh, 2022 SCC OnLine Del 3577.

33 M/s. Anand And Anand v. John Does, CS(COMM) 475/2025 (Delhi High Court).

32% Fox Mandal & Co. v. Shuvabrata Mandal, CS(COMM) 2025 (Delhi High Court, decided May 2025; interim
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and evidence collecting through investigators (32-5 lakhs). Moreover, the motions for interim
relief cause an addition of X1-3 lakhs, and the trials take 2-5 years. The defendants are also
incurring similar expenses, plus the possibility of paying damages. The case of Yahoo v. Sanja
Patel resulted in a judgment of I32 lakhs for the plaintiff, in addition to the costs. These cases
support the notion that under the Trade Marks Act, 1999 (ss. 29-30) trademarks are powerful,
however, they also reveal the shortcomings in the vigilance of the guardians. Prior registration
and watches alleviate the costs, yet the irony remains: the protectors turn into prey; thus, no

brand is safe.

RESOLVING THE PARADOX: RETHINKING ACCOUNTABILITY FOR
IP PRACTITIONERS

The irony of IP firms being sued for trademark infringement highlights a flaw indicating that
there needs to be a shift from reactive lawsuits to protective safeguards. A lot of IP offices
overlook checking their logos, names or websites first of all. They do it because they feel
confident and think they are IP firms. In places like Delhi, where the traffic is heavy, minor
confusions happen with clients who are searching the internet for assistance. Basic tools like
trademark watches sold to businesses go unused leading to lawsuits costing lakhs in fees, time,
and bad press.**°A stay order alone hits ¥5-10 lakhs. Full cases drag on for years, up to X50 lakhs

or more. Even winning hurts reputation when rivals spread the news.*?’

IP pros need stricter self-checks under laws like the Trade Marks Act, 1999 (sections 29-30).%%
The emphasis must shift to early registration of rights, regular internal audits and continuous
monitoring of names, brands and logos to prevent infringement before it escalates into dispute.
Still, no unambiguous regulations have been declared which is why companies are taking
advantage of the situation regarding advertisement and branding. Very easy but effective ways of

handling the situation would be creating internal teams to approve all the names and designs

326 Intellepedia, “Delhi High Court issues injunctions for fraudulently using IP Law Firm’s Trademark and Partner’s
Name”, Intellepedia (September 13, 2024), available at
https://www.bananaip.com/intellepedia/delhi-high-court-trademark-injunction-ip-law-firm/ (last visited on
December 31, 2025).
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before they are used. Moreover, practitioners should be trained on how to avoid mistakes, e.g.,
similar to the training that patent agents get. Organizations such as bar councils might alert about
very similar copies, thus forcing the companies to be honest without getting into clashes.
Discourse at the IP meetings might reveal instances of "what went wrong" which in the long run
would make caution standard. Steps for internal monitoring like defining ownership of
firm-created IP, vetting branding decisions and documenting approvals through formal processes

can be taken to avoid ambiguity and conflict.**

Companies can fix it by registering their firm name early, like any client mark, in Class 45 for
legal services. Furthermore, they can use cheap alerts for domains and searches and make
designers promise no IP issues in contracts. No copy rules in agreements and incorporating firm
checks each quarter can help stop bigger frauds.™® Accountability generates trust since customers
always choose reliable companies and not the risky ones. Although courts facilitate pending
orders quickly, the best way is to take care of oneself. Mediation expenses during disputes are
reduced by 50%. Mainstreaming the habit of caring for the rights through daily checking,

registering and repeating is the way to real change: check, register, repeat.*”’

CONCLUSION

It can be clearly seen that over regulation as seen in the United States and regulatory vacuum as
evidenced in India has impacted not only the clients’ rights but also the integrity of the entire IP
system. These flaws majorly affect the IP professionals who are dragged into frequent litigations
despite them playing the role of guardians of innovation. Thus, to resolve the paradox a balanced
regulatory approach which emphasises on prior internal safeguards, professional ethical
standards and accountability should be established instead of “hard and fast” application of the
regulations. This would finally provide a way for addressing the problem by ensuring fairness to

both clients and practitioners.
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CHAPTER 10: BRANDS AND THE LAW: AN ANALYTICAL INQUIRY
INTO TRADEMARK PROTECTION AND REGULATION

BY SAUMYA SINGH

INTRODUCTION

In today's business world brands are more than a name. They have become really important to a
company' s success. A brand is what people think of when they hear the company name. It is
about trust and how good people think the company is. All of this together helps a business stand
out from others. The law that protects brands is called trademark law. This law is the way that

brands are protected and controlled. Brands are a part of our economy and culture.

CONCEPTUAL UNDERSTANDING AND BACKGROUND

The idea of a trademark is really about being unique. A trademark is something that can be
drawn and helps people tell the difference between the products or services of one company and
those of another company.*** Trademarks used to be things like words, names, symbols or

333 As businesses and marketing have changed we now see other kinds of trademarks like

logos
shapes, colors, sounds and the way things look as long as these things are special and not just for
a useful purpose. A trademark like this has to be really distinctive and stand out from others so
people can easily recognize the products or services of a company like a trademark. Trademarks

have been around for a time. People used to use something called law to protect trademarks. This

332 Harsh Dabas, Not Keeping up with the Times: An Analysis of the Trademarks Act, 1999, Manupatra Articles -
https://articles.manupatra.com/article-details/Not-Keeping-up-with-the-Times-An-Analysis-of-the-Trademarks-Act-
1999 (visited on 20 December 2025)

333 Aakriti Jain and Dr. Ekta Gupta, Analyzing The Efficacy of Trademark Enforcement Against Infringement of
Trademarks in India, Indian Journal of Integrated Research in Law, ISSN : 2583-0538

-125-


https://articles.manupatra.com/article-details/Not-Keeping-up-with-the-Times-An-Analysis-of-the-Trademarks-Act-1999
https://articles.manupatra.com/article-details/Not-Keeping-up-with-the-Times-An-Analysis-of-the-Trademarks-Act-1999

was done to stop people from saying their products were made by someone. This was not fair
because it hurt the person's business. The government made some rules to help with trademark
protection. These rules made it clear who owned what trademark. They also made it easier for
people to protect their trademarks. Trademark protection is very important for trademarks.
Trademarks need to be protected so people do not get confused about who made what product. In
India the change from the Trade and Merchandise Marks Act, 1958%* to the Trade Marks Act
1999 was a change. This change helped India follow rules and it also meant that Trade Marks got
more protection. Now Trade Marks protection is not just for products it is also for services,
collective marks, certification marks and known Trade Marks. The Trade Marks Act, 1999 made

a difference in how Trade Marks are protected in India.

TRADEMARK PROTECTION AND REGULATORY FRAMEWORK

Trademark protection works in two ways:**

a) It is protected®*® by laws that are written down and by law. When you register a trademark you

get rights to use the trademark with the goods or services you said it was for.

b) The Trade Marks Act, 1999**’India gives trademark protection that includes things like
stopping people from using your trademark, getting money for damages and getting a report of
the money they made using your trademark. It also has punishments for people who make
trademarks or lie about them. Trademark protection is important for people who have trademarks

in India because the Trade Marks Act, 1999 helps them keep their trademark safe.

Passing off is really important when trademarks are not registered, when companies are known in
countries and when businesses are changing and growing. Trademarks are protected by passing

off. Passing off helps to make sure that companies do not use trademarks that're not theirs.

33% https://wbconsumers.gov.in/writereaddata/Act.pdf (last visited on 14 December 2025)

335 Soumyadip Bhattacharya, How Digitalization And E-Commerce Are Reshaping Trademark Protection In India —
An Analysis, Indian Journal of Law and Legal Research, ISSN: 2582-8878

336 parth Mahajan, TRADEMARK PROTECTION IN INDIA WITH SPECIAL REFERENCES TO
UNREGISTERED TRADEMARK USE, Journal of Emerging Technologies and Innovative Research,
ISSN-2349-5162
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At this level, trademark protection is affected by big agreements like the Paris Convention and
the Agreement on Trade-Related Aspects of Intellectual Property Rights. These agreements set
the minimum standards for trademark protection. They make sure that all countries treat
trademarks the way they are. They also make it easier to enforce trademark protection across
countries. The Madrid Protocol makes it even simpler to register trademarks internationally. It
lets brand owners get trademark protection in countries with just one application. This way brand
owners can protect their trademarks in countries easily. Trademark protection is very important

for brand owners and the Madrid Protocol helps with that.

LANDMARK CASES ON TRADEMARK PROTECTION

1. Amritdhara Pharmacy v. Satya Deo Gupta®®

e (Citation: AIR 1963 SC 449 (Supreme Court of India)

e Facts : There was a problem between two companies that make medicine. These
companies use the names "Amritdhara" and "Lakshmandhara" for their products. The
company that started the problem said the company's name is too similar to theirs. They
think people will get confused and buy the medicine by mistake. This is especially true in
areas where people often buy medicine by asking for it instead of looking at the package.
The "Amritdhara" company is worried that people will think "Lakshmandhara" medicine

1s the same as "Amritdhara" medicine.

e The Supreme Court®’ said that when we are trying to figure out if two trademarks are too
similar we need to think about what the average person would think. This person is not an
expert. Might not remember everything perfectly. We should look at how the trademarks
sound and look overall rather than breaking them down into tiny parts. The Indian

property law and trademark jurisprudence, particularly the doctrine of deceptive

338 Amritdhara Pharmacy v. Satya Deo Gupta AIR 1963 SC 449
3% Dr. S. Madhuri Paradesi and S. Sireesha Trademark Registration: A Comprehensive Analysis of Legal Process
and Protection, International Journal of Creative Research Thoughts, ISSN: 2320-2882
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similarity are what this decision is really about. The Court looked at the test. Found that
the names Amritdhara and Lakshmandhara are really similar. These names are used for
medicine. The Court said that they can confuse people. The Court also talked about what
happens when people use names without complaining about each other. They said that if
someone uses a name for a long time and nobody says anything it can be a good reason to
let them both use the name but only, in certain situations. The Court said this about
Amritdhara and Lakshmandhara because they are used for preparations and the Court
wants to make sure people are not misled by these similar names. This decision remains a
foundational authority in Indian IPR research, influencing later interpretations of
trademark infringement, passing off, and consumer protection under the Trade Marks

Act, including the current Trade Marks Act, 1999.

2. Cadila Health Care Ltd. v. Cadila Pharmaceuticals Ltd.

e Citation: (2001) 5 SCC 73 (Supreme Court of India)

e Facts : This case was two companies that make medicine and they were using the names
"Falcigo" and "Falcitab" for medicine that treats malaria. The company that started the
case said that the names "Falcigo" and "Falcitab" are too similar and this could confuse
people, which could be very bad, for patients who take "Falcigo" and "Falcitab"

medicine.

e The Court said that we need to be very careful when we look at whether two medicine
trademarks are similar. This is because if people get confused between two medicines it
can be very bad for their health. The Court wants to make sure that we do not allow

340 Medicines are business and we have to

trademarks that are too similar, for medicines
make sure that people can tell them apart. The Court thinks that a stricter standard is
necessary when it comes to medicine trademarks. The test for similarity is really

important. This test should look at things like what the marks are such as words or

39 Sunil Sudhakar Varnekar and Dr. Upankar Chutia, TRADEMARK INFRINGEMENT AND THE LEGAL
ACCOUNTABILITY OF E-COMMERCE PLATFORMS, Lex localis, ISSN: 1581-5374
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pictures and how similar they are to how they sound or look.**! It should also think about
the kinds of goods and the types of people who are buying them including people who
cannot read or write well. The test should consider how people buy these goods and what
is happening around them when they make a purchase. The Court said that even if
doctors and pharmacists are supervising people can still get confused about medicines
that sound a bit alike. ***The Court made it clear that even small similarities in how the
names of medicines sound can confuse people who are buying them. The test of
similarity for medicines, like prescription drugs is crucial because people need to know
what they are taking. The judgment reaffirmed the “average consumer with imperfect
recollection™* test while introducing a heightened consumer-protection approach in
pharmaceutical trademark disputes, making it a cornerstone authority in Indian IPR
research on trademark infringement, passing off, and public interest under the Trade

Marks Act, 1999.

Impact on the interpretation and evolution : It showed how important trademark law is
for keeping people healthy. The pharmaceutical sector is a deal and trademark protection
is crucial for it. The judgment made it clear that trademark law plays a role in

safeguarding public health in the pharmaceutical sector.

Dongre v. Whirlpool Corporation®*

Citation: (1996) 5 SCC 714 (Supreme Court of India)

Facts : Whirlpool Corporation, a company that operates in many countries wanted to
protect its trademark in India. This was even though Whirlpool Corporation had not
started selling its products in India at that time. The other party in the case said that

because Whirlpool Corporation did not have a presence in India it did not have any

31 Sugan U, Trademark Violations In E-Commerce, Indian Journal of Law and Legal Research, ISSN: 2582-8878
32 Aravamudhan G and Nithin K, Trademark Infringement in India: Analysis of Cases and Legal Implications,
International Journal Of Advanced Legal Research, ISSN: 2582-7340

33 Hitesh Vashisth, Trademark Infringement in the Digital Age: Domain Names, Metatags and Social Media,
International Journal of Advance Research, Ideas and Innovations in Technology, ISSN: 2454-132X

¥ N.R. Dongre v. Whirlpool Corporation (1996) 5 SCC 714
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trademark rights in the country. Whirlpool Corporation was still trying to protect its

trademark in India.’*

o The Supreme Court made a decision that a company from another country can protect its
trademark in India. This is true even if the company is not actually selling anything in
India or has not registered the trademark there. The company just needs to be well known
to people in India because of things like advertisements and news stories. The Court said
that "Whirlpool" is a name and stopped an Indian company from using it. The Court
wants to make sure that companies do not trick people into thinking they are buying from
a company. The Supreme Court is protecting the goodwill of the foreign trademark owner
like "Whirlpool". Making sure that people in India are not deceived. This decision
expanded the scope of trademark protection in India beyond territorial use, aligning
Indian jurisprudence with global trademark principles and significantly influencing the
interpretation of passing off, well-known trademarks, and consumer protection under the

Trade Marks Act, 1999.

e Impact on the interpretation and evolution : This case was really important because it
said that trademark rights do not have to stay inside a country's borders. The world is
getting smaller and more connected so trademark rights should be recognised everywhere
not in one place. This case marked a change by saying that trademark rights are not
limited by where a company is from and that is a big deal, in a global marketplace where

companies like to do business all over the world with their trademarks.

4. Daimler Benz AG v. Hybo Hindustan

e Citation: 1994 PTC 287 (Delhi High Court)

e Facts : The defendant used the name "Benz" for things, like underwear. The plaintiff

made Mercedes-Benz cars. Everyone knew who they were. The plaintiff said that using

3 Aman Garg, TRADEMARK REGISTRATION: NOT A MANDATE BUT A
NECESSITY, NLUA Journal of Intellectual Property Rights, ISSN: 2583-8121
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the name "Benz" for underwear made the Mercedes-Benz brand seem special. The
plaintiff did not want the Mercedes-Benz brand to be weakened by this use of the name

"Benz".

e The Delhi High Court said that the defendant using the name "Benz" for undergarments
is not right. This is because it is very similar to the car brand. The Court thinks that
famous names like "Benz" should be protected from being used by others even if it is for
different things. The Delhi High Court believes that "Benz" is a special name that people
know all over the world. So when someone else uses the "Benz" name without
permission it is not fair to the Benz" company. It makes people think less of the "Benz"
name. It is not as special anymore. Rejecting the defense of honest adoption, the Court
observed that no trader could legitimately claim ignorance of such a famous mark,
thereby reinforcing the principle that well-known trademarks enjoy broader and stronger
protection under Indian IPR law, a doctrine later codified under the Trade Marks Act,

1999.

e Impact on the interpretation and evolution : This decision really made it clear that the
principle of dilution of trademarks is now a part of Indian law. The idea of dilution of
known trademarks is very important in Indian law because of this judgment. The

judgment firmly established the principle of dilution of known trademarks.

5. Satyam Infoway Ltd. v. Sifynet Solutions Pvt. Ltd.

e Citation: (2004) 6 SCC 145 (Supreme Court of India)

e Facts : The problem was about the use of website addresses that had the word Sify in
them. The person who started the lawsuit said that the person's website address was
confusing for people who use the internet. They thought the defendants website address
was much like the plaintiffs website address and that was the cause of the confusion. The
plaintiff did not like that the defendant was using the word Sify in their website address.

The word Sify was the issue in this dispute, about the website addresses.
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e The Court said that domain names are not just internet addresses, they are also like names
that help people know what company or person is behind a website. This means domain
names can be protected by law, like trademarks because they help people tell the
difference between different companies and their products. The Court looked at how
trademarks work in the world and applied those same ideas to the internet. They said that
on the internet it is important to make sure that domain names are not so similar that they
confuse people. If two domain names are much alike people might get mixed up and
think they are dealing with a different company than they really are. The Court wants to
make sure that domain names do not trick people into thinking they are something they're
not. Domain names are important because they can help people know what company or
person is behind a website and the Court wants to protect people from being misled by
domain names. The judgment also clarified that prior use and goodwill are decisive
factors in domain name disputes, establishing that unauthorized adoption of a confusingly
similar domain name amounts to passing off. This case laid the foundation for Indian
jurisprudence on cyber law and trademark protection in the online context and continues
to be a key authority in IPR research relating to domain names, passing off, and digital

branding.

e Impact on the interpretation and evolution : This case brought together law and
trademark principles in a big way. It is still an important decision when it comes to
domain name disputes in India. The case of domain name disputes in India is still referred
to because it was a deal. Domain name disputes in India are often decided based on what

happened in this case.

6. Yahoo! Inc. v. Akash Arora®*

e Citation: 78 (1999) DLT 285 (Delhi High Court)

36 Yahoo! Inc. v. Akash Arora 78 (1999) DLT 285
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e Facts : Yahoo! Inc. Wanted a court order to stop the defendant from using the website
address "yahooindia.com" because they thought it was too similar to Yahoo! Inc. A name
that people know around the world. Yahoo! Inc. Was worried that the defendant using
"yahooindia.com" would confuse people and make them think it was related to Yahoo!

Inc.

e The Delhi High Court said that the website name "yahooindia.com" is very similar to the
website name "yahoo.com". This can easily confuse people who use the internet. The
Court thought that even if the other website said it was not the same people might still get
confused. The Court also said that on the internet website names are like names of
companies. They help people know what company they are dealing with. If the names are
a bit different it can still be confusing because the internet is so big and fast. The Delhi
High Court thinks that website names, like "yahooindia.com" and "yahoo.com" should
not be confused with each other. They can be because they are so similar. The judgment
emphasized that well-known marks are entitled to broad protection’® and that
unauthorized use of similar domain names constitutes passing off, making this case a
foundational authority in Indian IPR research on cybersquatting, domain name disputes,

and online trademark protection.

e Impact on the interpretation and evolution : This case was among the earliest Indian

decisions recognizing cybersquatting as a form of trademark infringement.

CONTEMPORARY DEVELOPMENTS / GLOBAL PERSPECTIVE

347 Prachi Deo, Role of Trademark in Protection of Consumer Rights, International Journal of Novel Research and
Development, ISSN: 2456-4184
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Some important international agreements, such, as TRIPS**, the Paris Convention and the
Madrid System have helped make trademark protection the same in different countries through

the following™®:-

e Harmonization of trademark laws through international frameworks such as TRIPS, Paris
Convention, and Madrid System.**

e Recognition and enhanced protection of well-known trademarks and transborder
reputation.®"

e Expansion of trademark protection to non-traditional marks (sound, color, shape,
motion).

e Role of WIPO and ICANN in global trademark and domain name dispute resolution.**?

e Stronger enforcement mechanisms in digital marketplaces and e-commerce platforms.

CHALLENGES AND SUGGESTIONS

Trademark protection is getting bigger. There are still a lot of problems. It is really hard to stop
people from using a trademark in another country because the laws are different. People are still
making products and selling them online which hurts the real brands and makes people not trust
them. New technology like intelligence and online stores are coming out so fast and the old laws
do not know how to deal with them. Trademark protection is having a time keeping up with all of

this.’>

To address these challenges, greater international cooperation and harmonization of trademark

laws are essential. Stronger intermediary liability frameworks, technological tools for monitoring

38 Komalpreet Kaur Sandhu, The Invisible Exploitation Of Trademarks In India: A Legal And Digital Perspective,
Indian Journal of Law and Legal Research, ISSN: 2582-8878

9 Sherlin George, A Comparative Analysis Of Trademark Laws In Different Countries, Indian Journal of Law and
Legal Research, ISSN: 2582-8878

3% Sai Swetha E. and Sai Darshini S.K., Trademark Infringement and Online Environment: Challenges and Legal
Remedies, International Journal of Legal Science and Innovation, ISSN: 2581-9453

33! Bhriguraj Mourya, AN ANALYSIS OF TRADEMARK AND DOMAIN NAME IN INDIA, AD VALOREM-
Journal of Law, ISSN: 2348-5485
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infringement, and increased consumer awareness can significantly enhance trademark
enforcement. Legal systems must remain flexible and responsive to emerging commercial

realities.

CONCLUSION

When we look at brands and the law we see that trademark protection®** and regulation is really
important. This shows us how trademark law has changed a lot over time. It used to be a way to
protect businesses but now it is a complex system that plays a big role in our economy. Brands
and their trademarks are valuable things. Brands are like businesses now. They need to be special
and stand out from the rest. Trademark law’> is really important because it helps keep brands
unique. At the time it makes sure the marketplace is fair and consumers are protected. Trademark
law has a job to do. It has to balance the needs of brands and the needs of consumers. Brands
need to be able to show what makes them different from brands. On one hand there are the
people who own brands. They put a lot of time and money into making their brand special. They
want to be able to say this is mine and nobody else can use it. On the other hand , the public
wants to be able to buy things without getting confused. The public also wants to have a lot of

choices and to be able to buy from whoever they want.

Trademark law is based on the idea that a name or symbol has to be unique. Judges, in places,
have said that just because someone wants to trademark something it does not mean they can.
They have to show that their name or symbol is special and can be distinguished from others.
This is important because it means that trademark law does not take things that everyone can use
and it makes sure that companies can compete fairly. Trademark law and the idea of
distinctiveness are related and trademark law relies on distinctiveness to work properly. The
court made some decisions, like the one in Daimler Benz v. Hybo Hindustan®* and after that they
started to recognize well-known trademarks. This shows that the judges are willing to give

protection to Daimler Benz and other well-known trademarks when they have a good reputation

3% Mayank Mathur, Trade Mark Infringement, International Journal of Law Management & Humanities, ISSN:
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and people think highly of them. The law of trademarks is getting better because it uses law ideas
like the idea of passing off. Passing off is still an important way to protect trademarks that are not
officially registered. It helps new companies and companies that do business in countries protect
their reputations. The idea that a company's good name is a kind of property that belongs to them
even if they do not have a registration is a fair way to think about trademark law. This is what
makes trademark law fair. Passing off and trademark law are connected to the idea of protecting
a company's name. The idea of a company's reputation crossing borders is important. This is
shown in cases like N.R. Dongre v. Whirlpool Corporation. The law is changing because of
globalization and international advertising. Now people can see advertisements from countries
and this shapes what they think of a company like Whirlpool Corporation. The reputation of a
company like Whirlpool Corporation is not just limited to one place. Trademark law is special
because it is connected to how people think and act. It is different from patents and copyrights
which are given to people who create things. Trademark law is about what people think of a

brand and how it is used in the market.
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CHAPTER 11: TRADEMARK PROTECTION IN INDIA: LEGAL
FRAMEWORK, ENFORCEMENT AND EMERGING ISSUES

BY ADITYA RAI

INTRODUCTION

Trademark protection in India isn’t just a chapter in a law book or a topic debated in courtrooms;
it’s something we interact with every single day, often without noticing—when we unlock our
phones, book a ride, scroll shopping apps, or even choose a packet of chips by its colour and
logo rather than reading the brand name carefully. In a country like India, where markets move
faster than the metro in Delhi, consumers don’t stand comparing products like lawyers preparing
arguments—they pick what feels familiar, what looks trustworthy, what sounds right, and that’s
exactly where trademarks quietly control decisions. The law treats a trademark as a marker of
origin, but in real life it’s much more like a mental shortcut for buyers who are already
overloaded with choices, noise, discounts, too many sellers competing for attention, often louder
than the law protecting the brand itself.India’s economic boom after the 1990s pushed brands
into every corner of business, making trademarks one of the strongest forms of commercial
identity. The Trade Marks Act, 1999 was introduced to update the system, replace the older 1958
framework, and match international expectations, especially under TRIPS, but while the Act
looks powerful on paper, stepping into India’s real markets or scrolling through online platforms
makes you realise quickly that trademark protection is not always smooth or fast, and imitation
spreads easily, sometimes even before the original owner gets a chance to react, which shows
that the law has to constantly play catch-up with commercial reality. The interesting part about

Indian trademark law is that courts don’t treat consumers like experts with perfect memory or

-137-



attention; they recognise that the average buyer remembers impressions, sounds, and shapes
more than details, so the law stays practical, flexible, and rooted in human behaviour, which is
exactly why trademark disputes become fascinating—they’re not only about symbols or words
but about trust, competition, reputation, deception, and how brands survive in a crowded
marketplace. The digital shift has only added more layers to this, because now infringement
doesn’t only happen in bazaars or local stores but also in online listings, social platforms, and
unregulated trade channels where identities change quickly, making enforcement harder, which
creates a real legal puzzle worth understanding. This chapter, therefore, will explore trademark
law not as an abstract idea but as a practical legal weapon for brand owners and a shield for
consumers, examining how the law functions, where it struggles, how it adapts, and why
trademarks matter in protecting commercial honesty, fair competition, and buyer trust in India’s
ever-expanding economy, making it a subject that deserves attention, curiosity, and deeper
understanding at this stage of legal education, even if the system is not perfect, because real

learning in law often begins where challenges exist, not where everything is smooth.

CONCEPTUAL AND STATUTORY FRAMEWORK

Trademark law in India is one of those subjects that looks very strict in books but feels very
different when you see it in real life. Every day we walk into markets, scroll shopping apps, or
even buy a packet of chips. We trust a symbol or name without even thinking about its legal
value. That is exactly why trademark protection matters—not because the law says so, but
because consumers silently rely on these marks to make decisions. The Trademarks Act, 1999 is
the main law that governs this protection today®’, and it was brought to replace the older 1958
Act when India opened its economy to the world. It also tries to match international rules like
TRIPS, which is good, but matching rules is not the same as matching reality, and sometimes
that gap shows.

The core purpose of a trademark is simple: it tells you where the product came from. The law
calls this “source identification,” but for us as students, it just means a buyer knows which

product belongs to which company. Indian courts have repeated this many times, especially in

337 The Trade Marks Act, 1999, No. 47, Acts of Parliament, 1999 (India).
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Amrit Dhara Pharmacy v. Satya Deo Gupta (1963),**® where the Supreme Court said trademarks
should be looked at as a whole, from the eyes of an ordinary buyer who doesn’t remember
everything perfectly. This case is still important today because it shows courts don’t judge marks
like lawyers do, they judge them like consumers do, and that makes sense. Another major
function is goodwill. You might see this word in almost every trademark judgment, but the real
meaning is that reputation has value, and that value deserves protection. In Century Traders v.
Roshan Lal Duggar (1978),*° The Delhi High Court said something very strong but very true:
the one who used the mark first owns the rights, not the one who registered it first. This case is
like a heart for Indian passing-off actions because it protects small traders too, who often don’t
register marks early but still build local reputation. Then came Heinz Italia v. Dabur India Ltd.
(2007),*%° where the Supreme Court restrained packaging that looked too similar. The Court said
even if a word is descriptive, the way a product looks—the packaging, colours, layout—can
mislead consumers. This case law is a reminder that trademark law protects perception, not just
spellings.

The Act itself gives two paths for protection—one through registration, one without it. Section
27(1)**" says you can’t file infringement suits for unregistered marks, but Section 27(2)*** saves
passing-off actions, which is good because India has millions of local businesses who don’t
register trademarks in the first year itself. The Supreme Court in Satyam Infoway Ltd. v. Sifynet
Solutions Pvt. Ltd. (2004)*® made a bold but necessary move by saying domain names also carry
goodwill. Back in 2004, the internet wasn’t even this big in India, but the Court still predicted the
future and said if a domain name misleads users, it is passing off. That judgment became even
more relevant when online shopping increased, and fake sellers started popping everywhere. A
similar online awareness appeared earlier in Yahoo! Inc. v. Akash Arora (1999),°* where the
Delhi High Court restrained “Yahoolndia.com” because it was close enough to confuse users.

These case laws collectively show that Indian courts understand that online users move fast,

358 Amrit Dhara Pharmacy v. Satya Deo Gupta, AIR 1963 SC 449.

3% Century Traders v. Roshan Lal Duggar & Co., AIR 1978 Del 250.
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3% Satyam Infoway Ltd. v. Sifynet Solutions Pvt. Ltd., (2004) 6 SCC 145
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decide fast, and rarely verify origin deeply. This makes trademark misuse online a bigger
problem than it looks.

Section 29(4)*" introduced dilution protection for reputed marks, meaning famous brands get
protection even if the goods are unrelated. This sounds fair, but also tricky, because sometimes a
new trader may not want to copy a famous mark but still gets dragged into disputes. The case
Daimler Benz AG v. Hybo Hindustan (1994)*° showed why dilution matters—using the Benz
logo on undergarments could tarnish the reputation of a luxury automobile brand. The Supreme
Court in N.R. Dongre v. Whirlpool (1996)* also protected Whirlpool based on international
reputation. These rulings are important for India because they protect global brands too, but at
the same time they warn that reputation alone can be enough to stop misuse. India’s approach is
wider than the UK's stance in Starbucks v. British Sky (2015),**® where goodwill must come
from actual local customers. In India, exposure alone sometimes becomes goodwill, which is an
interesting doctrinal choice, but not always predictable.

Criminal remedies also exist because trademark offences are cognizable, allowing police to raid
counterfeit goods. But in practice, police don’t always take these matters seriously, maybe
because they don’t see IP crimes as big crimes like theft or violence. In Midas Hygiene v. Sudhir
Bhatia (2004), the Supreme Court said an injunction should normally follow when infringement
is clear, even if the plaintiff filed late. That case is used many times in Indian trademark
discussions because it protects market integrity over delay arguments. Still, criminal enforcement
depends on local priority, which is not always ideal.

Even though the Act looks mature, it still fights between protection and competition. The law
prevents monopolisation of descriptive and functional features through absolute grounds of
refusal, but the outcome depends on how judges interpret confusion. That interpretation is
flexible, and flexibility is both strength and weakness. Still, the framework exists to protect
perception, goodwill, and market trust, not just legal rights. The real challenge for India is not
creating new law, but making this law work fast enough, clear enough, and fair enough for every

trader, big or small. A trademark is not just a legal mark, it is a commercial voice, and that voice

365 Section 29(4), The Trademarks Act, 1999.

3% Daimler Benz Aktiengesellschaft v. Hypo Hindustan, AIR 1994 Del 239.
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must be protected without suffocating the market itself. Trademark law is still evolving, and as

students, we are not just reading the law—we are watching it grow.

DOCTRINAL & JUDICIAL ANALYSIS

Deceptive similarity and the likelthood of confusion form the heart of Indian trademark
jurisprudence, “Under Section 2(1)(h) of the Trade Marks Act, 1999, a mark is ‘deceptively
similar’ if it nearly resembles another mark likely to confuse consumers while Section 11(1) bars
registration of marks that could lead to public confusion or association with an earlier trademark.
Indian courts deliberately adopt the perspective of the “average consumer” or “unwary
purchaser,” Courts apply an ‘average consumer’ standard, assuming buyers remember only
general features instead of exact details. This judicial approach ensures that trademarks are
evaluated as a whole, Trademarks are judged as whole marks, not by comparing each syllable or
design element. The Supreme Court in Amrit Dhara Pharmacy v. Satya Deo Gupta (1963) set the
earliest principle by comparing the medicinal marks “Amrit Dhara” and “Lakshman Dhara.” The
Court rejected splitting the mark into parts and held that phonetic resemblance must be judged
from the perspective of a buyer with imperfect memory, especially in pharmaceutical products
where even small similarities can mislead consumers. The Court said confusion is a real
likelihood in the market. The principle was reinforced in Kaviraj Pandit Durga Dutt Sharma v.

),** where the Supreme Court held that intent to

Navaratna Pharmaceutical Laboratories (1965
deceive is not required for infringement, and once similarity in essential features is established,
proof of actual confusion becomes unnecessary. The focus remains on likelihood, not intent. The
Court stressed that minor spelling or structural differences would be easily overlooked by
ordinary buyers who do not compare marks side by side. The decision also highlighted that
trademark law acts preventively, not retrospectively, stopping infringement before market
damage becomes measurable. The doctrine received its most authoritative restatement in Cadila

Healthcare v. Cadila Pharmaceuticals (2001),° The Supreme Court outlined a multi-factor test

(including mark similarity and market context).Importantly, the Court emphasised that confusion

3% Kaviraj Pandit Durga Dutt Sharma v. Navaratna Pharmaceutical Laboratories, AIR 1965 SC 980.
370 Cadila Healthcare Ltd. v. Cadila Pharmaceuticals Ltd., (2001) 5 SCC 73.
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in medicines can have public-health consequences, so the threshold must be stricter than for
ordinary consumer goods. These rulings collectively reflect that Indian trademark jurisprudence
is designed to meet practical trade conditions, empowering courts to intervene even when
resemblance is subtle but market impact is probable. This approach not only protects consumer
interest but also prevents unfair competition and the erosion of goodwill attached to established
brands. The courts have consciously ensured that trademark law remains a tool of commercial
honesty and market reliability rather than technical disputes over minor artistic or spelling

variations.

The tort of passing off occupies a parallel but equally important space in Indian trademark
enforcement, complementing statutory remedies and protecting goodwill attached to unregistered
marks. Section 27(1) bars actions for unregistered marks, but 27(2) keeps the passing-off
remedy. reinforcing that trademark rights flow from use and reputation, not merely from
registration. Passing off prevents one trader from using another’s reputation to sell goods, even
when goods/services are unrelated or formal registration is absent. Indian courts follow the
classic trinity test established in Reckitt & Colman Products Ltd. v. Borden Inc. (“Jif Lemon”
case),’”’ which requires the plaintiff to prove goodwill or reputation, misrepresentation leading or
likely to lead the public to believe that the defendant’s goods/services originate from the plaintiff,
and damage or likelihood of damage to goodwill or reputation. The Delhi High Court in Century
Traders v. Roshan Lal Duggar & Co. (AIR 1978 Del 250) remains the strongest authority on
goodwill-based priority, holding that proprietary rights in a trademark arise from prior user, not
registration, and that registration by another party does not defeat a passing off claim. It
emphasized that first use of a mark creates rights, even if someone else later registered it. If a
prior user is admitted, emphasising the primacy of commercial goodwill built through use. This
principle was extended to the digital world in Yahoo! Inc. v. Akash Arora (1999), where the
Delhi High Court restrained the domain “Yahoolndia.com,” recognising domain names as
business identifiers that can embody reputation and goodwill similar to offline trademarks. The
Court recognised that online navigation happens fast, so even small variations in a domain name

could mislead users, resulting in passing off and diversion of goodwill. The Supreme Court gave

37! Reckitt & Colman Products Ltd v. Borden Inc, [1990] 1 All ER 873.
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authoritative clarity in Satyam Info way Ltd. v. Sify net Solutions Pvt. Ltd. (2004) 6 SCC 145,
holding that domain names are unique business identifiers subject to trademark principles, and
that deceptive similarity online can lead to diversion, confusion, and reputational damage
because internet users rarely check origin carefully. The Court underscored that the test for
passing off is probability of deception, not intent to deceive. Further refinement came in Heinz
Italia v. Dabur India Ltd. (2007) 6 SCC 1, where the Supreme Court restrained the marketing of
“Glucose-D” with packaging similar to “Glucon-D.” Even though “glucose” was argued to be
descriptive, the Court held that overall get-up and trade dress could mislead ordinary buyers,
reaffirming that passing off protects not only brand names but also the visual identity of
products. The Court highlighted that minor differences in spelling or packaging do not immunise
imitation when overall impression is similar. Passing off therefore remains an equitable, flexible,
and practical safeguard for brand integrity in both offline and digital markets, protecting
trademarks, trade names, product get-up, slogans, packaging, and online identifiers. Indian courts
view goodwill broadly, ensuring consumer trust, and preventing unfair enrichment. However,
proving passing off may be evidentially heavier than infringement suits because the plaintiff
must prove prior user, goodwill, and likely confusion. Passing off remains an essential safeguard,

especially where many traders rely on use rather than registration.

Indian jurisprudence also recognises well-known marks and provides anti-dilution
protection,Indian law also protects well-known marks against dilution of their reputation. The
Delhi High Court in Daimler Benz Aktiengesellschaft v. Hybo Hindustan (1994) restrained the
misuse of the “Benz” name and logo on undergarments, even though the goods were unrelated,
recognising that global reputation can be harmed through down-market adoption. The Supreme
Court in N.R. Dongre v. Whirlpool Corporation (1996) protected the mark “Whirlpool” based on
trans-border reputation, despite the absence of physical sales or active registration in India at the
time, holding that international exposure through advertising and magazines can build goodwill
in Indian consumers. Parliament later codified this principle in Section 29(4) of the Act now
protects well-known marks against unfair use on dissimilar goods, even without confusion.
Indian courts also adapted these principles to the online world in Yahoo! Inc. v. Akash Arora
(1999) and Satyam Infoway Ltd. v. Sifynet Solutions Pvt. Ltd. (2004), recognising domain

names as source identifiers subject to trademark principles, and holding that minor spelling
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variations online can mislead ordinary users who rarely verify origin carefully. In Christian
Louboutin SAS v. Nakul Bajaj (2018, Delhi HC, Darveys.com),’” The court held that an
e-commerce site cannot claim immunity if it uses counterfeit goods and misleading tags to
benefit from a luxury brand’s reputation. These rulings collectively demonstrate that Indian
courts view reputation as a protectable asset and apply trademark principles preventively to
safeguard market integrity. Indian law recognises goodwill even through exposure alone.This
framework protects consumer interest, commercial honesty, and market reliability, though

evidentiary burdens and enforcement gaps still pose challenges for rights holders.

ENFORCEMENT OF TRADEMARK IN INDIA

Enforcement of trademarks in India mainly works through civil suits, criminal action, and
Customs at the borders, because once an infringer is in the market the damage spreads fast. The
Trademarks Act, 1999 gives the remedies, but honestly the courts drive everything because
companies want quick protection, not a long academic fight. Civil remedies are the most
common, especially injunctions. Courts look at the three-part test before giving a temporary
injunction—prima facie case, balance of convenience and irreparable injury—and this has
basically come from Wander Ltd. v. Antox India (1990 SC)*”® where the Supreme Court said
appellate courts should not interfere unless the trial judge acted perversely. The idea is simple: if
confusion continues, customers get misled and goodwill gets diluted, which cannot be measured
in money. Then in Midas Hygiene v. Sudhir Bhatia (2004 SC)*”* The Supreme Court went even
further and said that if infringement looks clear, the injunction “should normally follow,” even if
the plaintiff came late, especially if the defendant’s adoption looks dishonest. Damages and

accounts of profits exist in law, but in practice nobody wastes time calculating reputation loss, so

372 Christian Louboutin SAS v. Nakul Bajaj, 2018 (76) PTC 508 (Del).
37 Wander Ltd. v. Antox India P. Ltd., 1990 Supp SCC 727.
37 Midas Hygiene Industries (P) Ltd. v. Sudhir Bhatia & Ors., (2004) 3 SCC 90.
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injunctions decide the outcome. Sometimes courts even appoint a commissioner to seize or

destroy fake goods so that they don’t come back into the market.

Criminal enforcement is used when infringement turns into clear counterfeiting, especially for
goods like medicines, FMCG , electronics etc. Sections 103, 104 and 105 of the Trademarks Act

7 applying false marks and repeating the offence. These offences

criminalise falsifying marks,
are cognisable, so police can search, seize and arrest without waiting for warrants. After the new
criminal laws, the Bharatiya Nyaya Sanhita (BNS) has Section 347 on counterfeiting a “property
mark,”¥’® which also applies to trademarks because they identify commercial origin.
Procedurally, the Bharatiya Nagarik Suraksha Sanhita (BNSS)’”” applies for search and seizure.
Criminal action works more like a threat; nobody wants a police raid so big counterfeit clusters
get targeted. But it is not very academic; it is a market problem, so raids are the only language

counterfeiters understand.

In Philips v. Amazestore (2020 Delhi HC),*”® The Court told e-commerce platforms that they
cannot hide behind “safe harbour” if they actively promote listings, earn commissions, or use
meta-tags, because then they must verify sellers and products. This basically forces online
marketplaces to cooperate with trademark owners. At the border level, the Customs IPR Rules,
2007,°” allow rights holders to record their trademarks with Customs, and when suspicious
imports come, Customs can block clearance, inform the rights holder and, if fakes are confirmed,
confiscate and destroy them. This saves time because once cheap imported counterfeits enter
domestic distribution it is nearly impossible to track them. Overall, India uses injunctions for
speed, criminal law for fear, and Customs for prevention. It isn’t perfect and damages hardly
work, but the system tries to protect goodwill before the harm becomes irreversible.
Weaknesses in Enforcement
On paper, India looks strong because the Trademarks Act, 1999 copies international standards

like TRIPS and says everything a modern IP regime should say. But when somebody actually

375 Sections 103—105, The Trade Marks Act, 1999.

376 Section 347, Bharatiya Nyaya Sanhita, 2023
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tries to enforce a trademark, the experience is very frustrating. The gap between the written law
and real enforcement is actually very wide, and I honestly feel that small brands almost get
punished for trying to protect themselves. Civil suits keep dragging, and even interim injunctions
take time. Even though the Supreme Court in Midas Hygiene said that injunctions should
normally follow in clear infringement, that does not guarantee quick relief on the ground.
Wander v. Antox also looks strong, but a small business cannot survive on judicial philosophy.
Some cases literally run for so long that people settle just to escape legal fees. Even if you win a
permanent injunction, fake goods do not disappear automatically because there is no proper
market supervision. Sometimes it feels like the other side can still keep selling quietly and no

one will bother to check.

Damages are written as a remedy, but honestly they look almost imaginary in a trademark
dispute. The courts want proof of actual loss or diverted customers, but how can someone prove
that especially when counterfeit sales happen in unorganised markets, weekly bazaars or online
sellers who vanish the next day? You cannot ask a fake-product seller for audited accounts. So
damages become a theory that lawyers talk about but nobody really gets. Even punitive damages
by some High Courts look like exceptions and not the normal practice. It fails to scare
counterfeiters. Criminal enforcement has the same story. Police can raid because offences are
cognisable, but trademark complaints are not a priority when they are dealing with serious
crimes. Many officers see it as a “‘commercial dispute.” By the time a raid is organised, the stock
shifts somewhere else. Earlier, police even had to wait for Registrar opinions which wasted
precious time. Honestly, a lot of brand owners quietly use copyright law instead because it is

easier to convince police.

Online platforms make everything messier. Courts warn platforms and tell them to verify sellers,
but the seller can just open a new ID. It is like a whack-a-mole game, and brand owners cannot
sit all day sending take-down notices. Cash-on-delivery, fake addresses, fake GST details
becomes a chase. Customs enforcement under the 2007 Rules should stop fake imports, but if
you just walk through Indian markets, you can see that counterfeits enter easily and nobody is
checking every container. Recording rights with Customs sounds good, but many SMEs don’t

know the system or don’t have money for continuous monitoring. In the end, enforcement looks
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like a privilege for large corporations who can pay lawyers, investigators, and agencies, while
smaller businesses are told to “wait for justice” even though their market is collapsing. This
creates a feeling that trademark law is theoretically strong but practically weak. If the country
really wants brand protection and consumer safety, then courts need faster disposal, police need
trained IP cells, and online platforms must stop hiding behind procedure. Otherwise, most

trademark rights stay on paper while infringement continues in real life.

REFORMS & SUGGESTIONS

Sometimes it feels like India already has enough trademark law on paper and we do not need
more sections or more amendments. What we really need is faster enforcement and easier access,
because many brand owners, especially small ones, simply give up midway due to time and
money. The biggest problem comes after interim injunctions, because courts give temporary
protection quite fast in some cases, but then the final trial moves very slow and can take years, so
the whole purpose of stopping damage early is wasted because the infringer sometimes continues
in the market in different ways. A simple reform idea could be that High Courts make special IP
benches or at least a fast-track list for trademark matters, so judges hear these cases regularly and
understand the commercial urgency. Damages are also a confusing area, because even if there is
a clear infringement, proving actual loss or calculating profits of the defendant is extremely hard
in India, especially in unorganised markets, so most people get only small or nominal damages.
Other countries like the US allow statutory damages for counterfeiting, which gives a fixed
amount without too many calculations, and maybe India can think about something similar, like
linking damages to turnover or multiplying the benefit gained by the infringer. Criminal remedies
are also written in the Act, and the police can take action, but on ground the police treat
trademark cases like a small business fight and not a serious economic offence, so raids get
delayed or not done properly. It might help if every district police has a small IP cell where
officers are trained to identify fake goods and understand how big the losses can be, then brand
owners will not run around different officers to explain basic things. Online marketplaces make
enforcement even more tiring, because one fake seller is removed and the same seller comes

again under a new name, so platforms should verify sellers properly and share identity data when
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courts ask, instead of acting like they are neutral. Also MSMEs do not use Customs recordation
much, because the online process and cost is heavy for them, so maybe the government can make
the portal cheaper and easier so even small firms can stop imported counterfeits. None of these
reforms are big dreams, they are just small fixes that can make trademark protection work

properly in real life.

CONCLUSION

To conclude, this chapter shows that trademark protection in India is not just a legal concept
written in statutes, but something that directly affects how businesses compete and how
consumers make choices in everyday life. The Trademarks Act, 1999 and the judicial
developments around it has created a detailed framework to deal with infringement, passing off,
and misuse of brand identity. Courts have played an active role in shaping trademark law by
responding to market realities, especially in cases involving confusion, reputation, and unfair
competition. However, while the law itself appears strong, the real difficulty lies in its
implementation. Delays in enforcement, difficulty in proving damages, online misuse of
trademarks, and the challenges faced by small businesses show that protection often remains
incomplete. Through this study, it becomes clear that trademark law in India needs more
practical efficiency than new legislation. Effective enforcement, awareness, and accessibility are
equally important as legal rules. Ultimately, trademarks are valuable not only for businesses but
also for maintaining fairness and trust in the market, and their proper protection remains essential

for a balanced and competitive commercial system.
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CHAPTER 12: TECHNOLOGY TRANSFER, LICENSING PRACTICES
AND IP COMMERCIALISATION

BY ADITHYAN T.G

INTRODUCTION

While examining the long and complex story of our evolution, a profound realization will
emerge; Homo sapiens are just another normal species with nothing special. He doesn't have
claws to hunt, wings to fly, or fangs to defend. But he has something; his imagination beyond the
skies and reasoning about nature. Despite his physical limitations, that makes him the only

insuperable titan of the animal kingdom.

As we navigate through an era of rapid technological transformation, there arises an undeniable
need for a clear and well-structured system to recognize and monitor human imagination and its
transformation into commercially viable forms. Innovation, in its raw state, is intangible; without
legal structure, it remains vulnerable to misappropriation and underutilization. To address this
necessity, intellectual property laws emerge. They function as the invincible thread connecting

innovation, creativity, economic development, and social progress.

For the advancement of research and the greater public good, an isolated research ecosystem is
not sufficient . For that, we need collaborative and coordinated action among institutions,
industries, businesses, and governments. Nowadays, technology transfer has become a necessity
rather than a choice. It connects knowledge creation and societal application and ensures the
outcomes do not remain confined within laboratories and institutes,but reach the broader market

and ultimately the public.
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So, what is meant by Technology Transfer (TT)? How does it help society? It refers to the
collaborative process of transferring scientific findings, knowledge, data, and manufacturing
processes, etc., from creators (such as research institutes, universities, or government bodies) to
external organizations to create new, commercialized products and services.’® It enhances
competitiveness and stimulates economic development by transforming intellectual assets into
tangible inventions. Ultimately, abstract ideas move beyond theoretical frameworks and
laboratories to society. The primary beneficiary of technology transfer is the public, by deriving
the benefits from both the products introduced to the market and the employment opportunities
generated through research, development, production, sales etc ,its multi-faceted benefits reaches

381382

to the public

OPPORTUNITIES IN TECHNOLOGICAL TRANSFER

1. TT provides opportunities for collaboration with multiple entities and governments. Such
collaborations help to build professional networks, facilitate global market expansion,
enable cross-border licensing, and encourage new market exploration.*®

2. Encourages the formation of innovation-driven startups and academic spin-offs.

3. Transfer of technology supports collaborative and coordinated growth in advanced
sectors like Al, biotechnology, pharmaceuticals, etc., and helps in sustainable growth and
environmental protection.

4. Generation of employment opportunities across various sectors and strata of society,

ultimately contributing to poverty reduction and overall socio-economic development.

%80 World Intellectual Property Organization (WIPO),Technology Transfer,

available at: https://www.wipo.int/en/web/technology-transfer (last visited March 5, 2026)

38! Sagar Pagar, Akshay Khivansara, Pankaj Pagar, Mayur Gandhi and Shivram Jondhale,

"Review Article on Technology Transfer", 2nd vol International Journal of Pure & Applied
Bioscience,145-153(2014).
382 Rod Falvey and Neil Foster, The Role of Intellectual Property Rights in Technology Transfer and Economic
Growth: Theory and Evidence (United Nations Industrial Development Organization, Vienna, 2006).
383 Lena Bischoff, Marta Ferrer-Serrano et.al., “Examining the Role of Technology Transfer on Digitalization:
Consequences and Challenges”, in C. Machado and J. P. Davim (eds.), Management for Digital Transformation 9-11
(Springer, Cham, 2023).

-150-


https://www.wipo.int/en/web/technology-transfer

5. Facilitates healthcare innovation and accelerates the availability of pharmaceutical
products across countries, particularly addressing urgent public emergencies®**.
Eg: Vaccine technology transfer during COVID (WHO mRNA Technology Transfer

Programme with Afrigen Biologics®®, Soberana 02 vaccine initiative®*®

, AstraZeneca
with multiple manufacturers and countries, etc.).

6. It is beneficial for educational institutions in assisting and strengthening their research
activities, enhancing their reputation and credibility, and promoting future innovations.
The creation of new ideas and collaboration with innovative corporations also leads to the
generation of more employment opportunities and the development of highly skilled
scientists and engineers.

7. Contribution to Sustainable Development Goals®®.

It has an enormous impact on SDGs such as health, economic growth, climate action,

poverty, etc.

CHALLENGES FACED IN TECHNOLOGY TRANSFER

1. While transferring the technologies, the regulatory and compliance frameworks stand as
the primary difficulty. Cross-border transfer involves export controls, foreign investment
regulations, intellectual property laws, and sector-specific approvals. In the Indian
context, the FEMA Regulations and RBI regulations govern foreign transactions and

technology-related payments. Since multiple countries have their own legal norms and

3% International Federation of Pharmaceutical Manufacturers & Associations, Technology Transfer: A Collaborative
Approach to Improve Global Health (2015).

385 WHO mRNA Technology Transfer Programme with Afrigen Biologics, available at:
https://www.who.int/initiatives/mrna-technology-transfer-(mrna-tt)-programme (last visited on March 6, 2026).

3% World Intellectual Property Organization, COVID-19 Vaccine Development and Technology Transfer: The Cuban
Experience with Soberana and Abdala,available at:
https://www.wipo.int/en/web/global-health/w/news/2024/innovation-and-technology-transfer-in-cuba-the-developm
ent-production-and-transfer-of-covid-19-vaccine-technology-1 (last visited on March 6, 2026).

387 Alana Corsi, Regina Negri Pagani, Jodo Luiz Kovaleski and Vander Luiz da Silva, "Technology Transfer for
Sustainable Development: Social Impacts Depicted and Some Other Answers to a Few Questions" 245 Journal of
Cleaner Production 118522, (2020).
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regulatory standards, jurisdictional inconsistencies and conflicts between laws create
legal uncertainty and delays during international technology transfers.*

2. The determination of the commercial value of intangible assets is a complex process. The
uncertainty regarding scalability, profitability, and potential of patents and trade secrets
affects the assessment of commercial value.

3. The substantial costs incurred during research and development create a significant
burden on research institutions and enterprises. The expenses associated with
infrastructure, resources, and assembling skilled experts may hinder successful
commercialization. The acceptance of novel concepts or ideas and the long development
cycles with regulatory compliances also delay the transfer process.

4. Technology transfer is vulnerable to unethical practices such as data leakage,
cyber-attacks, and IP infringement. Weak cybersecurity mechanisms increase the risk of
misappropriation of confidential information regarding technologies.

5. Inadequate infrastructure and lack of proper commercialization frameworks in
developing countries, weak IP enforcement mechanisms, and a history of prolonged IP
litigation processes prove the inability of recipient entities and inefficiency in proper
utilization and adaptation of transferred technology, creating an additional barrier
(technology absorption capacity).

6. Resistance to change, lack of consumer awareness, and technological skepticism may

affect the successful adoption of transferred technology.

WHAT ARE THE MODES OF TECHNOLOGY TRANSFER?

Depending on the nature of the technology, the relationship between parties, and the commercial

objectives, technology transfer can occur through multiple modes:

3% Lena Bischoff, Marta Ferrer-Serrano et.al., “Examining the Role of Technology Transfer on Digitalization:
Consequences and Challenges”, in C. Machado and J. P. Davim (eds.), Management for Digital Transformation,Page
no.11-14,31-36(Springer, Cham, 2023).
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1. Licensing Agreements

Licensing is the most common and structured mode of technology transfer. Through a licensing
agreement, the owner of intellectual property (licensor) grants permission to another party
(licensee) the right to use, manufacture, or commercialize the technology in exchange for
royalties or other compensation. It can be a patented invention, copyrighted work, trade secrets,
or technical know-how. This mode allows commercialization without transferring the ownership
of the intellectual property. Licensing agreements can be exclusive, non-exclusive, or sole based

on the contractual terms and conditions agreed by the parties.**

Licensing stimulates research and development, enables entities to monetize intellectual assets,

and facilitates the shift from laboratory to market in a faster way.

A well-drafted licensing agreement prescribes the financial terms (lump-sum payments or
royalty structure), scope of use, territorial limits, commercialization requirements, etc., to

prevent future conflicts®*

In the case of patents, Section 48 of the Patents Act, 1970°°' forms the foundation of licensing
rights in India, which grants the patentee exclusive rights, including the power to make, use, sell,
or import the patented invention. Patent licensing has a significant impact in the pharmaceutical
industry, which helps entities in market expansion and addressing bottlenecks. Access to
compound structures, cell lines, or biologic pathways through technological transfer has enabled
new drug and therapeutic process development, which ultimately leads to public health

advancements.
2. Assignment of Intellectual Property

Unlike licensing, assignment is a mode of technology transfer in which the ownership of the
intellectual property is permanently transferred from the owner (assignor) to another party

(assignee),results in the complete transfer of rights, title, and interest in the technology.It allows

3% Slavo Radosevic, International Technology Transfer and Catch-Up in Economic Development 14-30(Edward
Elgar Publishing, Cheltenham, 1999).

3% World Intellectual Property Organization, Exchanging Value: Negotiating Technology Licensing Agreements — A
Training Manual 17-20, 42-79 (WIPO Publication No. 906(E), WIPO, Geneva, 2005).

31 The Patents Act, 1970 (Act 39 of 1970), s. 48

-153-



the assignee rights to use,sell,or enforce the IP.It is an Irreversible transfer with a mandatory
written statement.Assignment can be done to patents, copyrights, trademarks and even trade

secrets.

This mode is often used in mergers, acquisitions, or when inventors sell their rights outright to
corporations. Employment contracts and business sale agreements commonly include the clauses
ensuring that intellectual property created by individuals during the course of employment
becomes the property of the authority or employer, which are common examples of IP
assignment. Industrial Employment (Standing Orders) Act,1946 sec 3,4 and sec 13B stands as
the core of the Employment related Patent assignments. Assignment of Intellectual property
rights primarily governs by Sec 18,19,and 19A of Copyright act; Sec 68,69,70 of Patents act;
Sec 16(1)(c) & Sec 18(3) of Plant varieties and farmers rights act; and relevant sections of

Trademark act.
3. Joint Ventures and Strategic Alliances

Technology transfer may occur through joint ventures and strategic alliances®”?, when two or
more entities collaborate to develop, produce, or commercialize technology,to achieve common
goals. These alliances allow the parties to share expertise, infrastructure, innovative capabilities,
Ideas and risks.Primary difference between Joint ventures and Alliances is that, Joint ventures
create a new legally separate entity, while alliances do not. Through joint ventures, technology is
usually transferred by shared ownership or cross-licensing arrangements. This method is
common in pharmaceuticals, biotechnology, and advanced manufacturing industries , where

high research costs meet regulatory complexities®”.
4. Foreign Direct Investment (FDI)

Multinational corporations transfer technology to subsidiaries or partner firms in other countries

through Foreign Direct Investment. Such transfers may involve the establishment of

32 M. Russ and S. M. Camp, “Strategic Alliances and Technology Transfer: An Extended Paradigm” 14
International Journal of Technology Management 513-527 (1997).

3% Vladimir Pucik, “Technology Transfer in Strategic Alliances: Competitive Collaboration and Organizational
Learning”, in Tamir Agmon and Mary Ann Von Glinow (eds.), Technology Transfer in International Business
121-138 (Oxford University Press, New York, 1991).
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manufacturing units, technical assistance, expertise sharing, and training of local employees. FDI

helps to bridge the technology gap, boost long-term economic growth, and increase productivity.

In India*®*FDI is primarily governed by the Foreign Exchange Management Act, 1999 (FEMA),
particularly Section 6(3), which regulates foreign investments. It is also regulated under the
Companies Act, 2013, SEBI regulations, and other sector-specific guidelines. From agriculture to
manufacturing, and from software to healthcare, various sectors fall under the ambit of FDI,

thereby facilitating the transfer of technology (ToT).

The availability of human capital, R&D infrastructure, extent of technological gap, mode of
entry, IPR protection regimes, competitiveness in the market, etc., are the crucial factors that
determine technology transfer and its later success. When technology transfers irrespective of
borders, they create new threads of development that collectively become a blanket of economic

growth.

5.Technical Assistance and Consultancy Agreements

Technology transfer may also occur through consultancy services and technical assistance
contracts. They are specialized legal instruments that ensure the transfer of technology from the

owner (transferor) to another party (transferee).
Types of agreements include:

e Technical assistance agreements, which focus on providing specialized knowledge,
training, manuals, and support for implementation of technologies.
e Consultancy agreements, under which experts provide advice for development projects

and strategic planning to enhance operational efficiency.

It allows the transfer of knowledge without the transfer of ownership.

3% Swati Verma, “Technology Transfer through FDI in India: Mode, Extent and Prospects” (Working Paper No. 231,
Institute for Studies in Industrial Development, New Delhi, October 2020).
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6.0pen Innovation(OI) and Open-Source (OS)Models

3% represent the shift from traditional, closed,

Open Innovation™ and Open-Source Models
in-house R&D to collaborative and distributed networks. Instead of relying solely on internal
research capabilities, organizations collaborate with external partners, startups, universities,
research institutions,etc. This model accelerates commercialization, enables shared R&D, while
reduces operational & developmental costs. Moreover, it shortens the development cycle and
helps the research outcomes to overcome the bottleneck dilemma such as limited

funding,expertise and slow licensing process.

Key methods within this mode involve inbound (in-licensing of external technology) and
outbound (out licensing of internally developed technology) transfers, open-source code sharing,
and collaborative research and community-based innovation ecosystems. These mechanisms

allow knowledge to be diffused free across institutions and countries.

For example, Universities increasingly use open sources to bypass lengthy licensing
negotiations, and to generate their research output directly to the public, thereby enhancing
accessibility . Prominent examples of open-source initiative by large conglomerates include
Kubernetes (by Google) ,Zulip ,Tensorflow(by Google)& PyTorch (by Facebook ). These
platforms demonstrate how open-source ecosystems can drive global collaboration,and rapid

technological growth with a short development cycle.

7.Technology Transfer from Universities and Public Research Institutes (PRI)

Technology transfer from universities and public research institutes (PRI) has become a

significant driver of development.**’

Various mechanisms include:

395 Jose Bestar Padilla Bejarano and John Wilder Zartha Sossa,et al, “Open Innovation: A Technology Transfer
Alternative from Universities — A Systematic Literature Review” 9 Journal of Open Innovation: Technology, Market
and Complexity (2023).

3% Xiaohong Chen and Yuan Zhou, “Open-Source Collaboration and Technological Innovation in the Industrial
Software Industry: A Multi-Case Study” 13 Systems 433 (2025).

37 World Intellectual Property Organization, “Modes of Technology Transfer in the Academic Ecosystem”, available
at: https://www.wipo.int/en/web/technology-transfer/faq (last visited on March 7, 2026).
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1.

Technical journals, scientific magazines, and academic articles;research findings are
disseminated to the public domain. Publications allow researchers and entities to build
upon existing discoveries and explore new avenues.

e Eg : Al Research papers by MIT, Stanford etc have significant impact on the
commercial Al application.

e The publication of CRISPR gene-editing research in journals like Nature and its
impact on global Bio technology companies .

Master’s and doctoral research projects generate innovative solutions that can be adopted

by industry partners. Knowledge dissemination has been structured by these methods.
e FEg :The PageRank algorithm, a PhD research project by Larry Page and Sergey

Brin at Stanford University, later became the foundation of Google’s search

engine.

Conferences, academic courses, workshops, seminars, etc., facilitate interaction between
researchers and industry representatives. Such engagements often lead to collaborative
partnerships ,spinoffs and knowledge exchange.

e Eg: The NeurlPS*® (Neural Information Processing Systems) conference led to
numerous Al collaborations and knowledge exchanges between universities and
companies such as Google, Microsoft, and OpenAl.

Patent filings disclose technical information. While safeguarding intellectual property

rights, they simultaneously act as sources of technological knowledge accessible to

potential licensees and innovators.

e FEg:The patent disclosures regarding mRNA vaccine technology and its impact on

pharmaceutical research during the COVID-19 pandemic.

Industry-sponsored research projects and collaborative projects with firms lead to
expertise sharing and commercialization of research output.

e Eg: Pfizer’s collaboration with BioNTech for the COVID-19 vaccine researches®”

3% “NeurIPS 2025: The Thirty-Ninth Annual Conference on Neural Information Processing Systems”, conducted by
the Neural Information Processing Systems Foundation, available at: https://neurips.cc (last visited on March 7,
2026).

3% Pfizer Inc., “Pfizer and BioNTech Announce Further Details on Collaboration to Accelerate Global COVID-19
Vaccine Development”, available at:
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e [IT with multiple MNCs

5. Graduates with knowledge, technical skills, and research experience, when entering the
workforce, act as important channels of informal technology transfer.
e FEg: Graduates from IITs and MIT and their entering into MNCs

6. Spin-off and startup creation based on university research outputs and knowledge stand
as significant modes of transferring technology and IP commercialization.
e Eg:Creation of Moderna

7. Industry—institution staff exchanges and consultancy strengthen knowledge diffusion
between academia and industry.
e FEg: Professors from Engineering and pharmaceuticals and their collaboration with

multiple entities .

The flow of ideas and inventions from university and PRI laboratories to the marketplace, and
ultimately to the public, has been facilitated by these linkages. By transforming academic
research into new products, improved processes, employment opportunities, and innovative

solutions, technology transfer strengthens economic development and promotes social welfare.

TECHNOLOGY TRANSFER AGREEMENTS (TTA) AND THE PHASES
OF TECHNOLOGY

Technological knowledge and information can be shared informally through the transfer of skills

and formally through Technology Transfer Agreements(TTAs).

What is meant by TTA?*® A Technology Transfer Agreement is a legally binding contract which
governs the transfer of Intellectual Property (IP), technical know-how, or software from one party
(Transferor)to another(Transferee) party, which transforms intellectual assets from research

environment to a commercial entity.

https://www.pfizer.com/news/press-release/press-release-detail/pfizer-and-biontech-announce-further-details-collabo
ration (last visited on March 7, 2026).

40 World Intellectual Property Organization, “Technology Transfer Agreements”, available at:
https://www.wipo.int/en/web/technology-transfer/agreements (last visited on March 7, 2026).
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It outlines the scope of rights, development obligations, and commercialization terms, along with
royalty structure, territorial powers & limitations, duration, confidentiality, and dispute resolution
mechanisms. These agreements play a vital role in fostering innovation, enhancing growth, and
facilitating collaboration. However, they must strictly adhere to IP regulatory frameworks,
competition laws, foreign exchange regulations,etc and sector-specific laws.It gives life to the ideas

from Labs to Public .

Phases Involved in the Process of Technology Transfer

Technology transfer is not a single event but a structured, multi-layered process. The key phases

involved are as follows:

1. Analysis and Researching: The process starts with the exploration of multiple problems
and recognition of various needs. Through detailed investigations, experts delve deep into
the intricacies of the challenge and later conceptualize viable solutions. Collaboration of
the knowledge, skills of experts, and infrastructure lays the foundation for this research.

2. Invention: A new product, process, or composition is created.

3. Invention Recording: Researchers document their findings in laboratory records to
establish the timeline of discovery. Subsequently, the inventor submits a formal IDF
(Invention Disclosure Form) to the Technology Transfer Office (TTO) to begin the legal
process. It serves as the starting point for the transfer of technology.

4. Assessment & Evaluation: The TTO conducts a detailed evaluation of originality,
eligibility, commercial feasibility, and market analysis on the basis of demand and
competitive landscape, etc. The TTO also assesses technical feasibility by evaluating the
potential for scalability and ensures that the technology does not infringe on existing
patents.

5. Intellectual Property Protection: Upon positive evaluation by the TTO, filing for
appropriate intellectual property protection such as patents, trademarks, and copyrights in
collaboration with legal experts is done to maintain the exclusivity of intellectual assets.

6. Marketing and Strategy Development: Following the initiation of intellectual property
protection, the Office of Technology Transfer (OTT) will initiate marketing and
commercialization.

By using non-confidential summaries, suitable industrial leaders or existing companies
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are approached for transfer and partnerships.
Venture capitalists are also approached for collaboration.

7. Negotiation and Execution of TTA Agreement: The TTA agreement detailing the
royalties, rights, powers, etc., is drafted and later verified and finalized by the receiving
party.

8. Implementation and Technological Transfer: A structured Knowledge Transfer
Package (KTP), which includes master formulas, standard test procedures, and
manufacturing instructions, is transferred. Onsite training and workshops for the
receiving party are conducted to ensure accurate replication of results. Everything
necessary for technological transfer and implementation is fulfilled.

9. Commercialization: The licensee moves into full-scale production and sales, with better
research and integration, and focuses on market entry. Simultaneously, the royalties and
revenue to the inventors are operated as per contractual terms. The TTO monitors

compliance, performance benchmarks, and financial reporting to ensure adherence.

-after all these phases, abstract intellectual thoughts transform into market-ready
solutions. A well-regulated transfer process ensures that inventions do not remain

confined to laboratories but evolve into society as the canons of development.*”!

When we look around us, almost every brand and nearly every technology has been developed,
restructured, or reincarnated through the process of technology transfer. Whether through
licensing agreements, joint ventures, patent assignments, or research collaborations, it has all

transformed from intellectual ideas into market reality.
One of the most famous examples of technology transfer is NASA and its memory foam.
1. Nasa — Memory Foam*”

An incident considered as the classic example of public-to-private technology transfer.

401 The American University in Cairo, “Technology Transfer Process”, available at:
https://www.aucegypt.edu/research/technology-transfer/technology-transfer-process (last visited on March 7, 2026).
402 National Aeronautics and Space Administration, “Memory Foam”, in *NASA Spinoff 2005*, available at:
https://spinoff.nasa.gov/Spinoff2005/ch _6.html (last visited on March 7, 2026).
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During the 1960s, when space technology was in its premature state, test pilots and astronauts
were exposed to intense gravitational forces during flight. These forces often caused severe
discomfort and physical injuries. To address this, NASA funded a research program to improve

aircraft seat cushioning and enhance crash protection.

Engineers from NASA Ames Research Center, namely Charles Yost and Chiharu Kubokawa,
worked on developing materials capable of absorbing shocks and redistributing pressure.
Through their research, they created a viscoelastic polyurethane foam that combined softness and
energy-absorption characteristics. This airline seat design had the ability to reduce crashes and
vibrations and to slowly regain its original form, making it ideal for test flights and space

missions.

NASA patented this invention. During the 1980s, realizing its commercial potential, NASA
made the technology available to the public domain using licensing mechanisms. A Swedish
company, Fagerdala World Foams, invested nearly a decade in research to make it more durable,
less temperature-sensitive, and consumer-centric. In 1991, the refined product was launched as
“Tempur-Pedic.” Over time, it expanded beyond aerospace applications. Now it has become part

of mattresses, pillows, medicinal cushions, sports safety equipment, prosthetics, and more.

What began as a safety innovation for pilots has now evolved into a multi-billion-dollar industry.

It depicts how government-funded research becomes commercially viable intellectual property.

2. Google — The Stanford Pagerank Algorithm

A success story born from a university PhD project”

The story of Google stands as one of the most iconic examples of university-led technology
transfer.Larry Page and Sergey Brin, PhD students of Stanford University, developed the
“PageRank” algorithm during their PhD research. The algorithm fundamentally changed how
search engines ranked web pages by analyzing link structures to determine relevance and

authority.

403 Eric Roberts, “The Google PageRank Algorithm”, Handout No. 24, CS 54N, Stanford University, Nov. 9, 2016,
available at: https://web.stanford.edu/class/cs54n/handouts/24-GooglePageRankAlgorithm.pdf (last visited on
March 7, 2026).
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This invention was formally disclosed to Stanford’s Office of Technology Licensing (OTL), and
then the university applied for patent protection.The technology was granted U.S. Patent No.
6,285,999, By recognizing its potential, Page and Brin founded a new startup called “Google”

(derived from “googol,” meaning the number 1 followed by 100 zeros).

In September 1998, Stanford granted an exclusive license to their new startup. Instead of opting
for traditional royalties, Stanford accepted equity shares in the company.Within two years,
Google became the top search engine in the world. When the company went public in 2004,
Stanford’s share was reportedly worth over $336 million. The rest of their growth is history, and

it has become a landmark case for us.

This case remains as a classic story where university innovation turned into startup formation

and later entered the public domain.
3. IIT Madras — Ather Energy

A similar mode can be seen in India at the Indian Institute of Technology Madras*®. Through its
incubation ecosystem, the institute supported the birth of Ather Energy, founded by Tarun Mehta

and Swapnil Jain.

The IIT Madras incubation cell provided lab access, mentorship, technical infrastructure, and
initial IP support, which became the birthplace of high-performance electric scooters tailored to

Indian roads. Today, Ather Energy stands as one of India’s leading electric vehicle startups.

4. IIT Bombay — CareNX

404 Lawrence Page, “Method for Node Ranking in a Linked Database”, U.S. Patent No. 6,285,999 B1, filed Jan. 9,
1998, granted Sept. 4, 2001, assigned to The Board of Trustees of the Leland Stanford Junior University, available
at: https://patents.google.com/patent/US6285999B1 (last visited on March 7, 2026).

4% Indian Institute of Technology Madras, “Technology Transfer”, available at:
https://www.iitm.ac.in/innovation/technology-transfer (last visited on March 7, 2026).
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Another strong example is the Indian Institute of Technology Bombay**®, which supported the
creation of CareNX Innovations in developing Fetosense*”’, a portable fetal heart monitoring
device. Fetosense allows expectant mothers to monitor fetal heart rates at home, reducing
hospital visits and improving maternal healthcare accessibility. The collaboration between
academic research and startup commercialization in this case is a significant example of how

technology transfer can address real-world problems.

The waterless hygiene products incubated at IIT Delhi and the birth of Clensta International*®

also show the transformation from publishing research papers to building high-impact startups.
5. mRNA vaccine research: collaboration between BioNTech and Pfizer

The mRNA vaccine research collaboration between BioNTech and Pfizer stands as a primary
example of joint venture technology transfer that ultimately contributed to global public health.
While BioNTech held the intellectual property rights over mRNA technologies, for large-scale
pharmaceutical production, clinical trials, scaling, and wider distribution, Pfizer entered and
came into collaboration with BioNTech . The BNT162b2 vaccine creation during covid

pandemic proves the necessity of this collaboration.

Through this partnership, BioNTech contributed its patented mRNA technology and scientific
expertise, while Pfizer provided their manufacturing capacity, global supply chain infrastructure,
regulatory experience, and commercialization networks. Structured royalty and profit-sharing
agreements between them reduce future disputes and outlines financial rights and obligations of
each and through this they ensure structured management. This collaboration led to shared IP
rights, cross-border technology transfer, coordinated research programs , and joint production on
a global scale. The results of this collaboration was not merely a commercial success but a major

public health breakthrough during the COVID-19 pandemic. The previous collaboration of them

496y, Arumugam and Karuna Jain, “Technology Transfer from Higher Technical Institutions to the Industry in India
— A Case Study of IIT Bombay” 17 Journal of Intellectual Property Rights 141-151 (2012).

407 ODESS — Observatory of e-Health and Digital Health Systems, “Fetosense: Al-Based Foetal Heart Monitoring
Ecosystem”, available at:https://www.odess.io/en/initiative/fetosense-ai-based-foetal-heart-monitoring-ecosystem/
(last visited on March 8, 2026).

%8 Indian Institute of Technology Delhi & Clensta International, “Clensta International — Technology Transfer and
Commercialization of Waterless Personal Care Innovation”, available at: https://clensta.com (last visited on March
8,2026).
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during 2018 for Influenza also became a milestone in joint venture technology transfer. WHO’s

reports regarding these collaborations proves the success of these collaborations.

)** develops innovative

Similarly, in India, Council of Scientific and Industrial Research (CSIR
technologies and licenses them to Indian pharmaceutical companies. Pharmaceutical licensing in
such cases becomes another powerful example of technology transfer with deep societal impact.
By transferring publicly funded research to private manufacturers, CSIR enables wider
accessibility with greater public benefit, thereby transforming laboratory fetuses into real-life

human.

When technology reaches competent hands, this becomes a paramount one by breaking the

bottlenecks, and it becomes a new avatar in the market through effective IP commercialization.

IP_commercialization is the process of transforming an idea into a marketable product or service

that generates revenue. It is the stage where abstract innovation acquires economic value.
IP commercialization involves multiple structured steps:

1. Identification and Protection of IP:

It starts with identifying the intellectual assets and protecting them from unauthorized
use. Legal protection through patents, trademarks, copyrights, and industrial designs
ensures the exclusivity of an intellectual asset.

2. Market Analysis and Feasibility Test:

Based on market trends, competition, and consumer preferences, the demand for the
product or service is analyzed. Proper IP commercialization commences from this phase,
where the geographical and product markets are carefully analyzed. IP valuation, market
size, demand for the product or service, competitors, legislative frameworks of different
states, and potential business partners are considered while analyzing the market. This

ultimately leads to the conclusion of feasibility and scalability.

49 Mugbil Burhan and Sudhir K. Jain, “Management of Intellectual Property and Technology Transfer by Public
Funded Research Organizations in India: A Case of CSIR” 20(6) Journal of Intellectual Property Rights 398-410
(2015)
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3. Commercialization Strategy:
By using licensing agreements, partnerships, joint ventures, or assignments, the IP is
introduced into the market.
4. Monetization and Revenue Flow:
By transferring IP assets to markets, the owner monetizes these assets through royalties,
lump-sum payments, or equity participation. It ensures a sustainable flow of economic

returns while maintaining structured IP relationships.

A notable Indian example is Jawaharlal Nehru Tropical Botanical Garden and Research Institute
(JNTBGRI) and its herbal licensing. JNTBGRI a well-known botanical research centre , which
developed the herbal formulation of anti-stress medicine called Jeevani from the Arogyapacha
plant(7richopus zeylanicus) and entered into a licensing agreement with Arya Vaidya Pharmacy
Ltd. In 1995*'°Although it generated revenue (around US $50,000), challenges such as lack of
strong international IP protection and biological resources utilization norms, highlighted the

importance of structured and globally aligned IP strategies.

Similarly, the pharmaceutical licensing initiatives of CSIR*"' (Council of Scientific and Industrial
Research), including its high-value international licensing deals (collaborations with Nostrum
Pharma in 2010 which led to a US $150 million deal)*?, demonstrates how proper IP
commercialization generates significant economic returns and global access. Biotechnology and
Pharmaceuticals related technology transfers and IP commercialization, and its significance is

evident in these case studies.

So, IP commercialization is not merely about market growth or profit generation; it strengthens
collaborations between industries, institutes, and even nations. It promotes innovative

ecosystems, contributes to economic development, and ultimately benefits society at large. As

410 Athira V. Anand and M. J. Sreedevi et al., “Plant Conservation Associated with Traditional Knowledge: Past and
Future”, in S. Sukumaran and Keerthi T.R. (eds.), *Biodiversity, Traditional Knowledge and Conservation*, p.
262,2023

411 World Intellectual Property Organization, “Licensing to Save Lives”, in *IP Advantage: Using Intellectual
Property for Development*, available at:
https://www.wipo.int/en/web/ip-advantage/w/stories/licensing-to-save-lives (last visited on March 8, 2026).

412 Council of Scientific and Industrial Research,CSIR News, Vol. 61, October 2011, p. 224, para. 3, available at:
https://niscpr.res.in/includes/images/csirnews/csirnews_oct11.pdf
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George Bernard Shaw says, imagination is the beginning of creation; when imagination gives

birth to creation, it has the ultimate power to restructure the world around us.

For a stronger technology transfer ecosystem and a structured licensing framework, judicial
precedents have played a transformative role. Certain landmark decisions stand as stalwarts that
shape and redefine the boundaries of licensing, public access, inventor rights, business relations
and public interest. Together, they have brought harmony and stability to what was once a
fragmented and uncertain .Like a great symphony, blends chaotic notes and changes it into a

thaumaturgical music.

As emphasized in the 161st Report on the Review of the Intellectual Property Rights Regime in
India (Rajya Sabha, 23 July 2021, Page no.10):

“Promotion and protection of such creations and innovations in the form of intellectual property
and intellectual rights is significant for not only safeguarding them from adverse exploitation but
also managing them as precious knowledge assets. This calls for the need to establish a robust
and effective Intellectual Property Rights (IPR) regime that encourages and incentivizes

innovation and creativity along with securing the collective interest of society "’

In the light of this objective, several case laws have significantly shaped the licensing and

technology transfer regime .

In India,one of the cases that restructured this regime is Bayer Corporation v. Natco Pharma
Ltd. case’ .This marked a historic milestone in compulsory licensing jurisprudence.The
granting of compulsory license for the cancer drug Nexavar (Sorafenib Tosylate) with reasoning
of Sections 84(1) and 83(b) of the Patents Act, 1970, on the grounds of unaffordable pricing,
inadequate supply, and failure to “work™ the patent in India. The ruling reinforced that patent
rights are not absolute and it must align with public health considerations and it affirms that

ultimately the public is greater than anything. On the other hand, Lee Pharma Ltd. v.

413 Department-related Parliamentary Standing Committee on Commerce, Rajya Sabha, “161st Report on the Review
of the Intellectual Property Rights Regime in India” (23 July, 2021), p. 10.
414 Bayer Corporation v. Natco Pharma Ltd. Case,2014(60) PTC 277(BOM)

-166-



AstraZeneca*'® demonstrates the boundaries in granting compulsory licenses in the ( incident of
the diabetes drug Saxagliptin). This incident proves that failure to prove public requirements or
lack of affordable access,makes the CL and clarifies that compulsory licensing is an exception,
not a rule . Internationally, from Brazil’s decision on Efavirenz (2007)*'®(for HIV treatment) to
Canada’s grant of a patent license to Apotex (2004-07), further illustrates how licensing

frameworks can balance patent protection with urgent public necessity.

In the university—industry technology transfer arena, Stanford University v. Roche Molecular
Systems, Inc*'’. clarified patent ownership principles and the rights of individual inventors with
regards to universities, reinforcing the significance of university research incubations in research
fields and tech revolutions with importance of IP agreements in academic collaborations.
Similarly, Association for Molecular Pathology v. Myriad Genetics, Inc*'®. have noteworthy
influence in biotechnology licensing strategies by the declaration that ‘naturally occurring

1*Y, restricted

human genes are not patentable’, while Alice Corp. v. CLS Bank Internationa
abstract software patentability, thereby restructuring the technology transfer models in the digital

innovation sector.

In the context of Standard Essential Patents (SEPs) and FRAND licensing, Telefonaktiebolaget

d*. incident and the allied conflicts with others

LM Ericsson v. Micromax Informatics Lt
provided clarity on royalty determination and fair, reasonable, and non-discriminatory licensing

obligations in India. Besides that, the long-standing cross-licensing arrangements between Apple

#3Compulsory Licence Application No. 1 of 2015,

Order dated 31 October 2017,

Controller of Patents, Office of the CGPDTM, India.

416 Compulsory Licence of Efavirenz (Decree No. 6,108 of 4 May 2007), Federative Republic of Brazil.
47 Stanford Univ. v. Roche Molecular Sys., Inc., 563 U.S. 776 (2011).

18 Association for Molecular Pathology v. Myriad Genetics, Inc.,569 U.S. 576 (2013).

419 Alice Corp. v. CLS Bank International, 573 U.S. 208 (2014)

420 Telefonaktiebolaget LM Ericsson v. Micromax Informatics Ltd., 2016 SCC OnLine Del 1951 (Delhi
HC)

1.Telefonaktiebolaget LM Ericsson (Publ) v. Intex Technologies (India) Ltd., FAO (OS) (COMM)
296/2018 & 297/2018 (Del HC, 29 March 2023)

2.Lava International Ltd. v. Telefonaktiebolaget LM Ericsson,

CS (COMM) 65/2016; CS (COMM) 1148/2016; CC (COMM) 14/2017,

.etc
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Inc. and Microsoft Corporation demonstrates how structured IP agreements and structured

collaborations can convert potential litigation into harmonious technological advancement.

Collectively, these judicial precedents form the building blocks of our byzantine-modern
licensing regimes, clarify the scope of inventor and institutional rights, balance private
exclusivity with public welfare, technological collaborations and provide legal certainty to
cross-border technology transfer, transforming IP commercialization into a structured,

principled, and socially responsive innovation framework.

CONCLUSION

‘Technology transfer and IP commercialization’ together form the bridge between human
imagination and societal progress. What begins as an abstract idea in the corner of mind evolves,
through laboratories,structured legal frameworks and collaborative efforts,transforms into

tangible innovations that transmutes economies, industries, and everyday of our life.

As quoted by George Bernard Shaw, “Imagination is the beginning of creation.” When
protected, shared, and commercialized effectively, that imagination becomes the very force
capable of restructuring and revolutionising from atom to void. For that we need a robust
intellectual property regime,transparent licensing frameworks,dynamic judiciary and a
collaborative ecosystem that wunites research institutions, industries, governments and
everything.Bys sustainable development, uplifts society, and shapes a progressive global
future.“By fostering this framework, we will unlock a future driven by innovation, inclusive

growth, and global progress.
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CHAPTER 13: COMPETITION LAW CONSTRAINTS ON IP RIGHTS
AND MARKET POWER

BY NISHA BHATI

INTRODUCTION

It has been noted that over the past few years the interface between IP Rights and competition
law has become an issue of debate, with advocates of both writing about the growing dynamics
of dispute and complimenting relationship between the both. No doubt there exists a tassel
between both subjects. While Intellectual Property Rights grants rights and monopoly,
competition law regulates such monopoly to prevent abuse of dominance and exclusivity that IP
owners enjoy. The key is that while it's important to boost innovation in the market, equally
important is controlling this competitiveness in the market that is generated by innovations.
However, they are complimentary in nature too, and this chapter explains the challenges posed
by IP rights, abuse of dominance, anti-competitive activities and how competition law regulates
such rights, activities and control market power to maintain a fair market system.

Any market operates and regulates via an established system or mechanism and two prominent
known such established mechanisms are namely; Free market operation & Regulated market
operation.

A free market Operation is one where a direct relation exists between producer, service provider
and consumer. Thus, there is a high possibility that manufacturers easily take unfair advantage of
consumers to earn profit. This results in an unbalanced economy in a country. Whereas

Regulated market operation or system, market is regulated by different governing and regulating
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bodies operating under government’s hand. It prevents unfair market practices and formation of
monopolies. This helps improve the country's economy too.
Such are markets wherein IP Rights and Competition law play pivotal roles and exercise their

respective roles.

IP & MARKET DOMINANCE

For anyone, achieving and sustaining respective market dominance is highly facilitated by
securing IP rights. Although the primary end goal of granting IP rights is to encourage
innovation via establishing exclusive rights for the inventor, it is equally possible that such rights
can be deliberately used to gain market dominance, which can hurt healthy market competition.
An organisation’s strategic use of IP rights has the potential to squeeze customer choice, restrict

access to critical technology and pose hurdles to enter market competition.

1. Establishing Market Dominance through IP Rights

IP Rights such as trademarks, copyrights, and patents opens a window of opportunity for
organisations and companies to earn profit from their innovations, brands and creations. This is
how strategic approaches are taken into application to take advantage of this exclusivity and

become market leaders;

a. Monopoly power & barrier to entry
One way businesses keep competitors out of the market pool or impose heavy licensing
fees is by obtaining exclusive rights to important products and technologies. Securing a
prominent patent or trademark would block competitors from delivering comparable
goods & services. Further, the longer the terms of these grants, the more the chances of a

corporation dominance in the market and thus a very skewed scope for competition.**!

421 Manit Sharma & Hrithik Sharma, “Anti-Competitive Practices arising out of Intellectual Property Rights,”
International Journal of Law, Management and Humanities, (IJLMH), Volume 6, Issue 3, Page No. 3115-3120,

DOI: https://doij.org/10.10000/IJI.MH. 115204, Accessed: 21 December 2025.
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b. Higher Prices
Corporations with IP rights create lack of competition and charge outrageous prices for
essential products compared to a competitive market. This is especially true for and in

industries like pharmaceuticals.**

c¢. Reduced Innovation
As well known is the fact that Intellectual property is designed to encourage innovation
and creations but also is noticed and accepted that monopolies potentially use exclusivity
to stagnant innovation. Dampening of innovation occurs when other companies cannot
match the same innovation, compared to dominating corporations. Smaller businesses
and market players are discouraged from entering the market and polling alternatives due

to high licensing cost.*?

COMPETITION LAW

Competition Act, 2002 was passed by the Parliament of India on January 13, 2003 by repealing
the Monopolies and Restrictive Trade Practices Act, 1969. The key instruments of this act are;

1. The Anti- Competitive Agreement

2. The abuse of Dominance

3. The Mergers and Combinations

4

The Competition Advocacy ***

422 Md. Deen Islam, Warren A. Kaplan, Danielle Trachtenberg, Racel Thrasher, Kevin P. Gallagher & Veronika J.
Wirtz, “Impact of Intellectual Property provisions in trade treaties on access to medicine in low and middle income
countries: a systematic review,” Globalization and Health 15, 88(2019), DOI:
https://doi.org/10.1186/s12992-019-0528-0, Accessed: 18 December 2025.

42 Manit Sharma & Hrithik Sharma, “Anti-Competitive Practices arising out of Intellectual Property Rights,
International Journal of Law, Management and Humanities, (IJLMH), Volume 6, Issue 3, Page No. 3115-3120,
DOI: https://doij.org/10.10000/IJLMH. 115204, Accessed: 21 December 2025.

s

2% Akshy Varshanth B, “Intersection between Competition Law and IP Laws in Indian Perspective,” International
Journal for Legal Research and Analysis (IJLRA), 2023, Volume 3, Issue 7, Page No. 1-16, DOI:
https://www.doi-ds.org/doilink/04.2023-82447286/INTERSECTION%20BETWEEN%20COMPETITION%20LA

W%20AND%201P%20L AWS%201, Accessed: 21 December 2025.
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The concept of Laissez-faire in Competition law theory states that anti-trust laws are unnecessary
since in such situations the enterprises compete with each other to gain market supremacy over
the long term. The theorists of laissez-faire contended that an enterprises’ attempts at raising
prices to gain profit from its dominating position, creates profitable possibilities for rival
competitors to compete. Imposing unfair trading terms- exclusivity, predatory and discriminatory
pricing, limiting consumer options or choices, denying access to market to rivals or competitors
and tying the sale of one product to another are all abusive uses of exclusivity. The case of
Microsoft Corporation v. Commission of European Communities is a key case to our
understanding of this power. It was held that; refusal to supply a facility that is essentially
required for use by all concerned businesses attempting to compete, would constitute an abuse.
And a fine of 497 million Euros was imposed herein.*”> Thus, we understand that Competition
law is a body of legislation that protects consumer’s interests and encourages fair & healthy
market competition. CCI, Competition Commission of India under Competition Act, 2002 was

established with the objective of upholding India’s Competition laws.

COMPETITION LAW CONSTRAINTS ON IP RIGHT & MARKET
POWER

Competition law explicitly places constraints on IP rights via statutory framework and provisions
that essentially regulate practices of; abuse of dominance, forming of anti-competitive
agreements and imposing restraints by right holders. This approach is a clear reflection of

striking a balance between innovative incentives and maintaining a competitive market.

A. Section 3 Clause 1 of Competition Act, 2002 prohibits creation of such agreements that
may or are most certainly likely to cause an appreciable adverse effect on competition

aka AAEC, in India.***

4% 1d., accessed 22 December 2025.
#26 The Competition Act, 2002, s.3(1) (India), DOI:
indi nic.in/bitstr 1234 2010/7/A2003-12

-172-


https://www.indiacode.nic.in/bitstream/123456789/2010/7/A2003-12.pdf

B. Further, another clause pertaining to the same section, Section 3 clause 5 carves out, in
this context, a limited exemption for IP rights. This provision states;
“Nothing contained in this section shall restrict—

(i) the right of any person to restrain any infringement of, or to impose reasonable
conditions, as may be necessary for protecting any of his rights which have been or
may be conferred upon him under-

(a) the Copyright Act, 1957 (14 of 1957);

(b) the Patents Act, 1970 (39 of 1970);

(c) the Trade and Merchandise Marks Act, 1958 (43 of 1958) or the Trade Marks Act,
1999 (47 of 1999);

(d) the Geographical Indications of Goods (Registration and Protection) Act, 1999
(48 of 1999),

(e) the Designs Act, 2000 (16 of 2000);

(f) the Semiconductor Integrated Circuits Layout-Design Act, 2000 (37 of 2000),*’

This allows the agreements that impose reasonable conditions which are necessary for protecting
IP rights such as Copyrights, patents, trademarks and geographical indications, in order to not
violate the act. But the nature of limitation is such that although the section would appear to
protect IPR holders, its language clearly states that such exemption applies only to; Reasonable
conditions and conditions that are necessary for protection of IP rights. Thus, any restriction that
exceeds the strict necessity to safeguard IP rights would fall outside this exemption rule and is
subject to scrutiny under the Competition law.

Therefore we can conclude that Section 3 clause 5 is an explicit statutory constraint. And as
noted in Indian Scholarship, this exemption under Section 3(5) is “regulatory in nature and not

absolute, as reasonableness remains the governing criterion”**

C. Section 4 clause 1 of Competition law prohibits, “Abuse of Dominant Position” and

provides:

47 The Competition Act, 2002, s. 3(5), (India), DOI:
https://www.indiacode.nic.in/bitstream/123456789/2010/7/A2003-12.pdf.

428 Manit Sharma & Hrithik Sharma, “Anti-Competitive Practices arising out of Intellectual Property Rights,”
International Journal of Law, Management and Humanities, (IJLMH), Volume 6, Issue 3, Page No. 3115-3120,

DOI: https://doij.org/10.10000/IJI.MH. 115204, Accessed: 20 December 2025.
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429

“«“

o enterprise or group shall abuse its dominant position”.
D. And section 4 clause 2 stipulates:

“There shall be an abuse of dominant position [under sub-section (1), if an enterprise or
a group—

(a) directly or indirectly, imposes unfair or discriminatory—
(i) condition in purchase or sale of goods or service; or

(ii) price in purchase or sale (including predatory price) of goods or service "’

Clause 1 states that under the law, dominance even if arising out of IP monopolies- patents,
trademark or copyright- itself isn’t illegal, however abuse of such dominance done deliberately
to harm competition, is expressly wrong and prohibited.
Under clause 2, the act defines the activities that constitutes an “abuse of dominance or dominant
position” by an enterprise, it further prohibits such actions of;

e [mposing unfair prices,

e Denying market access

e Tying contracts to unrelated obligations
- all prejudice of market competition. Thus, via section 4 clause 2, Competition law explicitly
limits scope of intellectual property when exercise of these rights leads to market foreclosure and
harm to consumers. As beautifully illustrated by Mrinmayi Mule and Siddhi Sankalp in their
paper titled, “Competition law and Intellectual Property Rights (2024)”, “the Competition Act
does not negate intellectual property rights, but intervenes when their use crosses the threshold

from lawful exclusivity to market abuse.”’

E. Further to address this conflict more precisely, Indian Statutory framework has a

Two-level Constraints Model:

2 The Competition Act, 2002, s. 3(5), (India), DOI:
https://www.indiacode.nic.in/bitstream/123456789/2010/7/A2003-12.pdf.

40 The Competition Act, 2002, Act No. 12 of 2003, Government of India ss. 4(1)- 4(2), DOLI:
https://www.cci.gov.in/images/legalframeworkact/en/the-competition-act-20021652103427 pdf.

“!Mrinmayi Mule & Siddhi Sankalp, “Competition Law and Intellectual Property Rights,” Indian Journal of Law
Managements and Humanities (IJLMH), Volume 7, Issue 2, Page 562-576, 2024. DOI:
https://doij.org/10.10000/IJLMH. 117016, Accessed: 28 December 2025.
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1.

2.

Ex ante control
Under section 3(5), Competition law scrutinises IP agreements and conditions of

licensing

EX post control

Under section 4, it addresses abusive conduct by dominant IP holders

Together these ensure that [P agreements are reasonable right from the stage of their inception

and also strengthen regulatory oversight to prevent IP rights from taking the shape of unchecked

monopolistic weapons.

Role of Competition Commission of India

Under Section 27, Competition Commission of India (CCI) has been given remedial
power of wider nature to;-

Modification of agreements

Imposing monetary penalties in case of abuse

Giving clear directions to enterprises to discontinue abusive conducts and activities,*?

This statutory authority in the hands of Competition Commission of India ensures that

Intellectual Property enforcement is not immune from Competition review and makes sure that

fairness in the market is above grant of excessive exclusivity. Such reinforces the principle that

even in areas and places where IP rights exist, the Competition law functions as an authority or

regulatory framework governing market behaviour.

Thus, we can say that Competition law does not undermine innovation but makes sure that such

innovation incentive benefits consumers, access to market is not restricted in unfair ways and

lastly economic efficiency is preserved well. By embodying these restraints and constraints of

competition law on IP Rights and market power, it is ensured that Intellectual property rights

rightfully serve the public interest and not aim for private market dominance only.

32 The Competition Act, 2002, s.27 (India), DOI:

indi nic.in/bitstr 1234 201 A2003-12
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G. Under Section 33, CCI has the power to issue interim orders or temporary injunction that
allow CCI to temporarily stop activities of anti-competitive nature that are violative of
section 3(1), Section 4(1) and 4(6) to prevent the abusing party from carrying out the
abusive practice any further, even without serving a prior notice if deemed necessary*

H. Both Intellectual property rights and competition law encourages inventions by protecting
owner’s rights of Intellectual property and thus motivates people to create more new
inventions, therefore fostering a well-balanced competitive marketplace. The application
of rights concerning Intellectual property rights and competition law has significantly
increased in our day to day lives due to growing intangible assets and digitalisation. And
thus a need to protect these properties, the licensing of Intellectual Property Rights and
competition laws has become the need of the time. What does licensing do? It assures the
Intellectual property owners by acting as an incentive for them so they can invent new
creations and innovations and invest into these. The Article 31 contained within the
TRIPS Agreement provides for granting compulsory licenses under following
circumstances namely:

e In interest of public health

e In situation of national emergency

e Where anti-competitive practices are taking place

Thus, making it a need to issue license for concerned case**

CASE ANALYSIS

Mohit Manglani v. M/s Flipkart India Pvt Ltd and others**

433 Competition Commission of India v. Steel Authority of India Ltd., (2010) 10 SCC 744, Competition Commission
of India (CCI),DOI: https://www.cci.gov.in/legal-framwork/judgements/6/0, Accessed: 3 January 2026.

434 Agreement on Trade-Related Aspects of Intellectual Property Rights, art. 31, Apr. 15, 1994, Marrakesh
Agreement Establishing the World Trade Organization, Annex 1C, 1869 U.N.T.S. 299, DOI:
https://www.wto.org/english/docs_e/legal e/27-trips_01_e.htm, Accessed: 3 January 2026.

5 Mohit Manglani v. M/s Flipkart India Pvt. Ltd. & Ors, 2015 SCC OnLine CCI 61, Antitrust, Section 19(1)(a),
18/2024, Competition Commission of India (CCI). DOI: https://cci.gov.in/antitrust/orders/details/600/0, Accessed:4
January 2026.
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Mr. Mohit Manglani lodged a complaint under section 19(1) of Competition Act, 2002 against
various e-commerce websites for engaging in anti- competitive activities in contravention of
provisions listed under Section 4 of the Act. The Complainant alleged that these companies or
websites were forming exclusive agreements with sellers of services. Such practices as
stipulated by the informant, left consumers with no option and bound them to either make a
purchase as per website terms or not make a purchase at all. Further it was stated by the
informant that Section 3 & 4 of Competition act, 2002 are rightly applicable on exclusive

agreements and restrictive unfair practices by these e-portals.

The Opposite side argued that they were marketplace intermediaries and not sellers who control
the market, further the agreements formed did not create any exclusive marketplace as
manufacturers were left free to make sales via other channels and lastly the market shares in
overall retail were way smaller and thus did not constitute any dominance.

JUDGEMENT-

CCI concluded that no barrier to market entry was created by formation of such exclusive
agreements, the products sold did face competitive constraints and substantial substitutes were
available across channels. It was further noted that the existing market shares held were
insufficient to establish any kind of dominance under section 4 of the concerned Act.

Thus, no prima facie case of contravention is present and therefore the complaint is closed under

Section 26(2) of the Act and no further investigation is needed.

Gloucester Grammar School Case *¢

Here the defendant worked as a teacher in the Gloucester Grammar School for a fee of 40 Pence.
The teacher decided to quit his job at the existing school and opened a new school just adjacent
to the old school he worked at by reducing a fee to 2 Pence. Very soon, the students withdrew
their admission from the previous school and started attending the new school opened by the

defendant. Such resulted in financial loss to the Gloucester Grammar School. The Petitioner

43¢ Gloucester Grammar School Case (1410), Mrinmayi Mule & Siddhi Sankalp, “Competition Law and Intellectual
Property Rights,” Indian Journal of Law Managements and Humanities (IJLMH), Volume 7, Issue 2, Page 562-576,
2024. DOI: https://doij.org/10.10000/IILMH.117016, Accessed: 30 December 2025.
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from Gloucester Grammar School bought a suit for recovery of damages resulting from opening
up of the above-mentioned new school by the defendant in the same vicinity and demanded that

he must be compensated for the same.

JUDGEMENT- The Hon’ble Court held that such an act by the defendant has resulted in
violation of no legal right rather than only a mere case of competition or business in a school set
in the same vicinity. The court did recognize that although the petitioner has suffered damages,
they are not legal ones. The only difference as noted by the court was that one school has a
higher fee structure and the other has a comparatively lesser fee. Hence court declared that such

is not an actionable wrong and such act by defendant is no wrong done to plaintiff.

Research on Competition law constraints of IP Rights and Market Power shows that although
Intellectual Property rights are crucial for encouraging innovation, inventions and creations and
significantly contribute to economic development, they can even potentially be used to abuse
consumers and the marketplace by dominant and powerful entities. These give rise to
anti-competitive activities. The evidence of how powerful enterprises and organisations use
dominance in market and exclusive rights granted under IP laws, to manipulate market standards
and control competition can be seen in cases of companies like Microsoft and Google. These
make it difficult for smaller competitors to enter the product competition in the market, hindering

competition and driving the cost up. These limits the consumers reach on necessities.

CONCLUSION

The deep study shows that more stringent regulations and scrutiny are needed to strike a fair
balance and avoid misuse of such rights. Further the Competition law must be able to handle
market competition without having to reduce creation incentives. Strategic solutions to
Intellectual property monopolies like collective cooperation on Intellectual Property standards,
clear, transparent and fair limitations on exclusivity granted in form of rights might help tackle
the problem. To make sure that innovation flourishes without limiting marketplace competition,
it is important to harmonize Intellectual property protection with Competition law standards.

Both are intertwined and coexist rather than overlap. From above discussion we can form the
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understanding that while competition law puts constraints on Intellectual property rights and
market power, these constraints are reasonable and required for protecting a health market and
prevent activities that hinders fair market participation, equal play and rightful access to new
players so that they can pool in their products and participate in invention plus innovation. Such
practice benefits not only consumers as wider range of alternative products or entity/ service
against dominant product or entity/ service differing in price or cost range are made available for
consumer to buy but a choice to choose and make an informed decision based on one’s buying
capacity is also provided thus fulfilling the necessities of life. This even helps in the growth of
the national economy. If such constraints are removed and the market is left to the free hands of
Intellectual Property right holders, it would turn into a chain of elite society with accumulation of
power into fewer hands dominating and controlling the market as per their choices, leaving no
space for innovation and inventions. The market would become a hub of few players, stagnant
and a dump for the rich, feeding on exploitation of consumers by abusing their buying capacity
and choices. Thus, we can certainly say that although these constraints imposed by competition
law and competition commission of India under the Act helps regulate and put a check on
anti-competitive activities and abuse of market dominance by IP owners, these too needs few
improvements and amendments to improve scrutiny and achieve a proper balance between both

Intellectual property right and competition law.
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CHAPTER 14: PUBLIC INTEREST, ACCESS TO KNOWLEDGE, AND
DIRECTIONS FOR IP REFORM

BY KAVYA

INTRODUCTION

Intellectual Property (IP) law has always been viewed as a way to improve creativity, innovation,
and business investment. It provides individual rights to creators and inventors. Creators get
incentive to work hard and businesses invest in new ideas in return helps in technological
progress and promotion of knowledge production. In many ways, the system has proven to be
effective. In today’s world especially in India, IP law cannot be only seen as private rights; they
must be placed in constitutional and socio-economic factors. These factors determine access to
educational resources, life-saving drugs, and technology for all. India is a developing nation with
a large poverty rate. There are limited facilities for education and health hence the IP law directly

impacts these two sectors.

IP rights must be regulated according to principles of social justice ensuring protection of public

interests while also supporting economic development.

Indian copyright law plays an essential role here in balancing protection of creative work with
knowledge as a shared resource and aims to find a middle path. It upholds equality, supports

dignity, and advances educational opportunity. copyright act 1957 reflects this balance®’ section

7 The Copyright Act, 1957, No. 14, Acts of Parliament, 1957 (India).
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52 uses limitations and exceptions, which highlights education and also covers research,

criticism and public discourse.

And India's Constitution guides this balance. Articles 14, 19(1) (a), 21 forms the constitutional
background*®. Article 14 ensures equality before the law, Article 19(1) (a) freedom of speech
and expression, Article 21 guarantees right to life and personal liberty, which has been expanded
to include rights such as education, health, and dignity. These constitutional values limit IP

rights, preventing them from becoming absolute monopolies.

However, Public interest must be considered when making rules about intellectual property.
These rights always come with specific limitations for particular purposes. Rights need to
balance individual interests and social welfare. This chapter explores public interest in IP law in
India. It focuses on copyright. Touches patent and trademark. Also suggests reforms for

development goals that match constitutional values.

CONCEPTUAL UNDERSTANDING AND BACKGROUND

A. The Theoretical Foundations of IP and Public Interest

Intellectual property law gets its philosophical validity from two broad principles. The first,
embedded in Locke and labor theory, it contains that a creator's mental and physical labor
explains a natural benefit to the hard work of that labour*’. The second, utilitarian theory
dominant explains IP rights not as natural benefits but as policy instruments: temporary
monopolies designed to incentivize investment in creation and innovation, with the ultimate goal

of enriching public knowledge.**’ IP law fails its own utilitarian justification under the following

4% INDIA CONST. arts. 14, 19(1)(a), 21.
%39 John Locke, Two Treatises of Government (Peter Laslett ed., Cambridge University Press, 1988) 287-288.

#40 Jeremy Bentham, The Rationale of Reward (Robert Heward, London, 1830) 318.
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circumstances when the monopoly term is too long, the scope of protection too broad, or access

barriers too high.

Public interest in IP law manifests in several ways: through exceptions and limitations that
preserve space for education, research, criticism, and fair comment; through compulsory
licensing provisions that allow states to override private rights in emergencies; through
patentability criteria that exclude certain categories of subject matter for policy reasons; and
through competition law doctrines that prevent IP rights from becoming instruments of market
abuse. Together, these mechanisms constitute what scholars call the 'public interest architecture'
of IP law — built into the very structure of IP statutes rather than being mere exceptions to an

otherwise absolute regime.
B. Statutory Framework: Indian Law

The main act governing intellectual property in India are the Copyright Act, 1957*'; the
Patents Act, 1970** (as amended in 2005) and the Trade Marks Act, 1999.The Copyright Act,
1957 contains fair dealing provisions under Section 52*%, which encourages the creation and
distribution of creative works for purposes of private use, research, criticism, review, reporting of
current events, and education. The Patents Act, 1970 is notable for its clear public interest aspect.
Section 3(d) is a famous provision that bans the grant of patents for new forms just by making
small, unimportant changes to an existing medicine. Sections 84 to 92 allow the government to issue
"compulsory licenses" — meaning the government or any interested person can use a patent without
the patent-holder's permission, if the public needs not be satisfied and the patented invention not

being available to the public at an affordable price.**

C. International Framework: TRIPS and Its Flexibilities

International laws also play a significant role in shaping Indian IP law. For example The

Agreement on Trade-Related Aspects of Intellectual Property Rights (TRIPS)**, 1994 adopted

4“1 Copyright Act, 1957, s. 52.
42 Patents Act, 1970, ss. 84—-92A.

43 Copyright Act, 1957, s. 52.
444 patents Act, 1970, ss. 84-92A.

45 Agreement on Trade-Related Aspects of Intellectual Property Rights, Apr. 15, 1994, Marrakesh Agreement
Establishing the World Trade Organization, Annex 1C.
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under the World Trade Organization (WTO) established minimum rules for IP protection across
all member states. While TRIPS has often been criticized by many developing countries because
it was largely written by and for rich, industrialized nations* but it does contain some important
protection for public interest. Articles 7 and 8 recognize that IP protection and enforcement
should contribute to social goals — like spreading technology and protecting public health — not

just private profit.

This approach was declared in the Doha Declaration on TRIPS and Public Health, 2001, It has
stated that the protection of IP rights should not be used to prevent states from taking measures
to protect public health and TRIPS can be read and used in a manner that supports right to

protect public health and promote access to medicines for all.*’

COPYRIGHT AND ACCESS TO KNOWLEDGE

Copyright law plays an important role in knowledge, education, and culture. In India,
educational material is not equally available to all socio-economic groups. Thus, it is seen that
the decision is in support of the concept that law should be accessible and in the public domain.
The Copyright Act 1957 balances authors’ rights and public access by a structured system of

limitations and exceptions. Section 52*

provides a structure of “fair dealing” exceptions; these
include use of material for private purposes, research, criticism, review and reporting current
events. Thus, the use of copyright material for social purposes should not be restricted. One of
the important landmark ruling in Indian copyright law is The Delhi High Court's decision in The
Chancellor, Masters and Scholars of University of Oxford v. Rameshwari Photocopy Services
(2016)** popularly known as the DU Photocopy Case. In this case, the university photocopy

shop was accused of copyright infringement for creating course packs containing extracts from

academic textbooks. It was held that the creation of portions of books for educational purposes

%46 Peter Drahos and John Braithwaite, Information Feudalism: Who Owns the Knowledge Economy? (Earthscan,
London, 2002) 10-15.

*7 WTO Ministerial Conference, Declaration on the TRIPS Agreement and Public Health, WT/MIN(01)/DEC/2 (14
November 2001).

48 The Copyright Act, 1957, s. 52.

¥ The Chancellor, Masters and Scholars of the University of Oxford v. Rameshwari Photocopy Services, 2016 SCC
Online Del 6229.
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falls within Section 52(1)(1) And therefore, did not constitute copyright infringement; it placed
the importance of access to education over the enforcement of copyright. Another important
decision in this area is Eastern Book Company v. D.B. Modak®’ In this case, the Supreme Court
had to decide on the question of granting copyright protection to judicial decisions and legal
texts. The Supreme adopted for the “modicum of creativity” test. This test requires at least some
intellectual creativity before copyright protection applies; it ensures raw legal materials, such as
the text of judgments, remain largely open to the public and publishers can claim limited
protection over their value additions, like headnotes and formatting. The decision therefore
supports keeping core legal information widely accessible. The internet has changed the way of
creation and distribution of knowledge they have provided opportunities for the sharing of

knowledge. But also has created new challenges for copyright enforcement.

In Shreya Singhal v. Union of India®' The Supreme Court highlights the need to protect freedom
of expression on the internet. The Court’s reasoning has a wider impact for copyright
enforcement on the internet. It underlines that regulation must not impose excessive restrictions

on access to information.
Patent Law, Public Health and Innovation

The patent act of India is focused on the promotion of innovation, as well as the protection of
health. Patents are formed to encourage technological innovation, by giving inventors temporary
individual rights over their inventions. The Patents Act of 1970 has several provisions that limit
the misuse of patent rights. One key clause is Section 3(d) . It bans the grant of patents for new
forms just by making small, unimportant changes to an existing medicine; this strategy is called
evergreening. A major milestone was the Supreme Court’s ruling on Section 3(d) of the patent

“Zcase. The court rejected the patent application. It

act in the Novartis AG versus Union of India
was found that the new form of the drug did not show any advantage over the original drug. This
decision was welcomed by health groups. By rejecting the extension, the decision stopped the
patent extension of the important cancer drug. It kept open the path for affordable generic

alternatives. Another important case explaining India’s public interest approach is Bayer

4Eastern Book Company v. D.B. Modak, (2008) 1 SCC 1.
1 Shreya Singhal v. Union of India, (2015) 5 SCC 1.
42Novartis AG v. Union of India, (2013) 6 SCC 1.
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Corporation v. Union of India*’In this case, the Controller General of Patents granted India’s
first compulsory licence to Natco, a general manufacturer, for the production of the cancer drug
Nexavar. Bayer had priced the drug at an extremely high level, and the grant of the compulsory
licence led to a major reduction in its price. This decision showed how TRIPS flexibilities can be
used to protect public health in practical terms. Compulsory licensing allows affordable access to
medicines in situations where patented drugs are out of reach because of their high price. It
ensures that patent rights do not stop access to essential healthcare services. These case law

trends are in line with the broad idea of the right to health under Article 21 of the Constitution.

The Supreme Court has held that the right to health care and medical treatment is an essential
element of the right to life under Article 21 of the Constitution, and IP laws must be interpreted
in a way that does not infringe this fundamental right. Regardless of these protections, the Indian
patent law continues to face the same old problems. Pharmaceutical companies sometimes use
difficult legal techniques to extend patent protection. Trade negotiations with other countries
sometimes involve pressure on other countries to accept stronger intellectual property provisions.
It therefore remains important to keep enough policy space to protect public health. Maintaining

this balance should remain a central aim of future patent reforms.

CONTEMPORARY DEVELOPMENTS AND GLOBAL PERSPECTIVE

Global trends in IP law give useful comparative guidance for India. IP law is changing these
days because of new technology and global developments. One of the biggest changes is
artificial intelligence. Al can now create things like writing, music, art and even help in making
medicines. The law still works on the idea that a human must be the author or inventor. In India,
the Copyright Act, 1957 does not clearly deal with Al, though it talks about computer-generated
works. Another thing that is becoming important is open access and open science. If public
money is used for research, then people should be able to see and use that research. This is why
groups like the National Institutes of Health and the European Research Council tell researchers

to make their work open so that people can actually use it. India is also working on the

43Bayer Corporation v. Union of India, (2014) 6 SCC 1.
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approach.** In the end, IP law is just trying to keep things balanced. It should reward people for
their work, but it should also make sure that knowledge is not limited to only a small number of

people.

CASE LAW ANALYSIS

1. Novartis AG v. Union of India & Others (2013) 6 SCC 1*°

Facts: Novartis needed a patent for Gleevec (imatinib mesylate), a cancer drug, claiming it as a
new form of a known substance. The Indian Patent Office rejected it under Section 3(d) of
Patents Act 1970 which prohibits patents for new forms of known substances unless they show

better therapeutic efficacy.

Issue: Did the new drug form meet Section 3(d) and did it show enhanced therapeutic efficacy?

Judgment & Reasoning: The Supreme Court upheld Section 3(d) as constitutionally valid and
rejected Novartis's patent claim, as the new form did not show efficacy than the known

substance.

Impact: This decision recognised India's sovereign right to set high patentability standards to
prevent 'evergreening', and became a global landmark for access to medicines assistance,

influencing patent reform debates across the developing world.

2. Natco Pharma Ltd. v. Bayer Corporation 2014 (60) PTC 277 (Bom)**

Facts: Natco Pharma applied under Section 84 of the Patents Act for a compulsory licence to
manufacture Nexavar (sorafenib tosylate), a patented anti-cancer drug priced at approximately
2.8 lakh per month to make cheaper generic versions. The Controller General of Patents granted

the licence, finding that the patented drug was not available at a reasonably affordable price.

Issue: did the conditions for compulsory licensing under Section 84 were fulfilled and whether

public needs met?

% Science and Engineering Research Board (SERB), Open Access Policy (Government of India, 2015).

% Novartis AG v. Union of India & Others (2013) 6 SCC 1
*% Natco Pharma Ltd. v. Bayer Corporation 2014 (60) PTC 277 (Bom)
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Judgment & Reasoning: The Bombay High Court backed the compulsory licence, approving
that the three conditions under Section 84 working of the patent, requirements of the public, and

reasonable pricing were all applicable and had been satisfied.

Impact: India's first compulsory licence demonstrated the practical operation of Section 84,
allowed the 'reasonable price' criterion as a public interest mechanism, and set a precedent for

future compulsory licensing applications in the pharmaceutical sector.

3. Eastern Book Company v. D.B. Modak (2008) 1 SCC 1%

Facts: Eastern Book Company (EBC) publishes the Supreme Court Cases (SCC) series; they
claimed copyright protection on edited judgments, headnotes, paragraph numbers and formatting
versions of Supreme Court judgments. D.B. Modak copied these in another publication, which

led to a dispute on copyright for editorial work.

Issue: Whether judicial decisions themselves are copyrightable, editorial labour alone satisfies

originality under Indian copyright law and What standard of originality should apply in India.

Judgment & Reasoning: the Supreme Court rejected “sweat of the brow” doctrine. It chose the
“modicum of creativity” test. It held Judicial decisions are government works and belong to the
public domain. Copyright protection arises only when editorial contribution demonstrates
intellectual creativity involving skill and judgment. Mechanical or purely technical corrections

cannot generate copyright.

Impact: This decision reshaped Indian copyright law by preventing monopolisation of legal
information, protecting public access to judicial precedents and aligning Indian originality

doctrine with global standards.

7 Eastern Book Company v. D.B. Modak (2008) 1 SCC 1

-187-



4. The Chancellor, Masters & Scholars of University of Oxford v. Rameshwari Photocopy
Services CS(OS) 2439/2012 (Del HC, Single Bench, 2016)**

Facts: Oxford University Press and other academic publishers sued a photocopy shop operating
within Delhi University's campus. The shop made course packs with parts of academic textbooks

given by professors for students.

Issue: Whether production of parts of copyrighted academic books for use by students
constituted 'fair dealing' under Section 52(1)(i) of the Copyright Act, 1957.

Judgment & Reasoning: The Delhi High Court held that reproduction of copyrighted material
for educational instruction purposes comes within Section 52(1)(i) as fair dealing, It’s not only

for the publishers’ money.

Impact: The ruling made Section 52 stronger in India on educational copyright exceptions.

CHALLENGES AND SUGGESTIONS FOR REFORM

Challenges

The India IP system continues to face a lot of problems. It is hard for India to balance
international rules under TRIPS because it requires affordable medicines and access to education.
New ideas such as artificial intelligence are making it confusing to figure out who owns what
and the laws around this are not clear. Everyone does not get the same benefits even when the
government pays for research it can be tough for people to get to it. Small businesses are having
a hard time because they do not know much about the rules of intellectual property and they do

not have enough money to use them in a good way.

Suggestions
Practical measures are needed to improve the system.

% The Chancellor, Masters & Scholars of University of Oxford v. Rameshwari Photocopy Services CS(OS)
2439/2012 (Del HC, Single Bench, 2016)
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° The rules should clearly state who owns something when artificial intelligence is used.

° When the government pays for a study everyone should be able to see it so that everyone
can get benefits from it.

° It is essential to educate individuals about intellectual property rights to ensure small and
medium-sized businesses can understand them.

) Educational resources should be made available easily through laws.

° India should be careful when making trade agreements so it can still make its rules.
This way disputes can be solved faster and there will be fewer delays which will make the ip

system work better.

CONCLUSION

The relationship between intellectual property (IP) rights and public interest is not a conflict. In
fact, IP law was made to help the society. IP rights promote creativity, innovation, and
investment. These rights must be consistent with constitutional values and welfare. International
rules like the TRIPS Agreement and the Doha Declaration on TRIPS and Public Health say that
IP laws should help society and not just protect companies. In India, laws such as the Patents
Act, 1970 and the Copyright Act, 1957 keep this balance. They protect creators, but they also
make sure that people can get medicines, education, and information. Rules like Section 3(d),
compulsory licensing, and fair dealing stop misuse of rights and help the public. Indian courts
have also supported this balance In cases like Novartis AG versus Union of India and Bayer
Corporation versus Union of India, courts ensure the availability of cheap medicines. The Delhi
High Court case of Oxford University Press versus Rameshwari Photocopy Services shows how
important it is for students to have access to education. This case is about the problems students
in India face because of their socio- situation. In Eastern Book Company versus D.B. Modak and
Shreya Singhal versus Union of India, the courts supported access to legal information and
freedom of expression. The digital world, artificial intelligence and global markets are creating
real challenges. Because of this, it is important to protect the public interest side of IP law. IP law
in India has two goals: to reward creators and to help society. It should not allow knowledge to

become something only rich people can use. Access to knowledge is important for dignity,
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equality, and democracy. Future reforms must strengthen public interest rules. They should

promote access to knowledge, make sure that rights are not misused and development is not

stopped.
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